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STATEMENT OF QUESTIONS PRESENTED 


1. A first question is whether the Wyman invention com- 
prising a ‘‘snap-in’’ valve for tubeless tires meets the 
statutory criteria for a patentable invention where the 
record affirmatively shows that it has advanced the useful 
arts and that it was new, useful, and inventive. 


2. A second question is whether the Trial Judge applied 
an erroneous test of invention in refusing allowance of 
the claim in issue. 

3. A third question is whether the Trial Judge erred in 
refusing allowance on the basis of prior art which dis- 
closed structures not designed, nor adapted, nor actually 


used for the performance of the function of the structure 
of the claim in issue. 


4. A fourth question is whether the Trial Judge erred 
in failing to resolve the issue of patentability favorably 


where all of the record shows the unsponsored, and nearly 
immediate adoption of Appellant’s invention by the entire 
industry to which it relates. 


5. A fifth question is whether the Trial Judge erred in 
not determining the issue of invention by a careful scrutiny 
of the claim and a detailed comparison thereof with the 
cited prior art. 


6. A sixth question is whether the Trial Judge erred in 
failing to consider the functional language contained in 
the introductory and terminal portions of the claim in 
issue. 


7. A seventh question is whether the Trial Judge erred in 
ruling that allowance of the claim in issue would place the 
industry ‘‘under tribute’’. 
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by the structure of the claim in issue 


Contents Continued 


Page 


- The Trial Judge erred in ruling the structure 
of claim 11 unpatentable where this structure 
performs a new function not taught nor con- 
templated by the prior art 


. The Trial Judge erred in not determining the 
issue of invention by a careful scrutiny of the 
claim and particularly the functional language 
of its introductory and terminal portions, and 
by detailed comparison thereof with the cited 
prior art 


- The Trial Judge erred in ruling that allowance 
of the claim in issue would place the industry 
“‘under tribute’? 


. The Trial Jud 
trine of Penni 
Engineerin 
Sup 
US 


TABLE OF CITATIONS 
Cases Crrep 
Allied Wheel Products Ine. et al. v. Rude (C.A. 6, 


al. v. Estate Stove Co. et al. 
3 F.2d 912 (cert. den. 346 U.S. 


Contents Continued iii 


Page 


26, 27, 2 
Coe (1938) 69 App. D.C. 202; 99 F.2a 


Keystone Mfg. Co. v. Adams (1894) 151 U.S. 139 .... 
Kropa v. Robie et al. (C.C.P.A., 1951) 187 F.2d 150 .. 
Lebold et al. v. Marzall (D.C.D.C., 1951) 100 F. Supp. 

867 (aff. 91 App. D.C. 53; 197 F.2d 209) 19 
Levin v. Coe (1942) 76 App. D.C. 347; 132 F.2d 589 . 33, 36 
L-O-F Glass Fibers Co., et al. v. Watson (1955) 97 

App. D.C. 69; 228 F.2d 40 19, 32 

) 


18 


28, 50, 51, 52 
Pointer v. Six Wheel Corp. (C.A. 9, 1949) 177 F.2d 
135: Saale ea SR ince Wiatain atu SAMO LUE eee 24, 25 
Sel-O-Rak Corp. v. The Henry Hanger and Display 
Fixture Corp. of America et al. (C.A. 5, 1956) 232 
F.2d 176 
Stanley Work 
203 F.2d 84 


Topliff v. Topliff (1892) 145 U.S. 156 
Trabon Engineering Corp. v. Dirkes et al. (C.A. 6, 
1943) 136 F.2d 24 


IN THE 


United States Court of Appeals 
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Epwin T. Wyman, Appellant, 
v. 


Rosert C. Watson, Commissioner of Patents, Appellee. 


Appeal from the United States District Court for the District of 
Columbia 


BRIEF FOR APPELLANT 


L JURISDICTIONAL STATEMENT 


This action was brought in the Court below under the 
provisions of Title 35 U. S. Code §145, (Act of July 19, 
1952, c. 950, $1; 66 Stat. 803), to authorize the Commis- 
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sioner of Patents to issue a patent to Edwin T. Wyman on 
an application filed January 31, 1950 for ‘‘Tire Valve’’. 
This appeal is taken under the provisions of Title 28 U. S. 
Code, §291 and 4294 (Act of June 25, 1948, c. 646; 62 Stat. 
929, 930), from the Judgment of the Court below dated 
March 23, 1959. (Joint Appendix, hereinafter referred 
to as ‘*J.A.’’, 109). 


IL STATEMENT OF THE CASE 
4. THE INVENTION IN ISSUE 


The Wyman invention here involved is a valve struc- 
ture for tubeless tires, such as are mounted on the wheels 
of most present day automobiles, trucks, and other ve- 
hicles. 

The tire valve invented by the Appellant has been gen- 
erically designated as a “‘Snap-In”’ valve, for want of a 
better term, this term having been originated by the Ap- 
pellant to designate his valve structure for which a patent 
is sought. It might be noted parenthetically that this 
generic term is used today throughout the industry to de- 
seribe such tubeless tire valves by all of the various manu- 
facturers engaged in this industry. 


1. Background history of tire valves. 


Prior to the turn of the present century it was common 
to inflate pneumatic tires for use on vehicle wheels by 
means of a valve stem which was clamped to an inner- 
tube positioned within a tire. These commonly used 
valves were generally designated as ‘‘clamp-in’’ valves, 
They consisted essentially of a valve stem, a flange or 
abutment, which was positioned at the bottom end of the 
stem and generally screwed onto the stem, and a second 
abutment or flange positioned coaxially with the valve 
stem and above the first abutment or flange, means being 
used to force the two abutments or flanges towards each 
other along the valve stem and to hold them in position 
with a portion of the innertube and a portion of either the 
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tire or the wheel wall clamped therebetween in air-seal- 
ing relation. The valve stem carried some form of valve 
therein so that air might be passed through the valve stem 
into the innertube, the innertube being inflated under a 
desired amount of pressure to cause the tire to be able to 
sustain its share of the load of the vehicle. 

The bottom flange or abutment could be and was formed 
either integrally or separately from the valve stem. 

Tm the more common practice of the art, the upper abut- 
ment merely had sliding coaxial relation with the valve 
stem and a nut was screwed onto the threaded valve 
stem to force the loosely sliding abutment into the air- 
sealing relation. 

An extremely large number of patents have been issued 
by the United States Patent Office relating to such valves. 
These patented valve structures contain a number of 
refinements of structure such as the use of resilient wash- 
ers between the two abutments or flanges in order to aid 
in their sealing, the use of various forms of locking nuts 
or washers, and the use of various means such as rubber 
sleeves to protect the valve stem from damage during 
operation. In each instance these clamp-in valves em- 
bodied a large number of parts leading to the following 
defects: 


first, expense of manufacture, 

second, difficulty of assembly in operative position, and 
third, the possibility of inadequate air-sealing because 
of incorrect assemply of parts. 


Despite these shortcomings, this type of valve continued 
in use for a number of years. Meanwhile, the search of 
those skilled in the art went on constantly in an effort to 
produce a better valve. 

During the 1920’s a new form of valve came into being. 
This valve consisted of a stem similar to that used previ- 
ously, having molded thereon an integral rubber sleeve 
whose primary function was to protect the valve stem 
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during use. Additionally, this rubber sleeve was formed 
with a bottom integral rubber flange of thin resilient ma- 
terial similar to that used for the walls of an innertube. 

In operation this thin bottom abutment was vulcanized 
to the material surrounding the hole in the wall of the 
innertube so that the entire valve structure became in- 
tegral with the innertube. This valve was then inserted 
along with the innertube into the tire, the valve being 
positioned through the hole in the wall or rim of the wheel. 

This molded valve was again the subject matter of a 
large number of patents issued by the Patent Office. It 
had obvious shortcomings, prominent among which was the 
positioning of the tube with its valve in the proper rela- 
tion to the wheel rim and hole therein. Accordingly, those 
skilled in the art vigorously directed their attention to this 
particular shortcoming in order to devise means for posi- 
tioning the tube and valve in correct relation by some de- 
vice or structure which could be easily and inexpensively 
incorporated in the overall system. Ilustrative of the 
solutions to this particular problem is the structure shown 
and claimed in the file reference to Eberhard, United States 
Patent 2,049,252 (Pl. Exhib. 2). This patent, as well as 
other similar patents which will be discussed hereafter 
and of which the Court is asked to take judicial notice, all 
show some form of means for loosely holding the tire valve 
in position within the hole in the wall of the wheel. This 
greatly facilitated ease of installation and inflation. 

Many other refinements to this type of molded valve 
were produced over the space of years. 

Beginning in 1947 tires of a radically different nature 
were introduced on the market. These tires and the wheels 
with which they coacted were formed with beads and spe- 
cially designed side walls such that upon inflation of the 
tire itself the tire walls would be in air-sealing relation 
with the walls of the wheel. This eliminated the need for 
innertubes and produced a tire which was extremely safer 
in operation than those which utilized inflatable tubes 
therein. 
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Despite extensive advertising, such tires were not met 
with substantial commercial success. This was considered 
by those in the industry to be due in large part to the fact 
that no adequate valve structure had been invented to use 
with such tires. Since the valves in common usage at that 
time were those of the molded type, and hence integral 
with the tube, the elimination of the tube eliminated this 
form of valve. Consequently, the industry turned back- 
ward to the same form of structure which had been used 
prior to the advent of the molded valve; namely, the 
“‘clamp-in’’ valve. Use of this form of valve automatically 
ensured the same disadvantages which were present during 
the many previous years of use of this type of valve. A 
typical showing of such a valve in conjunction with a tube- 
less tire is contained in the second of the file references, 
namely Herzegh patent 2,587,470 (Pl. Exhib. 3). 

Extensive experimental work had been performed by 
the companies in this field relating to tubeless tires and 


valves therefor beginning prior to 1946, as is exemplified 
by the Herzegh patent. 


2. Appellant’s contribution to the art 


Despite the efforts of those skilled in the industry, no 
solution was forthcoming until the Appellant, a physician 
by vocation but an inventor by avocation, entered the field 
in 1949. Appellant had long been interested in the prob- 
lem of tires and valves therefor (J.A. 32) and had ex- 
perienced the same dissatisfaction with the use of ‘‘clamp- 
in’’ valves for tubeless tires as had all others skilled in 
this art. Shortly after entering the field, and after various 
experimentations, Appellant invented the structure which 
is the subject matter of this appeal: namely, the ‘snap-in’? 
valve. 

This valve consists basically of the same valve stem used 
in all tire valves onto which is molded a thick rubber sheath. 
The rubber sheath has formed thereon a substantial base 
flange or abutment. Positioned above this abutment is a 
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groove or ankle portion, and positioned above this groove 
is another substantial abutment, the valve body being 
formed of material resilient enough to allow the upper 
abutment to pass through the hole in the wheel rim and 
snap outwardly thereafter to hold the valve in position 
on the wheel and in air-sealing relation, i.e., the groove is 
of such a thickness that the walls of the base flange and 
upper abutment are in air-sealing relation with the inner 
and outer walls of the wheel immediately surrounding the 
hole therein. 

Appellant disclosed this structure to most of the large 
manufacturers of tubeless tires and of tire valves (J.A. 
42). None of these manufacturers indicated particular in- 
terest in the invention to the Appellant. However, soon 
thereafter each and every one of these companies, as well 
as all others in the industry, started the manufacture or 
use of such valves. Given this impetus, the sale of tubeless 
tires skyrocketed to the present market condition in which 
almost all tires are tubeless tires and substantially all of 


these tubeless tires are utilized in conjunction with snap- 
in valves. Such tires and valves are standard equipment 
for all new cars and almost all new trucks. Since 1955 
substantially none of the old tires or valves have been sold 
except as replacements and for specialized use on certain 
forms of trucks. 


B. THE CLAIM IN ISSUE 


At issue in the present Appeal is a single claim, namely 
claim 11 of the application, which broken down reads as 
follows (J.A. 116) : 


1) A valve structure insertable through an aper- 
ture provided in the side wall of a wheel rim for use 
in inflating a tubeless tire mounted thereon, comprising 
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2) a tubular valve stem having a central air passage 
therethrough 


3) and a check valve therein, 


4) a rubber covering on said valve stem having a 
flanged base, 


5) annular abutment means disposed in spaced re- 
lation to said flanged base, 


6) and an ankle portion formed in said rubber cov- 
ering between said flanged base and said annular 
abutment means and adapted to fit into said wheel 
rim aperture, 


7) said flanged base and annular abutment means 
adapted to engage opposite sides of the wheel rim 
tightly when said ankle portion is fitted into said aper- 
ture to form an airtight connection with said rim. 


C. THE PRIOR PROCEEDINGS 


Appellant filed in the United States Patent Office an ap- 
plication Serial No. 141,503 on January 31, 1950. Subse- 
quently, certain claims relating to a particular species of 
the invention were allowed by the Patent Office (J.A. 
5,115-117). The claim in issue was finally rejected by the 
Primary Examiner in an Action dated December 9, 1955, 
this claim being rejected on the basis of Herzegh and Eber- 
hard, mentioned above, and discussed in detail hereinafter. 
The Examiner’s position is more fully amplified in the 
Examiner’s Answer dated January 16, 1956 (J.A. 121, 122). 
Subsequently, the Board of Appeals in a decision dated 
April 25, 1957, rejected the claim on Eberhard alone (J.A. 
123-125). 

The Court below in its ruling agreed with the rejection 
of both the Examiner and the Board of Appeals. 
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UL. STATUTES INVOLVED 


The determination of the issues on appeal requires the 
consideration of those Statutes defining the nature of 
patentable inventions and the conditions precedent to the 
grant of a patent and the Statute providing the instant 
remedy to an applicant dissatisfied with the holding of the 
Patent Office. 


Applicable Statutes of the United States Act of J uly 19, 
1952, ¢. 950, Section 1; 66 Stat. 797, 798; 35 U.S.C.: 


Section 101. Whoever invents or discovers any new 
and useful process, machine, manufacture, or composi- 
tion of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 


Section 102(a). A person shall be entitled to a patent 
unless the invention was known or used by others in 
this country, or patented or described in a printed publi- 
cation in this or a foreign country, before the invention 
thereof by the applicant for patent in the United States, 
or 


Section 102(b). The invention was patented or de- 
scribed in a printed publication in this or a foreign 
country or in public use or on sale in this country, more 
than one year prior to the date of the application for 
patent in the United States. 


Section 103. A patent may not be obtained though 
the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differ- 
ences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention 
was made. 
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Act of July 19, 1952, c. 950, Section 1; 66 Stat. 803; 
35 U.S.C. 


Section 145. An applicant dissatisfied with the decision 
of the Board of Appeals may, unless appeal has been 
taken to the United States Court of Customs and Patent 
Appeals, have remedy by civil action against the Com- 
missioner in the United States District Court for the 
District of Columbia if commenced within such time after 
such decision, not less than sixty days, as the Commis- 
sioner appoints. The court may adjudge that such ap- 
plicant is entitled to receive a patent for his invention, as 
specified in any of his claims involved in the decision of 
the Board of Appeals, as the facts in the case may appear 
and such adjudication shall authorize the Commissioner 
to issue such patent on compliance with the requirements 
of law. All the expenses of the proceedings shall be 
paid by the applicant. 

Act of July 19, 1952, c. 950, Section 1; 66 Stat. 815; 
35 U.S.C. 293. 


Sec. 4. (a) This Act shall take effect on January 1, 
1953 and shall apply to all applications for patent filed 
on or after such date and to all patents granted on such 
applications. It shall apply to further proceedings on 
applications pending on such date and to patents granted 
on such applications except as otherwise provided. It 
shall apply to unexpired patents granted prior to such 
date except as otherwise provided. 


10 


IV. STATEMENT OF POINTS 


Appellant relies upon the following points of error in 
the ruling of the Court below (J.A. 102-106), and in addi- 
tion, Findings of Fact and Conclusions of Law (J.A. 106- 
108). 


1. The District Court erred in applying a test of inven- 
tion which is not encompassed within the Patent Statutes 
as enacted by Congress and interpreted by the Courts. 


2. The District Court’s ruling that an applicant for a 
patent who had an ingenious idea and who made a contri- 
bution to the industry is still not entitled to a patent for 
his ingenious contribution is erroneous, as a matter of law. 


3. The District Court’s ruling that an applicant may 
have had an ingenious idea and may have made a contri- 
bution to the industry and still have exercised only the 
mechanical skill of a person ordinarily skilled in the art 
is erroneous, as a matter of law. 


4. The District Court erred in ruling that Appellant’s 
claim was unpatentable under the provisions of 35 U.S.C. 
103. 


5. The District Court erred in ruling Appellant’s claim 
unpatentable over Eberhard U. S. Patent 2,049,252 and 
Herzegh U. S. Patent 2,587,470, alone or in combination, 
where, during the trial, both patents were admitted by the 
Court and by the Appellee to fail as anticipations. 


6. The District Court erred in ignoring the specific 
language of the claimed structure and in determining the 
question of patentability solely on a purely subjective test 
of invention. 


7. The District Court erred in ruling that the industry 
would be placed ‘‘under tribute”? upon the allowance of 
Appellant’s claim. 
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V. SUMMARY OF ARGUMENT 


A. The Wyman invention has advanced the useful arts 
and possesses novelty and utility, as conceded by the Trial 
Judge and Counsel for Appellee. 


B. The Trial Judge departed from the previously ap- 
plied standards of this Court in ruling claim 11 unpatent- 
able. The Trial Judge erred in ruling that a concept could 
be an ‘‘ingenious”’ ‘‘contribution to the industry”? and still 
lack inventiveness. 


C. The Trial Judge erred in rejecting the claim in issue 
on the basis of prior art structures which were not designed, 
nor adapted, nor actually used for the performance of the 
function of Appellant’s structure. 


D. The Trial Judge erred in resolving the issue of patent- 
ability unfavorably where the record shows the unspon- 
sored, and nearly immediate adoption of Appellant’s 
invention by the entire industry to which it relates. The 


Trial Judge erred in ruling the claim in issue unpatentable 
over prior art references which were owned by the very 
same skilled artisans who were never able, in fact, to adapt 
these references to the solution of the formidable problem 
solved by the structure of the claim in issue. 


E. The Trial Judge erred in ruling the structure of claim 
11 unpatentable where this structure performs a new 
function not taught nor contemplated by the prior art. 


F. The Trial Judge erred in not determining the issue 
of invention by a careful scrutiny of the claim and par- 
ticularly the functional language of its introductory and 
terminal portions, and by detailed comparison thereof with 
the cited prior art. 


G. The Trial Judge erred in ruling that allowance of 
the claim in issue would place the industry ‘‘under tribute’’. 
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H. The Trial Judge erred in not following the doctrine 
of Pennington Engineering Co. v. Houde Engineering Corp. 
(W.D.N.Y., 1941) 43 F.Supp. 698 (aff. 136 F.2d 210) (cert. 
den. 320 U. S. 771) 


VL ARGUMENT 


A. THE) WYMAN INVENTION HAS ADVANCED THE USEFUL 
ARTS AND MEETS THE THREE STATUTORY CRITERIA OF 
INVENTION 

To constitute a patentable invention a concept must be 
reduced to practice and must meet the following three re- 
quirements : 


First, it must be new; 
Second, it must be useful; and 
Third, it must be inventive. 


The law has long held that those things which are new 
are not necessarily patentable, since they may not be in- 
ventive, and in like fashion, those things which are in- 
ventive to a particular individual are not necessarily new. 


1. The Wyman invention meets the statutory test of being new 
or novel, 


(a) The legal requirement. 


The defeat or rejection of an invention on the grounds of 
lack of novelty may generically be termed ‘“anticipation.”’ 


‘*In order to anticipate an invention it is necessary 
that all of the elements of the invention or their equiva- 
lents be found in one single description or structure, 
where they do substantially the same work in sub- 
stantially the same way.’’ Allied Wheel Products v. 
Rude eee 1953) 206 F.2d 752, 760 (citing cases and 
texts. 


A similar statement of the law in this respect is found in 
the recent case of Stauffer v. Slenderella Systems of Cali- 
fornia (C.A.9, 1957) 254 F.2d 127, 128, wherein the Court 
states: 
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‘‘Anticipation is strictly a technical defense. Un- 
less all of the same elements are found in exactly the 
same situation and united in the same way to perform 
the identical function in a prior pleaded patent, there 
is no anticipation.’’ 


This same test has been applied by the United States Dis- 
trict Court for the District of Columbia in Bruegger v. 
Marzall (1953) 112 F.Supp. 20, 22, as follows: 


“*A patent relied upon as an anticipation must itself 
speak. Its specification must give in substance the 
same knowledge and the same directions as the specifi- 
cation of the patent in suit.?? 


There are an exceedingly large number of additional cases 
all to the same effect. 


(b) The failure of the two cited references in the present 
case as anticipations. 


The Primary Examiner in his rejection, referred to 
hereinbefore, relied upon Herzegh in view of Eberhard. 
The only disclosure found in the Herzegh patent is a pic- 
ture in the drawings of a standard clamp-in valve of the 
type discussed above used with a tubeless tire and wheel 
therefor. Certainly it does not and cannot meet the legal 
requirements of anticipation since almost none of the 
elements recited in the claim under consideration are found 
therein. 

The Board of Appeals and the District Court have held 
that claim 11 is unpatentable over Eberhard alone. As 
previously discussed in this Brief, the Eberhard patent 
constitutes one of the solutions in the art to the problem of 
positioning a molded tire valve, which formed an integral 
part of an innertube, correctly relative to the hole situated 
in the rim of a wheel. As such it was not the only solution, 
and the Court is respectfully requested to take additional 
notice of the following patents, each of which discloses 
similar structures : 
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2,038,473 Bronson (1936) 
2,082,972 Perry (1937) 
2,064,695 Sipe (1936) 
2,192,572 Bourden (1940) 
2,043,380 Kirkpatrick (1936) 


The essential function which these patents were de- 
signed to accomplish was solely that of holding the deflated 
tube in proper position at the time at which the tube was to 
be inflated. In order to accomplish this purpose in the 
Eberhard structure and in the structures of each of the 
other patents, there was provided on a molded valve stem 
an abutment positioned a spaced distance from the inner- 
tube. This abutment was flexible so that it might pass 
through the hole of the wheel wall, but was slightly larger 
than the diameter of the hole and was formed of flexible 
material in order that this material might be compressed 
so that the abutment could be passed through the hole of 
the wheel. 

Once this abutment was passed through the hole, the 
deflated innertube would be loosely held in position rela- 
tive to the wheel and the tire so as to facilitate inflation. 
That such a structure is not a ‘‘snap-in”’ valve has been 
clearly brought forth at the trial (J.A. 39, 47-49, 70). It 
would defeat the very purpose of these structures if they 
were to be tightly held in position upon the wheel. The 
reason for this is succinctly stated by Eberhard on page 1, 
column 2, lines 35 et seq. in the following language: 


**At the same time, the stem will not be held so 
tightly in the hole that there will be any danger of 
tearing the stem when it is pulled out of the hole, in 
ease it is desired to remove the tube from the rim. 
Moreover, in certain instances, it becomes quite desir- 
able that the valve stem pull out of the hole. This 
situation may arise when it is necessary to run the 
tire deflated for any distance. If the stem is positively 
held in the rim hole, it is very apt to be pulled away 
from the remaining portion of the tube, with a result- 
ing destruction of the tube. On the other hand, with 
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the valve stem comprising the present invention, under 
such circumstances, the valve stem will pull out of the 
rim hole and being flexible will not cause any serious 
damage to the tire or tube, even though the tire is run 
deflated for some distance.’’ 


A substantially similar statement of the function and 
structure of such valves is found in Bronson (supra), page 
1, column 2, lines 10 et seq. as follows: 


‘‘For the purpose of overcoming these difficulties it 
is the object of this invention to provide a valve stem 
of the character to which reference has been made, 
with means associated therewith which will hold the 
valve stem in position with respect to the rim, after 
the valve stem has been inserted through the hole in 
the rim, and yet will yieldingly hold the valve stem 
so that in the event of deflation of the tire, the valve 
stem may be drawn through the hole in the rim with- 
out injury to the valve stem.’’ 


and on page 2, column 1, lines 29 et seq. as follows: 


*‘Tt will be obvious that inasmuch as the extension 
10 is of flexible material, in the event of the inner tube 
becoming deflated as by puncture or other accident, 
any movement of the inner tube within the casing will 
not be materially prevented by the valve stem, but 
the extension 10 will merely be compressed as the valve 
stem is pulled into the casing.’’ 


It should be noted that the distance of the abutment 
from the tube is varied from a quite close distance such 
as that shown in Eberhard, Bronson, or Sipe to a median 
distance such as shown in Perry to a large distance such 
as shown in Kirkpatrick or Bourdon, depending upon the 
particular design of the valve and wheel and tire with 
which it was used. 

The seated relation of the Eberhard or other similar 
structure tube and valve may serve to partially seal out 
dirt and water at zero pressure, but it can not and could 
not function to provide an air seal (J. A. 70). 

None of these structures are designed to be snapped 
into air-sealing engagement with the wall of the wheel. 
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None of these structures is intended to produce, nor do 
any of them produce, air-sealing engagement. Bluntly, 
if any of these were to produce an air seal or were even 
modified to produce an air seal, they would not function 
for their intended purpose. This is because, upon infla- 
tion of the tube, air would have no means of escaping from 
the space between the deflated tube and the inner wall of 
the tire, causing air entrapment, incomplete inflation, and 
consequent deterioration of the tire (J.A. 66-69). 

Considering this art, and particularly Eberhard, as an- 
ticipation, it is obvious that they must fail, since nowhere 
is there shown a flanged base or an airtight connection, 
and since none of these structures is intended or adapted 
to be used in inflating tubeless tires. 


(c) The recognition of the Trial Court and of Counsel 
for Appellee of the failure of the two file references 
as anticipations. 


With regard to Herzegh, attention of this Honorable 
Court is respectfully directed to the following language 
of the trial (J.A. 37) : 


‘Tue Court: I don’t understand that the Patent 
Office claims that the Herzegh patent is an anticipa- 
tion... 


Mr. Kremer: We claim the combination of Eber- 
hard and Herzegh, and Eberhard alone, but not 
Herzegh alone.’’ 


At page 41 of the Joint Appendix there is found the fol- 
lowing from the proceedings in the Court below: 


‘Mr. Prunars: 


Q. Can you find any disclosure or teaching in the 
Herzegh patent that the disclosure thereof or any part 
of it could be combined with the Eberhard patent to 
produce any type of structure? 


A. I do not. 


Tue Court: I don’t think, as I understand it, that 
the Government claims that there is. The Govern- 
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ment’s contention is that it is not an inventive step 
to make the combination, isn’t that it, or the substi- 
tution? 


Ms. Kremer: Yes, Your Honor.’? 


Attention is further directed to the following (J.A. 93): 


‘‘Txe Court: The Herzegh patent just shows the 
old fashioned clamp-in valyve—— 


Mz. Keremez: That is correct. 
Tue Courr: ——adapted to a tubeless tire. 
Mr. Kremer: That is right, Your Honor. 


Tz Court: Well now, I can’t see that it has any 
bearing on the issues of this case. I think it is a 
rather tortured reasoning to say that Herzegh, in the 
light of Eberhard, precludes the idea, the possibility 
of the use of the inventive faculty in devising a snap-in 
valve for a tubeless tire. . . .” 


(Despite this statement the Court did in fact follow this 


“‘tortured reasoning’’ and ruled that Herzegh in the light 
of Eberhard precluded the possibility of the use of the 
inventive faculty, J.A. 105-106.) 

In answer thereto, Counsel for the Appellee replied: 


‘*Mz. Kremer: That, Your Honor, is really what 
it amounts to, because we are relying on Herzegh in 
this combination rejection as merely showing that a 
tubeless tire construction requires a sealed connec- 
tion between the valve and the rim hole . . .”’ 


That Eberhard is not an anticipation is clearly brought 
forth in the following colloquy (J.A. 100): 


‘‘Mr. Pruars: Irrespective of how the Eberhard 
patent is viewed, something has to be done to the 
Eberhard patent to make it a reference against the 
Wyman teaching. 


Tue Covrr: It may be that perhaps the word antici- 
pation is not the correct term. Strictly speaking, 
using the word with technical accuracy, I don’t sup- 
pose the Government contends that it is exactly an 
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anticipation. But I think the Government’s position 
is, taking the Eberhard structure and adapting it to 
the tubeless tire constitutes the product of mechanical 
skill rather than of the inventive faculty. 

Is that your position? 


Mr. Kremer: That is correct.’? 


From the above it is quite clear that neither Herzegh 
nor Eberhard are anticipations from a legal standpoint, 
and that their failure in this respect was clearly recog- 
nized by both the Trial Judge and Counsel for Appellee. 


2. The Wyman invention meets the legal requirements of 


No dispute exists as to the utility and usefulness of the 
device under consideration. Its almost immediate and 
universal adoption by an entire hostile industry has been 
dealt with at length previously. The evidence at the trial 
clearly substantiates this use (J.A. 54-59, 78, 79). 


3. Since the Wyman claim here in issue meets the legal require- 
ments of novelty and utility, then it can be rejected only on the 
ground of lack of invention. 


Appellant strongly urges that such a rejection is wholly 
unwarranted for the reasons discussed in detail below. 


B. THE TRIAL JUDGE APPLIED AN ERRONEOUS TEST OF 
INVENTION IN REFUSING ALLOWANCE OF CLAIM 11 


1. The Courts of the United States have developed rules and 
standards which must be applied to determine invention. 


“‘Over the years the courts of the United States, 
and particularly the Supreme Court, have found mean- 
ing implicit in the scheme and purpose of the patent 
laws which aids in the construction of their general 
language. In this process, rules and standards have 
been developed for use as guides to the systematic 
and orderly definition and application of such a con- 
ception as invention in accordance with what the 
courts understand to be the true meaning of the Con- 
stitution and the patent laws. Once such standards 
and rules are authoritatively announced any finding 
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of ‘invention’ by a court or a jury must be consistent 
with them.’’ Packwood v. Briggs & Stratton Corp. 
Sogn 2) 195 F.2d 971, 973 (cert. den. 344 U.S. 


? 


This Court has recognized and applied this doctrine in 
the case of L-O-F Glass Fibers Co. et al. v. Watson (1955) 
97 App. D.C. 69; 228 F.2d 40, where at page 74 the Court 
stated: 


‘‘The finding that Cook’s claim 1 is unpatentable 
over the prior art of Barnard and Staelin stems from 
the application by the Trial Judge of a higher stand- 
ard than the law demands with the result that his 
conclusion lacks substantial support in the evidence.’’ 


2. The Trial Judge departed from the previously applied stand- 
ards of this Court in ruling claim 11 unpatentable. 

(a) The standard of invention which must be applied 
in determining patentability is well expressed in the opin- 
ion of Judge Holtzoff in Lebold et al. v. Marzall (1951) 
100 F. Supp. 867, 868 (aff. 91 App. D.C. 53; 197 F.2d 209), 
as follows: 


‘‘The Court must have in mind the recent decisions 
of the Supreme Court which have tended to raise the 
standard of patentability. There must be a flash of 
genius, or at least an exercise of the inventive faculty, 
as distinguished from the exercise of the mechanical 
skill of the routineer in order to justify the issuance 
of a patent.’’ (Italics supplied.) 


This same standard has been expressed by the Trial Judge 
in his ruling in the instant case where he stated (J.A. 104) : 


‘“‘The question is whether the contribution rises to 
the dignity of an invention; that is, whether it is the 
product of the inventive faculty or of the mechanical 
skill of a person ordinarily skilled in the art.’’ 


Appellant contends that the Trial Judge did not apply 
such a standard in determining claim 11 not allowable. 
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Appellant contends that the Trial J udge has wholly 
ignored the standards of invention developed by the Courts 
under the patent laws and has substituted therefore a purely 
subjective test of invention. While some subjective rea- 
soning is always necessary to apply these standards, the 
standards themselves cannot be ignored and have sub- 
stituted in their place a wholly subjective opinion. 

This standard of invention, deleting the ‘‘flash of genius”’ 
aspect, has been codified in United States Code, Title 35, 
§ 103; see General Motors Corp. et al v. Estate Stove Com- 
pany et al (C.A. 6, 1953) 203 F.2d 912 (cert. den. 346 U.S. 
822) and Stanley Works v. Rockwell M fg. Co. (C.A. 3, 
1953) 203 F.2d 846, as well as the many other cases discuss- 
ing this codification. 

(b) The Trial Judge has ruled that Appellant’s ‘‘idea’’ 
was an ingenious contribution. 


(1) In his ruling the Trial Judge stated (J.A. 104): 
‘There is no doubt that the Plaintiff had an ingenious 


idea and that he has made a contribution to the in- 
dustry.”’ 


(2) The Trial Judge has stated during the course of 
the trial that he assumes and believes that words mean 
what the dictionary says they mean. The Court used the 
following language (J.A. 72): 


“T dislike very much to have to cavil captiously 
over the use of words. I think they ought to be used 
in their dictionary meaning. I am reminded of Louis 
Carroll’s ‘Through the Looking Glass.’ You gentle- 
men may recall that Humpty Dumpty is supposed to 
have said: 

“Words mean just what I want them to mean. 
The real question is, who is master, you or the 
words.’ 

I am not going to adopt that attitude. I am going 
to assume that words mean what the dictionary says 
they mean.’ (Italics supplied.) 
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(3) Appellant agrees wholeheartedly with the Trial 
Judge’s statement that words should be used in their dic- 
tionary meaning, but is unable to reconcile the word ‘‘in- 
genious’? and the words “‘lack of inventive faculty,’’ as 
applied to the instant invention. 


(4) All of the standard dictionaries of the English lan- 
guage define ‘‘ingenious”’ as ‘‘possessing or having inven- 
tive faculty.’’ 

This Honorable Court is respectfully requested to take 
judicial notice of the following definitions from standard 
English dictionaries of the meaning of the word ‘‘in- 
genious’’: 


‘Ingenious: 1. Possessed of genius or unusual mental 
powers; talented; clever; intelligent. (Obsolete.) 2. 
Possessed of ingenuity or the faculty of invention; 
having an aptitude to contrive; as, an ingenious 
author.’’ Webster’s New International Dictionary— 
2d Ed. Unabridged, G. & C. Merriam Co., Springfield, 
Mass., U.S.A. 1959. 


‘Ingenious: 1. Possessed of genius, or the faculty of 
invention; hence, skilful or prompt to invent; having 
an aptitude to contrive, or to form new combinations 
of ideas; as, an ingenious author; an ingenious 
mechanic. 2. Proceeding from genius or ingenuity ; 
-..”? Webster’s New Twentieth Century Dictionary 
of the English Language (Unabridged), The World 
Pub. Co., Cleveland & New York, 1951. 


‘Ingenious: 1. Originally, having genius; having great 
mental ability. 2. Clever, resourceful, original, and 
inventive. 3. Cleverly or originally made or done; 
characterized by originality, inventiveness, and skill. 
SYN.: inventive, .. .”? Webster’s New Twentieth 
Century Dictionary—Unabridged—Second Edition, 
The World Pub. Co., Cleveland & New York, 1958. 


“Ingenious: 1. Originally, having genius; having great 
mental ability. 2. Clever, resourceful, original, and 
inventive. 3. Cleverly or originally made or done; 
characterized by originality, inventiveness, and skill.” 
Webster’s New World Dictionary of the American 
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Language—College Edition. The World Pub. Co., 
Cleveland & New York, 1956. 


“*Ingenious: 1. Possessed of or manifesting inventive 
faculty. 2. Characterized by ingenuity; well con- 
ceived; apt. 3. Obsolete. Of clever mind or genius, 
or displaying exceptional mental qualities.”” Funk é 
Wagnalls Standard Dictionary of the English Lan- 
guage (International Edition) combined with Britan- 
nica World Language Dictionary, Vol. One, Encyclo- 
pedia Britannica, Inc., Chicago, Funk & Wagnalls Co., 
New York (1958). 


‘‘Ingenious: 1. Possessed of or manifesting inventive 
faculty. 2. Characterized by ingenuity; well con- 
ceived; apt.’? Funk & Wagnalls New Practical Stand- 
ard Dictionary of the English Language, Vol. One, 
Funk & Wagnalls Co., New York, J. G. Ferguson & 
Assoes., Chicago (1956). 

‘Ingenious: 1. Possessed of inventive faculty; apt in 
contriving, composing, inventing, etc.; skilful in orig- 
inating; as, an ingenious woman. 2. Characterized 


by ingenuity; evincing skill, originality, or cleverness, 
as in contrivance or arrangement,...” Funk & 
Wagnalls New ‘‘Standard’’ Dictionary of the English 
Go” Funk & Wagnalls Company, New York 


‘Ingenious: I. . . . 3. Having an aptitude for inven- 
tion or construction; skilful (now usually in a light 
sense) 1576; of things, actions, ete.; showing clever- 
mess of tmvention or construction. (The current 
sense) 1548.”” Oxford Universal English Dictionary 
Vol. V, Oxford University Press, Doubleday, Doran 
& Co., Ine. (1937). 


‘‘Ingenious: a. Skilled in inventing or thinking out new 
ideas ; curious or clever in design; skilfully contrived.” 
The Modern University Dictionary, The Educational 
Book Co., Ltd., London (Library of Congress 1957). 


‘Ingenious: 1. (of things, actions, etc.) showing clev- 
erness of invention or construction; an ingenious 

ine. 2. Having inventive faculty; skillful in con- 
triving or constructing; an ingenious mechanic.”? The 
American College Encyclopedic Dictionary Vol. I, 
Spencer Press, Inc., Chicago (1952). 
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‘‘Ingenious: It was a rather dull word to begin with, 
meaning ‘pertaining to an innate quality,’ but it is 
vivacious enough today to describe any manner of in- 
ventiveness.’? The Complete Word Hunter by John 
Taylor Gause, Thos. Y. Crowell Pub. Co., N. Y. (1955). 


(5) As the above dictionary definitions show, the Appel- 
lant’s invention, since it is ‘‘ingenious,’’ obviously meets 
the relatively higher and more rigid standard of invention 
as ‘‘a flash of genius’’, which standard has now been super- 
ceded by § 103. 

Appellant strongly urges that there can be no reconcili- 
ation between the concept that an invention is “‘ingenious’? 
and the concept that it simultaneously “lacks inventive 
faculty.’’? To rule otherwise would reduce the plain and 
ordinary meaning of ‘‘ingenious’’ to the realm of Jabber- 
wocky. Appellant strongly urges that the holding of the 
Trial Judge that Wyman’s contribution was “‘ingenious’’ 
is clearly correct, and that the Trial Judge erred in find- 


ing such a contribution unpatentable, since in so doing 
he applied a standard of invention higher than any previ- 
ously utilized by this Court. 


C. THE TRIAL JUDGE ERRED IN NOT APPLYING THE RULE OF 
TOPLIFF v. TOPLIFF TO THE PRESENT CASE 


In Toplif v. Topliff (1892), 145 U.S. 156, there is found 
at page 161 the following ruling of the Court: 


‘‘While it is possible that the Stringfellow and Surles 
patent might, by a slight modification, be made to per- 
form the function of equalizing the springs which it 
was the object of the Augur patent to secure, that was 
evidently not in the mind of the patentees and the 
patent is inoperative for that purpose. Their device 
evidently approached very near the idea of an equal- 
izer; but this idea did not apparently dawn upon 
them, nor was there anything in their patent which 
would have suggested it to a mechanic of ordinary 
intelligence, unless he were examining it for that pur- 
pose. It is not sufficient to constitute an anticipation 
that the device relied upon might by modification, be 
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made to accomplish the function performed by the 
patent in question, if it were not designed by its 
maker, nor adapted, nor actually used, for the per- 
formance of such functions.’’ (Here, the term ‘‘an- 
ticipation’’ is used in its secondary sense as meaning 
negating invention.) 


1, This language has been quoted and followed by the 
United States District Court for the District of Columbia in 
Worel v. Ooms (1947), 72 F. Supp. 273, 274, 275, 


It has been extensively followed in other jurisdictions ; 
see, for example, Pointer v. Six-Wheel Corp. (C.A. 9, 1949) 
177 F.2d 153; Martin v. Ford Alexander Corp. (D.0.8.D., 
Calif., 1958) 160 F. Supp. 670; Trabon Engineering Corp. 
v. Dirkes et al. (C.A. 6, 1943) 136 F.2d 24. 


2. This rule means that an invention cannot be negated by 
an attempted modification or reconstruction of a device if this 
device were not designed by its maker nor adapted, nor actually 
used for the performance of the function of the structure under 
consideration, 

As discussed above, the Eberhard patent does not have a 
base flange which could operate or was intended to operate 
in air-sealing relation with the wall of the wheel. As dis- 
cussed above and as brought out at the trial, neither Eber- 
hard nor the similar patented structures could perform 
the function of airsealing since to do so would defeat their 
utility in their intended environment. 

The Patent Office and Counsel for Appellee have at- 
tempted to impute a flanged base to Eberhard by ‘‘cutting 
out a portion of the innertube surrounding the valve.’? 
This abortive reconstruction was dealt with by the Trial 
Judge in the following language (J.A. 28): 


‘‘Txe Court: Just as a matter of ordinary English, 
I would say the flanged base would be part of the valve 
stem and not some adjacent structure. 


Me. Kremer: Well, Your Honor, you might look 
at it this way: If we actually took this valve of Her- 
zegh, and cut a round section right around the valve, 
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and cut it out from the innertube, of a diameter some- 
what larger than the hole in the rim, we would have 
just exactly what the structure that the Plaintiff has. 


Tue Covrr: Of course, I know that grammar has 
become old fashioned, but I still believe in it; and I 
think grammatically, if you construe that phrase, ‘a 
rubber covering on said valve stem having a flanged 
base,’ it means that the flanged base is part of the 
valve stem.”’ 


3. Restated in different language this rule holds that where 
an inventor has combined elements in a manner which 
achieves a new function, which function was not and could 
not have been conceived by the prior art device, then there 
is invention; see Pointer v. Six-Wheel Corp. (supra) at page 160. 


Certainly this doctrine is even stronger when applied 
to the present case where the prior art device if so recon- 
structed, modified, or adapted could not and would not 
serve its original purpose. 


D. THE TRIAL JUDGE ERRED IN RESOLVING THE PRESENT 
ISSUE OF PATENTABILITY UNFAVORABLY WHERE ALL 
OF THE EVIDENCE SHOWS THE UNSPONSORED AND 
NEARLY IMMEDIATE ADOPTION OF APPELLANT'S INVEN- 
TION BY THE ENTIRE INDUSTRY 


1, It is the recognized doctrine of this jurisdiction that “if 
the inventiveness of such combination be considered a close 
question, the conceded commercial success of the * * * invention 
may be considered as tipping the scales in favor of patent- 
ability.” Carleton, Jr. v. Watson (D.C.D.C., 1957) 151 F. Supp. 
613, 616 and cases cited. 


2. The term “commercial success,” particularly as to its re- 
lation to patentability, has been rather loosely used by the 
Courts and by the text authorities to describe a variety of 
situations both legal and factual. Nevertheless, it is believed 
that a careful evaluation of the various decisions dealing with 
this subject matter results in the following three basic legal 
rules: 
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First, where on other grounds there is no doubt as to 
patentability, or as to unpatentability, i.e. lack of invention, 
commercial success will have no bearing on the issue. 


Second, where the commercial success originated from 
or was sponsored by the inventor, then such commercial 
success is viewed with suspicion and can have little pro- 
bative value in resolving the issue of patentability. 


Third, where the commercial success arose from the un- 
sponsored adoption of an invention by industry, then this 
commercial success achieves the status of high probative 
value and may, and should be, used to resolve the issue of 
patentability favorably. 

The most succinct and clear statement of the law as to 
these three situations is contained in the dissent of Justice 
Jackson in Jungerson v. Ostby & Barton Co. et al (1949) 
335 U.S, 560, at pages 571 and 572, as follows: 


‘I think this patent meets the patent statute’s every 
requirement. And confronted by this record an in- 
dustry heretofore galled by futility and frustration 
may well be amazed at the Court’s dismissal of Junger- 
sen’s ingenious and successful efforts. 


*‘Of course, commercial success will not fill any void 
in an invalid patent. But it may fill the void in our 
understanding of what the invention has meant to 
those whose livelihood, unlike our own, depends upon 
their knowledge of the art. Concededly, in this high- 
pressure age sales volume may reflect only powerful 
promotion or marketing magic, and its significance as 
an index of novelty or utility may rightly be suspected. 
But Jungersen’s success was grounded not in the gulli- 
bility of the public but in the hard-headed judgment 
of a highly competitive and critical if not hostile in- 
dustry. Knowing well its need for and its failure to 
achieve improvements on available processes, that in- 
dustry discarded them, adopted this outsider’s inven- 
tion, and made it a commercial success. 


“*TIt would take a singular self-assurance on the part 
of one who knows as little of this art as I do, or as I 
can learn in the few hours that can be given to con- 
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sideration of this case, to ignore the judgment of these 
competitors who grew up in the industry and say that 
they did not know something new and useful when they 
saw it. And if Benvenuto Cellini’s age-old writings 
are so revealing to us laymen of the appellate Bench, 
it is hard to see why this practical-minded industry 
which the Court says was following Cellini failed 
through all the years to get his message.’’ 


3. The majority opinion in the Jungersen case as well as the 
above-quoted dissenting opinion clearly explain the first of 
these rules which may be simply restated to the effect that 
commercial success can never raise a doubt as to patentability 
and then resolve that doubt in favor of patentability. 


4. The second of these rules is exemplified by many cases and 
may perhaps best be explained as follows: 


Assume a hypothetical situation in which an organization 
such as General Motors decides that its Autolite Division 
shall produce and equip each of its new cars with a speci- 
fied accessory. This act automatically means that the 
accessory will have commercial success since millions 
thereof must of necessity be sold. If this act is also 
accompanied by a high-pressure Madison Avenue sales pro- 
gram, then the general public may and probably will uni- 
versally accept the accessory as a new and inventive con- 
cept. It is to be noted, however, that in this hypothetical 
situation not once was the accessory tested against the 
opinion of those skilled in the industry as to its desirability, 
novelty or inventiveness. 


5. The third of these rules presents an entirely different 
situation and it is clear from the record that the present case 
falls squarely under this last rule. 


In this rule we deal with those cases in which the factual 
situation presents a picture of a large number of indi- 
viduals and organizations who are themselves skilled in 
a particular art or industry and who have spent consider- 
able time and effort to solve a particular problem unsuc- 
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cessfully; upon gleaning the knowledge provided by the 
inventor, these individuals and organizations, hostile as 
they may be, and usually are, to the inventor, immediately 
adopt his solution to the problem, solely because they 
readily realize that his solution is far superior to those 
efforts which they have made. Here there is no sponsor- 
ship by the inventor. Here there is no remuneration to 
the inventor. Here, if any advertising program is utilized, 
it is used to benefit the individual or organization promot- 
ing the! advertising, not the inventor. Here no recogni- 
tion is given the inventor for his achievement. 


(a) The individuals or organizations who adopted the 
Wymani invention in this case are all skilled in the art 
pertaining to the invention and they, hence, must of neces- 
sity be considered as not only impartial but critical and 
yet favorable judges of invention. 


Goodyear Tire & Rubber Co., Inc. et al. v. Ray-O-Vac 
Company (1943) 321 U.S. 275, 279; Expanded Metal Co. v. 
Bradford (1908) 214 U.S. 366, 381; Pennington Engineer- 
ing Co. v. Houde Engineering Corp. (C.A. 2, 1943) 136 
F.2d 210 (cert. den. 320 U.S. 771). 


In the Expanded Metal case (supra) the Supreme Court 
expressed this view as follows, at page 381: 


“<It is suggested that Golding’s improvement, while 
a step forward, is nevertheless only such as a mechanic 
skilled in the art, with the previous inventions before 
him, would readily take; and that the invention is 
devoid of patentable novelty. It is often difficult to 
determine whether a given improvement is a mere 
mechanical advance, or the result of the exercise of 
the creative faculty amounting to a meritorious inven- 
tion. The fact that the invention seems simple after 
it is made does not determine the question; if this 
were the rule many of the most beneficial patents 
would be stricken down. It may be safely said that 
if those skilled in the mechanical arts are working in 
a given field and have failed after repeated efforts to 
discover a certain new and useful improvement, that 
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he who first makes the discovery has done more than 
make the obvious improvement which would suggest 
itself to a mechanic skilled in the art, and is entitled 
to protection as an inventor. There is nothing in the 
prior art that suggests the combined operation of the 
Golding patent in suit. It is perfectly well settled 
that a new combination of elements, old in themselves, 
but which produce a new and useful result, entitles 
the inventor to the protection of a patent. Loom Com- 
pany v. Higgins, 105 U.S. 580-591. 

*‘To our minds, Golding’s method shows that de- 
gree of ingenuity and usefulness which raises it above 
an improvement obvious to a mechanic skilled in the 
art, and entitled it to the merit of invention. * * *?? 


The same view is propounded in the Goodyear case 
(supra). 


(b) In these cases there has been no sponsorship by the 
inventor. Jungersen v. Ostby & Barton Co. et al (supra). 


(c) A different way of viewing this situation is to con- 
sider that the unlicensed, skilled user of the device simply 
imitates the invention and appropriates it for his own use. 


This well recognized legal concept is perhaps best ex- 
pressed in Sel-O-Rak Corp. v. The Henry Hanger and Dis- 
play Fiature Corporation of America et al. (C.A. 5, 1956) 
232 F.2d 176, 178-9, as follows: 


““* * * As was said by the Court of Appeals for 
the Second Circuit in Kurtz v. Belle Hat Lining Co., 
280 F. 277, 281, and quoted approvingly in two deci- 
sions of the Fourth Cireuit: Ackermans v. General 
Motors Corp., 202 F. 2d 642, and Black & Decker Mfg. 
Co. v. Baltimore Truck Tire Service Corp., 4 Cir, 
40 F.2d 910. 


‘The imitation of a thing patented by a defend- 
ant, who denies invention, has often been regarded, 
perhaps especially in this circuit, as conclusive 
evidence of what the defendant thinks of the pat- 
ent, and persuasive of what the rest of the world 
ought to think.’ 
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‘“‘There is expression of a similar thought in 
Schenck v. Diamond Match Co., 3 Cir., 77 F. 208, 209, 
where the court says: 


‘The defendants may well be regarded as ex- 

| perts in the art, and their conduct was an un- 

biased and emphatic expression of judgment in 

favor of the patent; their present expression and 

that of their experts are probably entitled to less 
weight.’ 


‘‘Moreover, on the issue of invention the failure of 
appellees to arrive at this design through the many 
years in which they were making trouser racks for 
the trade is highly significant. The Supreme Court 
has indicated the great emphasis to be placed on the 
failure of one primarily interested in development 
of' the art to come upon the step at issue in determin- 
ing whether the new step is one which should be ob- 
vious to a skilled mechanic, or, as here, skilled 
designer.”’ 


(d) In the case under consideration all of the uncontra- 


dicted ‘evidence shows that the Appellant produced the 
invention after a long period of years during which period 
the industry had actively attempted to solve this problem. 


The uncontradicted evidence also shows that the Appel- 
lant’s ‘invention, including his terminology therefor, was 
disclosed to and adopted by the industry. 

Some effort was made by the Appellee during the course 
of the trial to distinguish the structures of certain of the 
commercial snap-in tubeless tire valves introduced as ex- 
hibits (Pls. Exhibs. 18, 19, 20 and 21) on the grounds that 
their acceptance or commercial success might have been 
due to'variations or improvements over the basic Wyman 
invention. Appellant urges the non-relevancy of this 
point. 

Appellant concedes that in adopting the Appellant’s 
invention each of the various commercial manufacturers 
made certain variations therein. These changes or modi- 
fications were adopted either for commercial differentiation 
or for genuine improvement. 
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Nevertheless, Appellant strongly urges that the uncon- 
tradicted evidence clearly shows that each and every one 
of these structures follows Appellant’s teaching and each 
and every one of these structures would infringe the claim 
im issue, namely claim 11. These mere improvements or 
modifications are simply the result of the experience of 
the industry within the five to seven years subsequent to 
adoption of Appellant’s invention. As brought out at the 
trial (Pl. Exhib. 26), a relatively large number of patents 
on these various improvements have been issued by the 
Patent Office. 


It is significant, however, that in no case did any of the 
manufacturers or their inventors attempt to procure a 
generic claim similar to that under consideration by this 
Court. They did not do so, because such an effort would 
have constituted fraud upon their part, since they knew 
full well that they were not in fact the inventor of the 
basie snap-in tubeless tire valve. 


6. Assuming, arguendo, that the Eberhard structure could 
be adapted to produce a snap-in tubeless tire valve similar to 
the Appellant’s invention, the fact that it and similar patented 
structures discussed above were not so adapted strongly in- 
dicates that the changes were not obvious and involved more 
than mechanical skill. See Pennington, Sel-O-Rak, Expanded 
Metal, and Goodyear cases, all supra. 


(a) The Eberhard patent, as an illustration, is owned by 
Wingfoot Corporation, a wholly owned research and de- 
velopment subsidiary of Goodyear Tire & Rubber Company, 
today the second largest manufacturer of tubeless tires. 


The Bronson patent (supra) is owned by The Dill Manu- 
facturing Company of Cleveland, Ohio, the second largest 
manufacturer of tire valves (J.A. 55). The Kirkpatrick 
et al patent is owned by Scovill Manufacturing Company, 
one of the largest commercial producers of tire valves. 
(J.A. 56). The Bourdon patent is owned by Michelin et 
Cie, the largest manufacturers of tires and valves in France. 
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Of collateral interest is the fact that, in addition to their 
failure as teachings of Appellant’s invention, none of these 
patented structures were ever used on a commercial scale. 
(J. A. 69.) 


It is obvious that the very people who were the inventors 
and owners of these patents were those same skilled arti- 
sans who were attempting to solve the tubeless tire valve 
problem but who did not do so, even with these patents 
under their very nose. 


(b) The uncontradicted evidence (J.A. 53) clearly shows 
that this problem had existed for years and that yet those 
skilled in the art, with Eberhard and similar patents in 
full view, turned backward from the molded tire valve to 
the old clamp-in valve of the early innertube era. 


This backward step was taken at the very time that 
Appellant strode forward by inventing the snap-in molded 
valve| having thereon a unitary flanged base and groove 


and abutment to produce permanent location and perfect 
air-sealing. 


This Court has itself recognized the inventiveness in- 
herent in such a factual situation in the L-O-F Glass Fibers 
Company case cited supra. At page 74 the Court said the 
following: 


cw * =* [I]t is plain from the evidence, and from 
the very fact that it was not sooner adopted and used, 
that it did not, for years, occur in this light to even the 
most skilful persons. It may have been under their 
very eyes, they may almost be said to have stumbled 
over it; but they certainly failed to see it, to estimate 
its value, and to bring it into notice. . . . Now that it 
has succeeded, it may seem very plain to any one that 
he could have done it as well. This is often the case 
with inventions of the greatest merit. It may be laid 
down as a general rule, though perhaps not an invari- 
able one, that if a new combination and ‘arrangement 
of known elements produce a new and beneficial result, 
never attained before, it is evidence of invention. It 
was certainly a new and useful result to make a loom 
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produce fifty yards a day when it never before had 
produced more than forty; and we think that the com- 
bination of elements by which this was effected, even 
if those elements were separately known before, was 
invention sufficient to form the basis of a patent. 


* * * 


‘*T5] Without ourselves attempting either definition 
or rule, with Justice Jackson we agree we must be 
able to see that ‘the whole in some way exceeds the 
sum of its parts ....’ The ‘whole? of Cook exceeds 
all expectations and yields the ‘surprising conse- 
quences’ nes? which even eee experts failed to find ‘obvious.’ 
Here was invention.’’ 


In the earlier case of Levin v. Coe (1942) 76 App.D.C. 347; 
132 F.2d 589 this Court stated at page 354: 


‘*[1-3] In Carbide and Carbon Chemicals Corpora- 
tion v. Coe, 1938, 69 App.D.C. 372, 102 F.2d 236, and 
again in Thornton v. Coe, 1938, 69 App.D.C. 383, 102 
F.2d 247, we recognized the principle that satisfaction 
by a method or device of an old and recognized want is 
highly persuasive of invention. The basis of that doc- 
trine is that otherwise the mere skill of the art would 
normally have been called into action by the known 
want. The doctrine is authenticated by leading cases 
too numerous to mention. We cited them in the two 
cases just referred to. It is also settled in the law of 
patents that the fact that all of the elements entering 
into a combination are old does not necessarily negative 
the existence of invention. Diamond Rubber Co. v. 
Consolidated Rubber Tire Co., 1911, 220 U.S. 428, 31 
S.Ct. 444, 55 L.Ed. 527; Iron Fireman Mfg. Co. v. In- 
dustrial Engineering Corp., 7 Cir., 1937, 89 F.2d 904. 
Such a combination may be patentable invention if it 
produces a new result, or an old result in a new or more 
efficient way. Independent Oil Well Cementing Co. v. 
Halliburton, 10 Cir., 1932, 54 F.2d 900, certiorari 
denied, 1932, 286 US. 544, 52 S.Ct. 496, 76 L.Ed. 1281; 
N. O. Nelson Mfg. Co. v. FE. Myers & Bro. Co., 1928, 
25 F.2d 659, certiorari denied, 1932, 287 U.S. 617, 53 
S.Ct. 18, 77 L.Ed. 536; see Walker on Patents (Deller’s 
ed. 1937) 147-149. 
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A similar view was expressed by this Court in Kelly et al. 
v. Coe (1938) 69 App.D.C. 202; 99 F.2d 435. This view has 
been restated by the United States District Court for the 
Southern District of New York in Derman v. Stor-Aid, Inc., 
et al. (S.D. N.Y. 1953) 52 F.Supp. 387,390. 


(c) It should be noted in this regard that the instant 
claim clearly meets the rigid standard of patentability set 
forth by the Supreme Court in Great A & P Tea Company 
v. Supermarket Corp. (1950) 340 U.S. 147. 


Appellant’s invention clearly falls in a field other than 
‘‘gadgets’’ so that here the Court is faced with a substan- 
tive issue of patentability which under existing law should 
be resolved favorably to the Appellant. 


A ruling that the instant invention is unpatentable under 
the doctrine of the 4 & P case would mean that all of the 
patents discussed during the trial and, in fact, many hun- 
dreds of other patents issued by the Patent Office are in- 
valid because all of these patents relate solely to the field of 
tire valves, and such a ruling would of necessity include the 
inherent unpatentability of all patents in the tire valve field. 


(d) That the structure under consideration may seem 
simple, when viewed with hindsight, particularly by those 
skilled artisans who adopted the same, does not negate 
invention. 


(1) This view has been clearly stated by Trial Judge 
Holtzoff in the case of Graveno v. Watson (1957) 113 USPQ 
505, as follows: 


‘¢[1] This is one of those situations where we have a 
device that after it is devised appears very simple as 
compared with the prior art. Simplicity, however, is 
not' proof of obviousness, nor does it prove a lack of 
inventive faculty. In fact, some of the greatest inven- 
tions were simple, so simple that people have said: 
Well, why did not anyone think of it before? 


‘‘Now, here we have prior art patents which have not 
gone into commercial use and an invention or device 
produced by the plaintiff which concededly is an im- 
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provement over the prior art patents, which secures 
wide commercial acceptance. That the plaintiff has 
taken a step forward is not denied by the Patent Office. 
That his device has certain advantages over the prior 
art devices also is not denied. To be sure, the various 
features of the plaintiff’s device are found separately 
in either one of the two prior art patents, that is, a 
patent to Gruger, No. 2,321,139, dated June 8, 1943, and 
a patent to Krengel, No. 2,198,119, issued April 23, 1940. 


‘¢[2] The Court is of the opinion that it was not so 
obvious to put the various pieces together and produce 
the improved device as to make it unpatentable under 
35 U.S. Code Section 103. It is quite apparent that 
although there were people working in this field and 
although there was need for improved containers, no 
one prior to the plaintiff developed the particular con- 
tainer that the plaintiff did, which immediately gained 
commercial acceptance. This in itself is an indication 
that it was not obvious, and the Court is of the opinion, 
entirely aside from that, that the advance made by the 
plaintiff was not obvious.”’ 


It is respectfully urged by the Appellant that the above 
quoted opinion of Judge Holtzoff is the correct statement 
of the law applying to the present factual situation, and 
that the Judge erred in not applying this law to the present 
case. 


(2) The Supreme Court of the United States has ruled 
similarly in Diamond Rubber Co. v. Consol. Tire Co. (1910) 
220 U.S. 428, 435 as follows: 


‘“‘Knowledge after the event is always easy, and 
problems once solved present no difficulties, indeed, 
may be represented as never having had any, and 
expert witnesses may be brought forward to show 
that the new thing which seemed to have eluded the 
search of the world was always ready at hand and 
easy to be seen by a merely skillful attention. But 
the law has other tests of the invention than subtle 
conjectures of what might have been seen and yet 
was not. It regards a change as evidence of novelty, 
the acceptance and utility of change as a further evi- 
dence, even as demonstration.’’ 
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The same view was expressed in Goodyear Tire & Rub- 
ber Co., Inc., et al. v. Ray-O-Vac Co. (Supra). 


E. THE STRUCTURE OF CLAIM 11 PERFORMS A NEW FUNCTION 
NOT TAUGHT NOR CONTEMPLATED BY THE PRIOR ART 
AND HENCE IS PATENTABLE. 


1, This function is clearly set forth in the claim as quoted 
previously, both in the introductory portion where the words 
“for use in inflating a tubeless tire mounted thereon” appear, 
and in the terminal portion of the claim where the following 
language appears: “said flanged base and annular abutment 
means adapted to engage opposite sides of the wheel rim when 
said ankle portion is fitted into said aperture to form an air- 
tight connection with said rim”. 


2. As previously discussed, this new function alone would 
satisfy the test of patentability raised by Levine v. Coe (supra). 


3. In like fashion, it would satisfy the test applied by the 
Supreme Court in the case of Keystone Mfg. Co. v. Adams, 
(1894) 151 U.S. 189, and the many similar cases since decided 
by that Court. 


This may be paraphrased in the following language: 


Did anyone before think of combining the elements 
in this manner in order to achieve the particular 
unitary result,—a new function? If not, there is 
invention. 


F. THE TRIAL JUDGE ERRED IN NOT DETERMINING THE ISSUE 
OF INVENTION BY A CAREFUL SCRUTINY OF THE CLAIM 
AND A DETAILED COMPARISON THEREOF WITH THE 
CITED ART. 


1. It is elementary in patent law that the claim measures 
the invention and that the language thereof must be carefully 
considered in determining patentability. 


This principle has been stated by the Supreme Court in 
the case of General Electric Co. v. Wabash Co. (supra) 


at page 369, as follows: 


‘*Patents, whether basic or for improvements, must 
comply accurately and precisely with the statutory re- 
quirements as to claims of invention or discovery. The 
limits of a patent must be known for the protection of 
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the patentee, the encouragement of the inventive genius 
of others and the assurance that the subject of the 
patent will be dedicated ultimately to the public. The 
statute seeks to guard against unreasonable advan- 
tages to the patentee and disadvantages to others aris- 
ing from uncertainty as to their rights. The inventor 
must ‘inform the public during the life of the patent of 
the limits of the monopoly asserted, so that it may be 
known which features may be safely used or manufac- 
tured without a license and which may not.’ The 
claims ‘measure the invention.’ Patentees may rea- 
sonably anticipate that claimed inventions, improve- 
ments and discoveries, turning on points so refined 
as the granular structure of products, require precise 
descriptions of the new characteristic for which pro- 
tection is sought. In a limited field the variant must 
be clearly defined.’’ 


The Supreme Court has more recently stated this re- 
quirement in Graver Mfg. Co. v. Linde Co. (1949) 271 U.S. 
271, at page 277 as follows: 


‘“‘The statute makes provision for specification 
separately from the claims and requires that the 
latter ‘shall particularly point out and distinctly claim 
the part, improvement, or combination which he 
claims as his invention or discovery.’ R. S. § 4888, 
as amended, 35 U. S. C. § 33. It would accomplish 
little to require that claims be separately written if 
they are not to be separately read. While vain repe- 
tition is no more to be encouraged in patents than in 
other documents, and claims like other statements 
may incorporate other matter by reference, their text 
must be sufficient to ‘particularly point out and dis- 
tinetly claim’ an identifiable invention or discovery. 
We have frequently held that it is the claim which 
measures the grant to the patentee. See, for example, 
Milcor Steel Co. v. Fuller Co., 316 U.S. 143, 145; Gen- 
eral Electric Co. v. Wabash Co., 304 U.S. 364, 369; 
Altoona Theatres v. Tri-Ergon Corp., 294 U.S. 477, 
487.”? 
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2. The remarks of the Trial Judge during the course of the 
trial clearly indicate that no careful scrutiny of the claim nor 
comparison thereof with the art was made. 


It is respectfully urged by Appellant that a considera- 
tion of the remarks of the Trial Judge during the course 
of the trial clearly indicates that he did not consider the 
language of the claim in determining the issue of inven- 
tion. Reference is made to the following discussion: 
(J.A. 14) 


‘Tan Court: 


** * You know, unfortunately, the way most com- 
bination claims are drawn, and even the way specifi- 
cations are drawn, you can read the specifications 
and you can read the claim and you don’t know what 
forward step the inventor says he took. 


Now then what is the invention? 


iMr. Pmzars: The invention is defined technically 
under Patent Office language, in Claim 11. 


Tue Covet: Oh, no, no. I want you to tell me. 
Not in Patent Office language, but tell me as one lay- 
man to another, as though you were explaining this 
to a layman. What did the man invent? 


* * * 
(J.A. 18): 


“Tre Court: Specifically, what is the novel feature 
of the Plaintiff’s valve? Wherein does the inventive 
element consist? 


iMz. Pmuars: Well, I can best answer that by 
making a reference to our claim. 


Tse Covet: No. You tell me. 


* * Ed 
Mr. Pruuars: Well— 


‘THe Court: You see, in order to determine 
whether an applicant for a patent has invented any- 
thing, it is best not to look at the claim until the last. 
The claim is merely a technical, legalistic way of 
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setting out the monopoly. Although the patent law 
requires an inventor to point out what he claims is 
patentable in his invention, actually, it is never done, 
because you cam read the ordinary patent application 
from the first word to the last and you wouldn’t 
know what particular step forward the inventor took. 


Now, in the British type of claim, you can do that, 
because the British type of claim will say: Combina- 
tion of A,B,C and D, characterized by so-and-so. 


I have often wished that members of our patent 
Bar would adopt that practice, or that the Patent 
Office would insist on a strict compliance with the 
statute. | 


I have read this claim. Of course, I haven’t read 
the specifications; but I can’t tell from the claim just 
what is the novel step taken by this inventor. 


Now, what do you say it is?”’ (Italics supplied.) 
* * | 


(J.A. 28, 29) : 


‘‘Tue Court: Of course, I don’t like to see people’s 
rights disposed of—and I mean no disrespect to any- 
body—as a result of casuistical play on words. Peo- 
ple’s rights ought to be disposed of, so far as patents 
are concerned, on the basis of, did he really invent 
something. 


Mr. Kremer: The Office takes the position he did 
not invent anything. | 


Tue Court: That is different. 


Mz. Kremer: But it is also true that he is under 
an obligation to define it in a manner so the public 
ill know. 


Txe Court: There is no question about that. I 
am not reflecting on anyone, but so far as I am con- 
cerned, I always try to dispose of cases not on techni- 
eal phraseology of a patent application or a pleading, 
or whatever paper is before the Court,’ but rather 
on the real merits.’’ 


While there can be no argument with the view of the 
Trial Judge that any case should be decided upon its 
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merits, Appellant respectfully urges that it is impossible 
in a patent trial to make a determination of the merits 
unless the claim under consideration has been carefully 
studied as to its terminology and is carefully compared 
with the prior art. 


8. The error of the Court below is even more clearly ap- 
parent in the refusal or omission to consider or discuss the 
functional introduction to the claim and its relation to the 
patentability thereof: 


(J.A. 100) : 

“Mr. Kremer: The language which the Board in- 
dicates can not be given significance in the claim are 
the words, ‘for use in inflating a tubeless tire mounted 
thereon,’ which appears— 

Tue Court: You know, I am not impressed with 
that casuistical type of reasoning. I am not going to 
decide the case for or against the Plaintiff on that 
issue. (Italics supplied). 


Mr. Kremer: There is no reason for me to explain 


the Stradar case, although I believe I can do so. 


‘Tue Court: There is a tendency im the patent law 
to delve too much into minutiae and technicalities 
and to get away from the real question, and that is, 
did the plaintiff invent something, and if so, what 
did he invent. 


Mr. Kremer: I attempted to discuss that at the 
start. 


Tue Court: I think you have. As to the other, I 
am not going to pay any attention to it. That is all 
technical.’’ (Italics supplied). 

* e * 


(J.A. 99): 


‘‘Mr. Kremer: The view that no weight should be 
given to the functional language in the preamble and 
the function recited at the end of the claim—while 
this tends to be of a somewhat technical nature, still 
the applicant— 
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Tue Court: I always try to avoid deciding cases 
on technicalities.’’ 


This refusal to consider or rule upon the functional 
introduction is compounded in view of the lengthy discus- 
sion thereof contained in Plaintiff’s Trial Brief. 


This Court has recently ruled on this identical question 
of function in the case of Stradar et al v. Watson (1957) 
100 App.D.C. 289; 244 F.2d 757. At page 293 the Court 
stated as follows: 


‘*To support this finding the appellee cites In re 
Laurent, 38 C.C.P.A. 811, 186 F. (2d) 741, 743 (1951), 
where the court said that a preamble or introductory 
clause ‘which merely states a purpose independently 
of the structure otherwise completely defined by the 
claim, does not constitute an additional limitation of 
the subject matter defined by the claim.’ There is a 
well established exception to this generality. In 
Schram Glass Mfg. Co. v. Homer Brooke Glass Co., 
249 Fed. 228, 232-3 (7th Cir. 1918), cert. denied 247 
U.S. 520, the court said: ‘Such a clause of itself may 
entirely fail to supply a necessary element in a com- 
bination . . . yet it may so affect the enumerated 
elements as to give life and meaning and vitality to 
them, as they appear in the combination.’ Other 
cases to the same effect quote the Seventh Circuit’s 
picturesque expression. 

The exception is applicable here. It is observed 
that each of the claims in the first group contains not 
only the preamble but also this concluding language: 
‘,. . said treated surface material retaining substan- 
tially the original character of the finished surface.’ 


Appellant urges that the introductory phrase language 
of claim 11, quoted above, does ‘‘so affect the enumerated 
elements as to give life and meaning and vitality to them, 
as they appear in the combination”’ of this claim. Appel- 
lant also strongly urges that it is mandatory that con- 
sideration be given to this language and that the Trial 
Judge abandoned this Court’s ruling in refusing to grant 
such consideration. 
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The decisional authorities discuss the patentability of 
this type of claim under three headings without distinc- 
tion: (1) the patentable significance of a preamble to a 
claim; (2) the patentable significance of the new use of 
an old material or article; and (3) the patentable signifi- 
cance of the substitution of one material or structure for 
another in a claimed article. However, in determining 
patentability, the tests are the same, irrespective of the 
heading under which they are discussed, namely, does the 
invention defined by the claim in issue yield new and 
unexpected results and is it of such a character that it 
would have been unobvious to one skilled in the art when 
the invention was made? If the answer to both tests is 
affirmative, the claim is a patentable one whether con- 
sidered as a new use of an old material or as a substitu- 
tion of material and whether the limitation supporting 
patentability is found in the preamble or in the body of 
the claim. 


The Stradar opinion parallels that of a similar decision 
of this Court in Carbide and Carbon Chemicals v. Coe 
(1939) 69 App.D.C. 372; 102 F.2d 236, 240, 241, wherein the 
Court stated as follows: 


“‘[1-6] We reviewed and stated the law in respect of 
substitution of parts in a machine or of materials in a 
manufacture as invention in Gasoline Products Co. v. 
Coe, 66 App.D.C. 333, 87 F.2d 550, 1936, and we there 
cited the leading cases on the subject. The upshot of 
the decisions of course is that there must have been 
inventive capacity as distinguished from mechanical or 
routine skill necessary to accomplish the substitution. 
If from the prior art or from the properties of the 
thing substituted, the substitution was obvious, no 
patent is allowable. If, on the contrary, it was not 
obvious, if inventive capacity was required to see 
the applicability to the use in question of the thing 
substituted, and the advantage in new and useful re- 
sults or increase in efficiency or saving in operation, 
then a patent is to be granted. In terms of a quota- 
tion from Low v. McMaster, 266 F. 518, 519, 520, 3 Cir., 
1920, the law has been well epitomized thus: 
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‘**On this subject it is the law, that merely to sub- 
stitute superior for inferior materials, in making one 
or more or all of the parts of a machine or manufac- 
ture, is not invention, although the substitution may be 
of materials that are both new and useful in high 
degree. It is also the law, as exceptions to this general 
rule, that if the substitution involved a new mode of 
construction; or if it developed new properties and 
uses of the article made; or where it produces a new 
mode of operation, or results in a new function; or 
when it is the first practical success in the art in which 
the substitution is made; or where the practice shows 
its superiority to consist not only in greater cheapness 
and greater utility, but also in more efficient action, it 
may amount to invention.’’’ [66 App.D.C. at page 
340, 87 F.2d at page 557.]’’ 


A similar view has been taken by the Court of Customs 
and Patent Appeals in the case of Kropa v. Robie et al 
(1951) 187 F.2d 150, 151, wherein the Court reviewed all 
of its thirty-seven prior decisions on the question of the 
patentable significance of the preamble of a claim, and 
distilled its rulings as follows: 


“‘Is the phrase ‘An abrasive article’ a limitation 
upon what follows in the counts in issue? This court 
has often had before it the Jepson problem (248 O.G. 
525—1917)—-whether the preamble to claims in ex 
parte cases or to the counts in interference cases should 
be considered as limitations in the claims or counts. 
Of the thirty-seven cases of this court we have re- 
viewed with respect to this problem it appears that the 
preamble has been denied the effect of a limitation 
where the claim or count was drawn to a structure and 
the portion of the claim following the preamble was a 
self-contained description of the structure not depend- 
ing for completeness upon the introductory clause; or 
where the claim or count was drawn to a product and 
the introductory clause merely recited a property 
inherent in the old composition defined by the remain- 
ing part of the claim. 

In those cases, the claim or count apart from the 


introductory clause completely defined the subject 
matter, and the preamble merely stated a purpose or 
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intended use of that subject matter. On the other hana, 
im those ex parte and interference cases where the 
preamble to the claim or count was expressly or by 
necessary implication given the effect of a limitation, 
the introductory phrase was deemed essential to point 
out the invention defined by the claim or count. In the 
latter class of cases, the preamble was considered neces- 
sary to gwe life, meaning, and vitality to the claims or 
counts. Usually, in those cases, there imhered in the 
article specified in the preamble a problem which tran- 
scended that before prior artisans and the solution of 
which was not conceived by or known to them. The 
nature of the problem characterized the elements com- 
prising the article, and recited in the body of the claim 
or count following the introductory clause, so as to 
distinguish the claim or count over the prior art. 
There is set forth in an appendix to this opinion an 
analysis of the thirty-seven cases mentioned to which 
further reference may be made.”’ 


“In the case before us, the words ‘An abrasive 
article’ are essential to point out the invention defined 
by the counts. In our judgment those introductory 
words give life and meaning to the counts, for it is 
only by that phrase that it can be known that the sub- 
ject matter defined by the claims is comprised as an 
abrasive article. Every union of substances capable 
inter alia of use as abrasive grains and a binder is not 
an ‘abrasive article.’ The term calls forth a distinct 
relationship between the proportions of grain and resin 
comprising the article. * * *”? (Italics supplied.) 


It is submitted that under the foregoing authorities the 
introductory clause of claim 11 constitutes a limitation on 
the invention defined by this claim. If the preamble of claim 
11 were not restricted to tubeless tires and if this limitation 
were of no consequence, then there would be no meaning to 
the above quoted language at the terminal portion of the 
claim relating to ‘‘an airtight’? connection, since such a 
connection is not used with older tires having tubes therein, 
and in fact would be derogatory of such older structure. 
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G. THE TRIAL JUDGE ERRED IN RULING THAT ALLOWANCE 
OF CLAIM 11 WOULD PLACE THE INDUSTRY “UNDER 
TRIBUTE” 

1. The Court discussed this subject matter in its remarks 

during the trial and in its Ruling as follows, (J.A. 81): 


‘‘Tux Court: *** If this Court would award a patent 
on the claim here in litigation, it would practically give 
the Plaintiff a generic patent on all snap-in valves; 
would it not? 


Mz. Kremer: That is correct, Your Honor, and I am 
endeavoring to show that their evidence does not prove 
commercial success of that broad subject matter. 


Perhaps I had best treat the matter largely in argu- 
ment subsequently. 


‘“Tue Court: Well, I gave full leeway to the other 
side. We have been taking a little longer in testimony 
in this case than we usually take in these cases because 
I could see this is pretty important, because it might 
put the whole industry under tribute. So I am going to 


give you as much leeway as I gave the other side. 
(Italics supplied.) 
I am not going to indicate that that is any reason for 


not granting a patent, but it is a reason for being very 
ceareful.’? 


* * * 


(J.A. 104, 105): ‘‘The Plaintiff has been allowed 
claims covering one particular species or variety of the 
snap-in valve. What he seeks here is a broad and generic 
claim covering snap-in valves of various kinds, irre- 
spective of their variations. If allowed, it would prac- 
tically grant to the Plaintiff a seventeen-year monopoly 
¢x various types of tire valves of the snap-in construc- 
tion that are now in general use and would put the 
entire industry under tribute to him so far as these 
valves are concerned for many years to come.”? (Italics 
supplied). 
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2. It is undisputed law that a patentee grants something to 
the public which it never possessed theretofore and that any 
royalties paid to the patentee are only just compensation given 
in proportion to the right conferred by the patentee. In con- 
trast “tribute” connotes and in fact means a forced, obligatory 
payment under no color of legal right. 


(a) The law has always recognized the grant of a patent 
as being an interest for a right conferred. 


This doctrine has been stated by the Supreme Court in 
United States v. Dubilier Condenser Corp., (1933) 289 
U.S. 178, 186, 188 as follows: 


“Though often so characterized, a patent is not, 
accurately speaking, a monopoly, for it is not created 
by the executive authority at the expense and to the 
prejudice of all the community except the grantee of 
the patent. Seymour v. Osborne, 11 Wall. 516, 533. The 
term monopoly connotes the giving of an exclusive 
privilege for buying, selling, working or using a thing 
which the public freely enjoyed prior to the grant. 
Thus a monopoly takes something from the people. An 
inventor deprives the public of nothing which it enjoyed 
before his discovery, but gives something of value to 
the community by adding to the sum of human knowl- 
edge. United States v. Bell Telephone Co., 167 U. 8. 
224, 239; Paper Bag Patent Case, 210 U. S. 405, 424; 
Brooks v. Jenkins, 3 McLean 432, 437; Parker v. 
Haworth, 4 McLean 370, 372; Allen v. Hunter, 6 Mc- 
Lean 303, 305-306; Attorney General v. Rumford Chem- 
ical Works, 2 Bann. & Ard. 298, 302. He may keep his 
invention secret and reap its fruits indefinitely. In 
consideration of its disclosure and the consequent bene- 
fit to the community, the patent is granted. An exclu- 
sive enjoyment is guaranteed him for seventeen years, 
but upon the expiration of that period, the knowledge 
of the invention enures to the people, who are thus 
enabled without restriction to practice it and profit by 
its use. Kendall v. Winsor, 21 How. 322, 327; United 
States v. Bell Telephone Co., supra, p. 239.”? 


(b) The common dictionary meaning of both ‘royalty’? 
and “‘tribute’’ is shown by the following: 
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“‘Royalty—A payment reserved by the grantor of a 
patent, lease of a mine, or similar right, and payable 
proportionately to the use made of the right by the 
grantee. (citations) 


Tribute—A sum of money paid by an inferior sovereign 
or state to a superior potentate, to secure the friendship 
or protection of the latter.’’ 


Black’s Law Dictionary, 4th Edition (1951) 
West Publishing Co., St. Paul, Minn. 


* * * 


“‘Royalty—A payment reserved by the grantor of a 
patent, mining lease, ete., and payable proportionately 
to the use made of such right. 


Tribute—A contribution which is sometimes raised by 
the sovereign from his subjects to sustain the expenses 
of the state. It is also a sum of money paid by one 
nation to another under some pretended right.” 


Bouvier’s Law Dictionary, 3rd Rev. Vol. IL (1914) 
West Publishing Co., St. Paul, Minn. 


* * * 
“‘Royalty—1-6. 


7. b. A duty or compensation paid to the owner of a 
patent or copyright for the use of it, or the right to 
act under it, usually at a certain rate for each article 
manufactured, used, sold, or the like; 


Tribute—i. An annual or stated sum of money or other 
valuable thing, paid by one ruler or nation to another, 
either as an acknowledgment of submission, or as the 
price of peace and protection, or by virtue of some 
treaty ; also the tax levied for such a payment.’’ 


The Merriam-Webster New International Dictionary, 
2nd Edition Unabridged 
G. & C. Merriam Co., Springfield, Mass. (1958) 
* * * 
“Vol. IT 
Royalty—1.-5.-6. a, b, e— 
d. A sum paid to the proprietor of a patented invention 
for the use of it. 
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VOL. XI 

Tribute—1. a. A tax or impost paid by one prince or 
state to another in acknowledgement of submission or 
as a price of peace, security, and protection; rent or 
homage paid. 

b. Hence, the obligation to pay this. 

The Oxford Unwersal English Dictionary 

Oxford, at the Clarendon Press (1937) 

“‘Royalty—1-6 

7. A share of the proceeds or product paid to the owner 
of a right, as a patent, for permission to use it or 
operate under it. 


Tribute—1. Money paid regularly by one ruler or na- 
tion to another as acknowledgment of subjugation, for 
protection from invasion, etc. 


2. a tax levied for this 


“ ede feudalism, a tax paid by a vassal to his over- 
or 


4. the obligation to make such a payment. 


5. Any forced payment, as through bribery. 

Webster’s New World Dictionary of the American 
Language 

College Edition 

World Publishing Co., Cleveland and New York (1956) 


**Royalty—1-3. 

4. Share of the receipts or profits paid to an owner of 
2 patent or copyright; payment for the use of any of 
various rights. 


Lribute—1. Money paid by one nation to another for 
peace or protection or because of some agreement. 


2. Any forced payment, as a tax, etc. 


Lhorndike-Barnhart Comprehensive Desk Dictionary 
The Country Life Press, Garden City, N. Y. (1951) 
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3. In the factual situation of the present case there can be 
no question that the Appellant made a substantial’ contribution 
and that any recompense which he might receive, if claim 11 
is allowed, would only be in compensation for the use of the 
very tubeless tire valve which he created. 


It is important in the understanding of this situation to 
realize that the industry of manufacture of snap-in tubeless 
tire valves did not even exist prior to the Appellant’s dis- 
closure of his invention to the members of the industry. Not 
only was the Appellant’s valve used as the basis for creation 
of this industry, but the so-created industry i in addition to 
adopting the structure of his invention also adopted the 
exact terminology which he used to designate this valve, 
namely, ‘‘snap-im’’ (J.A. 36). Appellant is not, and could 
never be, a conquering Caesar to whom all must pay ‘‘trib- 
ute,’’ and it is apparent from a consideration of the fore- 
going that the Trial Judge erred in using this term to 
designate the Appellant’s position if claim 11 is allowed. 


4. The plain fact of the matter is that the industry is not 
now and never will be under any obligation to use the structure 
covered by claim 11. 


Certainly the industry can use the old clamp-in valve 
structure, as illustrated by the Herzegh patent. Addition- 
ally, although no evidence was introduced on this point at 
the trial, it is common knowledge within the tire and tire 
valve industry that a number of alternatives exist, such as, 
for example, the use of a valve contained within the wall of 
the tire rather than the type of valve under consideration 
which is positioned within the wall of the wheel. It is 
respectfully urged that this consideration of ‘‘tribute’”’ 
colored the thinking of the Trial Judge in a manner preju- 


dicial to the interests of the Appellant. : 
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H. THE TRIAL JUDGE ERRED IN NOT FOLLOWING THE 
DOCTRINE OF PENNINGTON ENGINEERING CO. v. HOUDE 
ENGINEERING CORP. (W.D.N.Y., 1941) 43 F. Supp. 698, (aff. 
136 F. 2d 210) (cert. den. 320 U.S. 771) 

The Pennington case dealt with a hydraulic shock ab- 
sorber structure invented by Pennington as a substitute for 
the hydraulic shock absorbers in common use at the time of 
his invention. 


In the Pennington case, as in the instant case, the inventor 
conceived and produced a structure which was simpler and 
more facile of operation than those in use prior to his entry 
into the field. This structure was then disclosed by Penning- 
ton to the various manufacturers in the field, who then 
adopted the Pennington structure without license from 
Pennington. 


There, as here, the invention dealt with a structure to 
produce a seal against pressure. There, as here, Penning- 
ton’s main contribution to the art, in combination, was the 
use of an integral abutment to produce this pressure fluid 
seal. 


Both the United States District Court for the Western 
District of New York and the Second Circuit Court of Ap- 
peals for the United States upheld the patentability of the 
claims covering this structure. The District Court dealt 
with the subject matter in the following language at pages 
703 and 704 of its decision: 


Is plaintiff’s combination invention? It is believed 
it is. While it is my view that the essential difference 
in Pennington and prior Houde structures is found in 
the abutment formations, it is the new abutment inte- 
gral with the peripheral wall in combination with old 
elements which constitutes invention. Nor as I see it are 
the claims themselves broader than the invention. After 
the accomplished fact it would seem that one skilled in 
the art long since would have produced shock absorbers 
with abutments in the chamber integral with the side 
walls, but, if Houdaille with all his experience and the 
Houde corporation with all its facilities were unable to 
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find an answer to this problem, it seems to me we must 
conclude that this type of formation of abutment in 
combination in a three-part structure as shown by 
claims in suit was invention. True it is that the parts 
had long been known in the art. True it is that these 
earlier structures were workable and were sold to the 
number of millions. The substitution of the integral 
abutment in combination with the other elements of the 
claims in suit, however, meant greater certainty of the 
necessary rigidity of the structure, better opportunity 
for accurate machining of the parts; better sustaining 
of the pressure and lessening of production costs. A 
long-recognized need was satisfied. Performance in a 
way known to the art does not deny the invention. Here 
we find the substitution of a new part with the old and 
thereby accomplishing new useful and valuable re- 
sults.’’ 


Upon Rehearing, the Pennington structure was affirmed 
as patentable, but the Court ruled that no infringement was 
present. In the course of its opinion the Court stated at 


page 711: 


“‘As I said in my opinion heretofore rendered: ‘It is 
the new abutment integral with the peripheral wall in 
combination with old elements which constitutes inven- 
tion.” It was my opinion then that it was the single 
feature of the abutment assembled in the combination 
shown in Pennington that made Pennington patentable. 
In other words, that all other parts of the continuation 
were either old in the art or in themselves were within 
the competence of one skilled in the art. As plaintiff 
states in its main brief with regard to its abutment 
feature ‘integrality is of the essence of the combina- 
tions.’ I hold to that opinion now.’ 


The Court of Appeals upheld both the finding of validity 
and the finding of non-infringement. ! 

In a separate dissenting opinion, Judge Learned Hand, 
upholding both validity and infringement said the following 
at pages 216 and 217: 


‘¢... Therefore, unlike my brothers, I fail to see any 
defense on the score of non-infringement. The only 
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possible anticipations are Taylor, No. 1,438,507, and 
Sutton, No. 1,341,395, both of which showed ‘integral 
abutments’. Although in each the defects in mount- 
ing could have been readily amended, nevertheless 
under well-settled law, neither as it stood was an antici- 
pation, for each was utterly unworkable; it would have 
gone to pieces upon the first long drive. Moreover, it 
actually did nothing to advance the art; it was still- 
born. 


“The only question, so far as I can see, is whether 
the futile suggestion of these patents should defeat 
Pennington’s contribution—a contribution which it is 
not an exaggeration to call revolutionary, for his ab- 
sorber has substantially superseded all others. I cannot 
answer such a question by generalities, though one may 
find apt ones to fit either side of every patent suit. 
When we are to measure the degree of originality 
necessary to any advance in the arts, I know of no other 
rod than history. Had Pennington filed his application 
soon after Taylor and Sutton, I should probably not 
have thought that he had invented anything; the ap- 
pearance in quick succession of several embodiments 
of the same idea is a good indication that it was already 
in bud and was sure shortly to come to flower. But that 
was not the case here. Sutton appeared in May, 1920, 
Taylor in December, 1922. They were open to the art; 
but, as I have said, the art utterly ignored them. It is 
most unlikely that this was because of the bad designing 
if the disclosure had been recognized as the solution 
which it proved to be; and certainly we are justified in 
supposing that the defendant must have known of them 
for it is the largest maker of absorbers in the country. 
Yet what did it do? Again and again it tried in one way 
after another to fix separate abutments into the cham- 
ber; and again and again it failed. These were not the 
fumblings of a tyro, but the best skill of the leader in 
this particular branch of the industry. Besides these 
experiments the Patent Office was littered with other 
intermediate efforts, all equally unsuccessful. 

“It was in this situation that in November, 1928, 
Pennington filed his application, nearly six years 
after Sutton had appeared. Even assuming that it 
was no more than an adaptation of what Taylor and 
Sutton had disclosed, I think that it was an inven- 
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tion; for I know no surer mark of originality than to 
pick up what others have discarded as impracticable 
and useless, and make it into what all would have 
chosen, if they had had eyes to see. It is of course 
possible to look at all patents as odious monopolies; 
perhaps they are; perhaps the condition interpolated 
about a hundred years ago that their production 
must evince some exceptional talent is not the right 
protection; certain it is that our attitude towards 
them has greatly changed in twenty years. Yet I 
cannot see—until some tangible and authoritative 
substitute is at hand—how we can administer the 
existing system without recognizing as authentic evi- 
dence of high talent, the discovery of new combina- 
tions, though made of elements which have long been 
open to all, if they prove at length to answer a need 
that those thoroughly versed in the matter have been 
repeatedly and fruitlessly trying to fill.’”’ 


It is respectfully urged that the factual situation 
presented in the Pennington case is substantially identical 


with that of the present case, that this doctrine is correct, 
and that it should be followed herein. 


VIL CONCLUSION 


In brief, the decision and the judgment of the Trial 
Court are palpably erroneous in that they disregard the 
extensive evidence in the case that the Wyman invention 
represents a substantial contribution to the useful arts 
and meets the three statutory criteria of invention; they 
apply an erroneous test of invention; they reject the 
allowance of the claim in issue on art which could not be 
and was not used for the performance of the structure 
under consideration; they disregard the unlicensed, 
unsponsored and nearly immediate adoption of the Ap- 
pellant’s invention by the entire industry; they disregard 
the performance of a new function by the structure recited 
in the claim in issue; they do not reflect any careful 
serutiny of the claim and comparison thereof with the 
cited art; they erroneously regard allowance of the claim 
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in issue as placing the industry under tribute, and they 
do not follow the doctrine of Pennington Engimeering Co. 
v. Houde Engineermg Corp. On the whole record, the 
Trial Court should have authorized the Patent Office to 
issue a patent to Wyman including claim 11, on appeal. 

It is submitted that the judgment of the Trial Court 
should be reversed. 


Respectfully, 


Mus D. Pruars, 
Jesse ©. Bowyer, 
821 National Press Bldg. 
Washington 4, D. C. 
Attorneys for Appellant. 


Dated: August 24, 1959 
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Appeal No. 15,232 


STATEMENT OF QUESTIONS PRESENTED 


In the opinion of the appellee, the questions pre- 
sented are: 


1. Whether the District Court was clearly wrong 
in holding that it would not amount to patentable 
invention to adapt the valve structure provided with 
an inner tube in Eberhard Patent No. 2,049,252, for 
use with tubeless tires by making the alterations 
necessary to make the seal with the rim airtight and 
to provide communication through the valve structure 
to the interior of a tubeless tire. 

2. Whether the District Court was clearly wrong 
in holding that, in view of Herzegh Patent No. 2,- 
587,470, disclosing a valve for mounting in a hole 
in the wheel rim of a tubeless tire installation with 
an airtight seal between the exterior of the valve and 
the edge of the hole, and Eberhard Patent No. 2,049,- 
252, disclosing a “snap-in” construction for securing 
a rubber-covered valve attached to an inner tube in 
the hole in the wheel rim of a tube type tire installa- 
tion, it would not amount to patentable invention to 
provide a rubber-covered valve adapted for “snap-in” 
mounting in the hole in the wheel rim of a tubeless 
tire installation. 
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United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 
Appeal No. 15,232 


EDWIN T. WYMAN, APPELLANT 
Vv 


Ropert C. WATSON, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal From the Judgment of the United States 
District Court for the District of Columbia 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 


The appellant here seeks review of a decision of 
the United States District Court for the District of 
Columbia (J.A. 109) dismissing the complaint (J.A. 
4-7) in an action under Section 145 of Title 35 of 
the United States Code, (Act of July 19, 1952, c. 950; 
66 Stat. 803). In the action, Edwin T. Wyman, the 
appellant, sought to have the Court authorize the 
issuance of a patent on Wyman application, Serial 


(1) 
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No. 141,508, including claim 11 therein. The allow- 
ance of claim 11 was refused by the District Court, 
and the Patent Office, by reason of the failure of this 
claim to define patentable invention over the prior 
art. 

The examiner in the Patent Office (J.A. 121-122) 
indicated claims 3, 12, 13, and 14 as allowable and 
held claims 1, 2, 8, 9, and 10, the only other claims 
remaining in the application, withdrawn under the 
provisions of Rule 142(b) of the Rules of Practice of 
the United States Patent Office in Patent Cases. 


| COUNTER-STATEMENT OF THE CASE 


Since the “Statement of the Case” beginning on 
page 2 of the appellant’s brief is incomplete in some 
respects and includes argumentative matter, a coun- 
ter-statement of the essential facts is deemed neces- 


sary. 


APPELLANT’S APPLICATION AND CLAIM 


The application here involved discloses a tire valve 
for use with tubeless tires. As shown in Figure 1 of 
the application drawing (J.A. 119), the valve includes 
a rubber covering 33 with an enlarged annular bead 
35 provided thereon near its inner end. A second en- 
larged member or flange 87 is provided on the rubber 
covering at the end so that an annular groove or 
“ankle” portion 36 of reduced diameter is formed be- 
tween the bead and flange. In the construction of 
Figure 1, a retaining ring 40 is also provided. The 
valve structure is inserted in the usual hole in the 
wheel rim 20 from the inner or tire side of the rim 
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so that the base or flange 37 engages this inner side 
of the rim and the retaining ring 40 is forced over 
the bead 35 on the outer side of the rim so that one 
side of this ring engages the outer surface of the 
rim and the opposite side is engaged by the adjacent 
surface of the bead 35. The purpose of this construc- 
tion is to provide an airtight seal between the outer 
surface of the rubber covered valve and the edges of 
the hole in the rim. Claims 3, 12, 13, and 14, which 
were allowed by the examiner in the Patent Office and 
are not involved here, are drawn to this construction 
of Figure 1 and include the retaining ring shown in 
that Figure. 

Although the application as filed did not show an 
arrangement omitting the retaining ring shown at 
40 in Figure 1 (J.A. 119), it did state that “the re- 
taining ring may be dispensed with entirely. ” On that 
basis, Figures 6 and 7 (J.A. 120) were subsequently 
added to the drawings and reference to these Figures 
was inserted in the application. These Figures show 
arrangements wherein the “ankle” or grooved portion 
of the valve structure, formed between the bead, desig- 
nated 35 in Figure 7, and the base or flange, desig- 
nated 37 in Figure 7, receives the edges of the hole 
in the rim designated 21b. The sole claim in issue, 
claim 11, does not recite the aforementioned ring and 
thus reads en Figures 6 and 7. 

THE EBERHARD PATENT : 

The patent to Eberhard, No. 2,049, 259 (J.A. Pl. 
Exhibit 2) discloses a unitary fiexible rubber-covered 
valve structure which is similar to that disclosed by 
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appellant but is integral with an inner tube. In 
Figure 1 of the drawing of this patent, a grooved 
or “ankle” portion 18 is shown located between the 
main portion of the rubber covered valve stem 12 and 
the area where the stem of the valve joins the inner 
tube. The structure is adapted for installation on a 
wheel rim by inserting the outer end of the valve into 
the hole in the rim and pushing the valve until it 
reaches the position in which the edge of the rim hole 
is secured within the ankle portion 18. Figure 2 of 
the drawing of the Eberhard patent shows such a 
structure in assembled condition with the “ankle” or 
grooved portion of the valve receiving the edge of the 
rim hole 20 and the inner tube 10 disposed within a 
tire 24. 

Figure 5 of the Eberhard drawing shows a modified 
valve construction which differs from the structure of 
Figure 1 in that a rounded flange or bead 32 pro- 
trudes from the body of the valve at a point spaced 
from the jointure of the valve stem and inner tube 
to provide the “ankle” portion instead of such por- 
tion being formed by merely providing a groove in 
the valve stem covering. 

The Eberhard patent utilizes the construction de- 
seribed above to hold the valve stem in place while 
the tire and tube are being mounted on the wheel 
and yet permit the stem to pull out of the rim hole 
if the tube becomes deflated. The patent specifies 
(J.A. PL Exhibit 2, page 1, column 2, lines 53-58) 
that “the relation of the valve stem and the rim hole 
is such that the rim hole is very substantially sealed 
against entrance of water, sand, or other foreign 
matter.” 


5 
THE HERZEGH PATENT 


The Herzegh patent, No. 2,587,470 (J.A., Pl. Ex- 
hibit 3) relates to a tubeless tire installation which 
employs a valve structure passing through a hole in 
the wheel rim in air sealed relationship thereto. This 
valve structure comprises a metal stem 13 having a 
flanged metal base 16 at the inner end.' The valve 
structure is passed through the hole in the wheel rim 
with a resilient washer 14 between the base and the 
“im. A second resilient washer 15 is then passed 
over the stem into engagement with the rim on the 
side opposite the base of the valve structure and a nut 
is threaded down the stem against the second gasket 
to clamp the assembly to the rim about the hole 
therein in airtight relationship. | 


| 
SUMMARY OF ARGUMENT — 


Although appellant has the burden of showing clear 
error by the District Court, he has failed to show 
that any of findings of fact 6 to 10 (J. ‘is 107-108) 
are clearly erroneous. 

The subject matter in issue, claim 11, is unpatent- 
able under the provisions of Title 35, United States 
Code, Section 103 (Act of July 19, 1952, c. 950; 66 
Stat. 798) because the adaptation of the Eberhard 
structure to provide a “snap-in” type valve for tube- 
less tire installations would be obvious to persons 
having ordinary skill in the art to which the subject 
matter pertains. Claim 11 is also unpatentable over 
Herzegh in view of Eberhard for the reasons pointed 
out (J.A. 121-122) by the examiner in| the Patent 
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Office. In considering these grounds for refusal of 
claim 11, the Trial Court treated the claim as embody- 
ing all the features appellant disclosed in connection 
with the valve installation which does not utilize the 
retaining ring set forth in the allowed claims. The 
Court set forth the claim in issue in its memorandum 
opinion and it is obvious that no feature in the claim 
was overlooked in finding the claim unpatentable. 

The Trial Judge’s statement in the memorandum 
opinion that appellant “had an ingenious idea” and 
“made a contribution to the industry” does not indi- 
cate that he applied an erroneous standard of inven- 
tion. This statement is not in conflict with the formal 
findings of fact which support the judgment dismiss- 
ing the complaint. 

The widespread use by others of valves said to fall 
within the terminology of claim 11 is not significant 
to the question of patentability of the claim. There 
is no doubt that the claim is unpatentable and there- 
fore there is no basis for taking commercial success 
into consideration. Additionally, it is not shown that 
the use of such valves by others constitutes evidence 
of patentable invention in the broad subject matter 
sought by appellant. Also, it has not been proved 
that appellant’s provision of the subject matter of 
claim 11 solved a problem which had defied solution 
for any significant period of time. 

The Trial Court’s comment that allowance of claim 
11 would put the industry “under tribute” merely 
indicated recognition of the breadth of the claim and 
did not indicate any reluctance to grant the claim if 
it were patentable to appellant. 
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Appellant’s demonstration and tests relative to the 
Eberhard patent do not constitute any evidence that 
it would be beyond the ordinary skill of the art to 
adapt the Eberhard structure for use eee tubeless 
tires. 

Although the Trial Court did not rule | on the addi- 
tional Patent Office position that claim 11 i is unpatent- 
able for failure to define structurally over the Eber- 
hard construction, it is respectfully submitted that 
this ground for refusal is also proper and that this 
Court could affirm the decision of the a Court on 
that basis. 


ARGUMENT 
Appellant Must Show Clear and Obvious: 'Brror By 
District Court in Order to Prevail 


In Abbott et al. v. Coe, 71 App. D. C. 195, 109 F.2d 
449, this Court stated: 


“Although a court, when it agrees with a Pat- 
ent Office finding often Says so, agreement is not 
necessary to affirmance and disagreement i is not 
sufficient for reversal. The question for us is not 
whether in our opinion there was invention, but 
whether the finding that there was none is con- 
sistent with the evidence.” 


The Court further pointed out, “Under the rule settled 
in this jurisdiction, while we are not absolutely bound 
by a chaneellor’s findings of fact, we do not disturb 
them on appeal unless upon an examination of the 
evidence they are clearly wrong.” The decision in 
Standard Oil Development Co. v. Marzall, 86 U. S. 
App. D. C. 210, 181 F.2d 280, further HOHE that 
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findings of the District Court denying patentability 
will be set aside on appeal only where they are found 
to be clearly erroneous. See also Rule 52 (a), Federal 
Rules of Civil Procedure; Esso Standard Oil Co. v. 
Sun Oil Co., 97 U. S. App. D. C. 154, 229 F.2d 37 : 
Bechtold v. Watson, 102 U. S. App. D. C. 353, 253 
F.2d 875. Accordingly, appellant has the burden of 
proving that there was no rational basis in the evi- 
dence before the District Court for its decision when 
it agreed with the Patent Office tribunals that claim 
11 is unpatentable. 

It is respectfully submitted that appellant has not 
only failed to meet this burden but also has failed to 
show any error in the decision of the District Court. 
Thus, jappellant has not contended in his brief that 
the District Court’s findings of fact (J.A. 106-108) 
fail to support the judgment and he has not demon- 
strated that any particular findings, including find- 
ings 6 to 10 (J.A. 107-108), are in error. 


Adaptation of the Eberhard Structure to Provide the 
Tubeless Tire Valve of Claim 11 Would be 
Within the Skill of the Art 

The principles relied upon for clamping the Eber- 
hard valve in the rim hole are the same as those em- 
bodied in the construction to which appellant’s claim 
11 is directed. The valve stem is inserted into the rim 
hole from the side on which the tire is mounted. A 
portion of the stem normally having a greater diam- 
eter than the diameter of the hole in the rim is forced 
through the hole, and the edges of the rim around 
the hole are gripped between that portion and an- 
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other portion of the stem also having a greater diam- 
eter than the rim hole. While this construction in 
Eberhard is not made so tight as to provide a seal 
for air under pressure, it does seal against entrance 
of water, sand, or other foreign matter. The worker 
of ordinary skill in the art, with this reference before 
him and knowledge of the well known fact that a 
valve sealed through the rim, as shown in the Herzegh 
patent (J.A., Pl. Exhibit 3), may be used in a tube 
less tire installation, would certainly find it obvious 
to adapt the “snap-in” seal arrangement of Eberhard 
for inflating a tubeless tire. Aside from eliminating 
the unnecessary inner tube, such adaptation would 
merely require selecting the dimensions of the valve 
structure at the location of the “ankle” portion to 
provide a tighter fit whereby the seal would be ade- 
quate to bar the escape of air under pressure from the 
interior of the tire instead of merely sufficient to 
prevent the “entrance of water, sand, or other foreign 
matter.” 

Appellant urges (Brief, 14) that the Eberhard 
structure is not a “snap-in” valve, apparently mean- 
ing that the reference valve does not rely on the same 
principles as appellant’s valve for clamping in the 
rim hole. Although appellant’s argument (Brief, 18- 
15) also attempts to distinguish five other patents 
from the present construction, it is obviously imma- 
terial what is disclosed by such patents which are not 
relied upon in the refusal of the claim in issue and 
are not included in the record. The record, including 
the porfion thereof (J.A. 39, 47-49, 70) on which 
appellant relies, does not support the contention in 
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question. While appellant himself stated in his testi- 
mony (J.A. 39) that Herzegh does not show a “snap- 
in” valve, this is of no significance because neither the 
Trial Court nor the Patent Office tribunals relied in 
any way on Herzegh for disclosure of the “snap-in” 
type of sealing structure. The other cited testimony 
of appellant (J.A. 47-49) and the testimony of his 
expert witness, Buddenhaggen (J.A. 70), clearly in- 
dicate that the valve of Eberhard is clamped and 
sealed in the rim hole in the same manner as ap- 
pellant’s structure in question, with the only differ- 
ence being that the latter is held more tightly. Thus, 
appellant conceded that the Eberhard valve is placed 
in position in the same manner as his own valve, with 
the remark that he did not “think it would snap very 
much.” A pertinent excerpt from the testimony of 
Buddenhagen is as follows (J.A. 70): 
“By Mr. Pillars 

* * * * 

Q. Can you find any statement in the Eber- 
hard patent which suggests the structure of a 
snap-in valve for tubeless tires? 

A. I can find no disclosure in the patent which 
would teach the snap-in type valve for use in 
tubeless tires. 

THE CourT: Well, it isn’t the snap-in type for 
tubeless tires. It is the snap-in type for tires 
with innertubes; is it not? 

THE WITNESS: It is designed to locate itself 
in place, and to that extent, yes, it is snap posi- 
tion. To locate itself in place, but to locate itself 
so that it can be readily withdrawn. It is not 
designed to snap in securely in position, such as 
the tubeless tire valve must do to be operative.” 
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It is thus clear from the record that the modifica- 
tion necessary to provide an airtight seal for a tube- 
less tire valve using the type of seal taught by Eber- 
hard involves merely a matter of making the clamp- 
ing and sealing action tighter. Certainly this would 
be obvious to the worker of ordinary skill in the art. 
Likewise, it would be obvious to this same worker 
that, in making the adaptation to a tubeless construc- 
tion, the inner tube should be dispensed with and a 
base or flange left at the end of the valve stem to en- 
gage the rim on the side opposite that engaged by the 
bead such as is shown at 32 in Hewess 5 act Eberhard 
(J.A. Pl. Exhibit 2). 


Claim 11 Is Also Unpatentable Over Herzegh in 
View of Eberhard 

The examiner in the Patent Office (J. A. 121-122) 
took the view that the worker of ordinary skill in 
the art would find it obvious to modify the valve for 
tubeless tires disclosed by Herzegh (J. A., Pl. Exhibit 
3) by incorporating on the outer surface thereof a 
rubber covering having a grooved structure as shown 
in Eberhard (J.A., Pl. Exhibit 2) and designing this 
sealing arrangement of such dimensions as to make 
it airtight. The Trial Court found no error in this 
reasoning of the examiner (J.A. 105-106, 108) and 
it is respectfully submitted that the Court was correct 
in this view. 


The Trial Court Did Not Overlook Any ee 
in Claim 11 in Finding It Unpatentable 


Appellant contends (Brief, 36-44) that the Trial 
Judge erred in refusing to scrutinize the language of 
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claim 11 carefully. The portions of the record he re- 
fers to in this connection relate to a rejection ad- 
vanced by appellee on the ground that the language 
of claim 11 is such that it does not define over Eber- 
hard even if the structure of this patent is not mod- 
ified. However, the Trial Court stated (J.A. 100): 


«* * * T am not going to decide this case for 

or against the Plaintiff on that issue.” 
The Court did not rule on this ground for refusal. 
So far as the grounds for refusal on which the Court 
did rule are concerned, however, the Court treated 
claim 11 as embodying all the features which appel- 
lant discloses in connection with the form of his valve 
which does not utilize the retaining ring recited in 
the allowed claims. Appellant has not pointed out 
any significant particular in which claim 11 distin- 
guishes from the Eberhard valve structure when it is 
modified in the obvious maner referred to in order 
to adapt it for use in a tubeless tire installation. Sim- 
ilarly appellant has not pointed out any particular in 
which the structure which results from modifying the 
Herzegh patent in accordance with Eberhard as dis- 
cussed| by the examiner in the Patent Office fails to 
meet claim 11. That the Trial Judge gave careful 
consideration to the language of the claim in arriv- 
ing at his decision is further apparent from the fact 
that the claim is set forth in full in the body of the 
memorandum decision (J.A. 104). 
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The Trial Judge Did Not Apply An Erroneous 
Standard of Invention 

In contending that the Trial Judge applied an er- 
roneous standard of invention in holding claim 11 
unpatentable over the prior art, appellant (Brief 
18-25) relies on the Trial Court’s statement in its 
oral opinion delivered from the bench (S.A. 104) 
that appellant “had an ingenious idea” and “made 
a contribution to the industry.” Appellant urges 
that dictionary definitions of “ingenious” indicate that 
this word means “possessing or having inventive fac- 
ulty.” He contends that the Trial Court is incon- 
sistent in applying the word “ingenious” to appel- 
lant’s idea while holding claim 11 to be unpatentable. 
However, it is well established that, where formal 
findings of fact are made by a trial court, these 
formal findings alone serve as the court’s findings of 
fact and the scope of such findings cannot be modified 
by reference to the opinion. Ohlinger v. United 
States, (C.A. 9, 1955), 219 F. 2d 310; Federal Trade 
Commission v. B.F. Goodrich Company, 100 U.S. App. 
D.C. 58, 242 F. 2d 31. Even where there i is a direct 
conflict between the formal findings and the findings 
of an opinion, the formal findings govern. Plastino 
v. Mills et al. (C.A. 9, 1956), 236 F. 2d 82. That the 
findings of fact here (J.A. 106-108), especially those 
numbered 6 through 10, fully support the judgment 
does not appear to be questioned by appellant. Also, 
appellant fails to show clear error in an of these 
findings. 

Of course, there is really no conflict’ whatever be- 
tween the Trial Court’s statement that anpellan had 
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an ingenious idea and its findings that claim 11 is 
not patentable. Although the courts and lawyers in 
patent cases frequently use the word “invention” in 
the sense of patentable invention without expressly 
setting forth the word “patentable”, it is apparent 
that the more general use of the words “invention” 
and “inventive” are not limited to ideas of a patent- 
able nature. Certainly there is no connotation of 
patentability in the word “inventive” as used in the 
definitions of “ingenious” to which appellant refers 
(Br. 21-23). The Trial Court obviously was using 
the word “ingenious” in the same sense that the Su- 
preme Court used the term “good idea” in the fol- 
lowing statement in Great Atlantic and Pacific Tea 
Company v. Supermarket Equipment Corporation, 340 
U.S. 147, 153: 
“\* * *, To bring these devices together and ap- 
ply them to save the time of customer and 
checker was a good idea, but scores of progres- 
sive ideas, in business are not patentable, and we 
conclude on the findings below that this one was 
not.” (Emphasis added). 
That the fact that one has a “good idea”, or provides 
a substantially improved product or result, or makes 
a “contribution”, is not sufficient to demonstrate pat- 
entability where the advance would be obvious to per- 
sons having ordinary skill in the art is established 
by many decisions, including those of this Court in 
Standard Oil Development Co. v. Marzall, supra; 
Akerlund et al. v. Marzall, 90 U.S. App. D.C. 265, 
195 F. 2d 773; Millard v. Watson, 92 U.S. App. D.C. 
272, 207 F. 2d 212. In the Standard Oil case, for 
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example, this Court specifically stated that the ap- 
pellant had “made a contribution,” although it af- 
firmed the Trial Court. 

The case of Pennington Engineering Co. v. Houde 
Engineering Corp. (W.D. N.Y. 1941), 43 F. Supp. 
698 (aff. 1386 F.2d 210), relied upon by appellant 
(Brief 50-53), fails to demonstrate any error by the 
Trial Court. Contrary to appellant’s allegation that 
the factual situation in the Pennington case is “sub- 
stantially identical with that of the present case” 
(Brief 53), the difference in subject matter in the 
two cases is so great as to make it practically impos- 
sible to compare the standard of invention applied in 
the former case with that applied by the lower tribu- 
nals in the instant case. : 


The Matters Appellant Relied On As Commercial 


Success Are Not Significant 


As conceded by appellant (Brief 26), commercial 
success is significant only where there is doubt on 
the question of patentability. Commercial success can- 
not be relied upon first to create a doubt and then to 
resolve that doubt in favor of patentability. Union 
Metal Manufacturing Co. v. Ooms, 81 U.S. App. D.C. 
76, 154 F. 2d 857, Great Atlantic and Pacific Tea Co. 
v. Supermarket Equipment Corporation, supra; In re 
Coey et al., 38 C.C.P.A. 1200, 190 F. 2d 347. Here, 
neither the Trial Court nor the Patent Office tribunals 
indicated any doubt that appellant’s claim 11 is un- 
patentable over the prior art. 

Even in the case where there is doubt as to patent- 
ability, only such commercial success as is clearly 
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attributable to the subject matter set forth in the 
claim iis of significance. Marconi Wireless Telegraph 
Co. of America, v. United States, 320 U.S. 1; Fox- 
boro Co. v. Taylor Instrument Co., (C.A. 2, 1946), 
157 F. 2d 226, Miller et al. v. Weeks et al. (D.C., 
D.C., 1955), 129 F. Supp. 241, affirmed 97 U.S. App. 
D.C. 188, 229 F. 2d 21. Appellant apparently relies 
(Brief, 25-32) on the evidence that valves made by 
various companies fall within the terminology of 
claim 11 as showing commercial success such as 
might merit consideration in case of doubt as to 
patentability of this claim. However, it has not been 
demonstrated that the commercial valves referred to 
in the testimony of the witness Buddenhagen do not 
all embody features going beyond appellant’s dis- 
closure in his application of merely the broad concept 
involved and that it was not such additional features 
which resulted in the commercial use of these valves. 
Certainly the valves introduced into evidence as 
Plaintiff’s Exhibits 18, 19, 20, and 21 (J.A. 55-57, 
79-81) have base portions of a generally hemispheri- 
cal shape which would appear to provide much firmer 
engagement with the rim than appellant’s “broad, 
soft, rubber base 37” which he describes in his ap- 
plication in the sentence reading (J.A. 113): 


“The air pressure against the broad, soft, rubber 
base 37 prevents the leakage of air around the 
stem.” 


Moreover, appellant has not demonstrated that the 
commercial use of these valves by various companies 
was the result of his conception or efforts. The de- 
velopment of obviously more refined valves by other 
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persons or companies is no indication that appellant 
is entitled to the claim he seeks on the basis of his 
broad disclosure. The only evidence of communication 
by appellant with manufacturers in the industry is 
the testimony of appellant himself as follows (J.A. 
42): 

“In the early part of 1948, I took this valve 
stem out to Akron to the Goodrich Company, and 
tried to interest them, and left the patent appli- 
cation with them. 

I also sent it to Firestone, Goodyear, and 
United States Rubber Company. And I used the 
valves until they used up, and that is as far as 
I could go because I could get no patent.” 


This statement does not make it clear exactly what 
subject matter appellant attempted to interest the 
companies named in or whether their representatives 


examined the valves or the application. Since the 
testimony appears to state that the application was 
left with the Goodrich Company in the early part of 
1948, it would appear very doubtful that it was the 
present application which was filed in 1951 since it 
is certainly not the usual practice to delay nearly two 
years in filing an application for subject matter 
which is being offered for sale to others. It is also 
noted that three of the four manufacturers of “snap- 
in” valves referred to in the testimony (J.A. 55-57) 
were Dill Manufacturing Company, The Schrader 
Company, and Bridgeport Brass Company and no 
evidence was offered to show that appellant disclosed 
his valve structure to any of these companies. 
Appellant also urges (Brief, 30-32) that he solved 
a problem for which the industry sought a solution 
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for many years. However, the record does not show 
that the use of tubeless tires was delayed because of 
difficulty in providing a satisfactory valve structure. 
Widespread use of tubeless tires in new automobiles 
apparently began with the 1955 models (J.A. 54). 
Appellant’s own testimony (J.A. 42) indicates his 
willingness to make his valve construction known to 
major tire manufacturers in early 1948. If wide- 
spread use of tubeless tires was being delayed for 
want of appellant’s valve it is difficult to believe that 
the several more years delay until 1954 or 1955 
would have occurred. It seems apparent that the 
most serious problem in the way of increased use of 
tubeless tires was the obvious one of obtaining a satis- 
factory seal between the sidewalls of the tires them- 
selves and the rim. Appellant testified (J.A. 32, 35) 
that the sealing of the beads of the tires against the 
rims was defective in early tubeless tires and that he 
found it necessary to make rubber gaskets to seal 
these areas. Also, appellant’s expert witness found 
it necessary to refer (J.A. 58) to “the problems di- 
rectly involved with the tires, themselves,” in answer- 
ing a question directed to the problems arising in us- 
ing tubeless tires, “with particular emphasis on the 
type of inflating stem.” The Herzegh patent (J.A. 
Pl. Exhibit 3) is an example of a patent claiming an 
invention directed to the problem of obtaining a satis- 
factory seal between the sidewall edges or beads of a 
tubeless tire and the rim. The fact that appellant’s 
own application here in issue (J.A. 110-120) shows 
“an annular band of soft rubber” 15 which “may be 
inserted between the beaded edge of the tire casing 
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and the wheel rim” shows further recognition of the 
problem of obtaining a satisfactory seal at that loca- 
tion. 

No Error Is Indicated By the Statements By the Trial 

Court That Allowance of Claim 11 Would Put 
the Industry “Under Tribute” 

Appellant complains (Brief, 45-49) of the state- 
ments of the Trial Court during the trial (J.A. 81) 
and in the opinion (J.A. 104-105) relative to claim 11 
being so broad that its allowance would place the en- 
tire industry “under tribute.” On both occasions the 
Court indicated that the fact that the claim would 
cover valves used throughout the industry would not 
be a reason for denying the claim to appellant if he 
actually made an invention as broad as recited in the 
claim. In connection with the statement in the opin- 


ion, the Court further said (J.A. 105): 


“Naturally, there should be no hesitancy in 
granting him the monopoly even if this result 
would come about, if the Plaintiff actually made 
such a broad and far-reaching invention as he 
claims he did.” 

“On the other hand, careful scrutiny is indis- 
pensable to make certain that the public would 
not be paying for something that does not con- 
stitute as broad and basic an invention as the 
Plaintiff contends.” 


The District Court was indicating its recognition of 
the broad scope of the claim and, perhaps also, of the 
unassailable proposition that a court should not over- 
rule the Patent Office tribunals to grant a claim un- 
less it would upon the same record sustain such claim 
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if it were under attack in an infringement suit. 
This proposition is recognized in Battery Patents 
Corporation v. Coe, 68 App. D.C. 61, 68, 93 F. 2d 220, 
227. The majority opinion in that case, however, does 
not represent the present state of the law on the dif- 
ferent question of what must be shown to warrant 
reversal of the lower tribunals since later decisions, 
including Abbott et al. v. Coe, supra, hold, with the 
minority decision in said case, that the judgment of 
the lower tribunals will be disturbed only upon proof 
of clear and obvious error. 

Certainly, the use of the term “under tribute” 
during the trial and in the District Court’s opinion 
does not show error in the Findings of Fact (J.A. 
106-108) which alone serve as the District Court’s 
findings. Ohlinger v. United States, supra; Federal 
Trade Commission v. B.F. Goodrich Company, supra. 


Appellant’s Demonstration and Tests Do Not Indicate 
Any Error By the Trial Court 

The demonstration which the witness Buddenhagen 
made before the Trial Court and the ex parte experi- 
ments referred to in the testimony (J.A. 72-78, 81- 
82) do not indicate any error in the Trial Court’s 
holding that the worker of ordinary skill in the art 
would find it obvious to adapt the Eberhard structure 
to make a satisfactory “snap-in” type valve for tube- 
less tire installations. The demonstration and experi- 
ments did not involve any attempt to modify Eber- 
hard to make an airtight seal (J.A. 82) but merely 
involved placing a valve similar to Eberhard in a 
rim hole in which it fitted loosely. Appellant does not 
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appear to rely on these tests in his brief before. this 
Court. 


Claim 11 Is Also Unpatentable for Failure to Define 
Structurally Over Eberhard — 

The Board of Appeals additionally took the posi- 
tion (J.A. 124, 125) that claim 11 is unpatentable be- 
cause it contains no structural limitations which dis- 
tinguish over the construction of the Eberhard pat- 
ent even when such construction is unmodified. The 
District Court did not rule on this ground for refusal 
of claim 11. However, on appeal, if the ruling of the 
lower court is correct, the ruling should not be re- 
versed even if it is correct for a different reason than 
that stated by the lower court. McMahon v. Mat- 
thews, 48 App. D.C. 308; Levin v. Coe, 76 U.S. App. 
D.C. 347, 356; 1382 F. 2d 589, 598. If this Court 
should find this additional ground for refusal of 
claim 11 to be free from clear error, it could find the 
dismissal of the complaint by the Jers Court to 
be correct on this ground alone. 

In connection with this ground of eeisel the 
Board of Appeals pointed out that the claim reads 
on the unmodified Eberhard structure except for the 
words italicized in the claim as set forth below: 


“A valve structure insertable through an aper- 
ture provided in the side wall of a wheel rim 
for use in inflating a tubeless tire mounted there- 
on, comprising a tubular valve stem having a 
central air passage therethrough and a check 
valve therein, a rubber covering on said valve 
stem having a flanged base, annular abutment 
means disposed in spaced relation to said flanged 
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base, and an ankle portion formed in said rubber 
covering between said flanged base and said an- 
nular abutment means and adapted to fit into 
said wheel rim aperture, said flanged base and 
annular abutments means adapted to engage op- 
posite sides of the wheel rim tightly when said 
ankle portion is fitted into said aperture to form 
an airtight connection with said rim.” 
In other words, the unmodified Eberhard structure 
meets all the language of the preamble except that 
the reference structure is for use in inflating a tube 
type tire mounted on the rim instead of “for use in 
inflating a tubeless tire mounted” on the rim. The 
unmodified Eberhard construction meets all the sub- 
sequent limitations other than the expression “to form 
an airtight connection with said rim.” While appel- 
lant argues that the portion of the inner tube formed 
integral with the valve which lies against the inside 
of the rim 22 as shown in Figure 2 of Eberhard 
(J.A.,, Pl. Exhibit 2) cannot be regarded as the 
“flanged base” recited in claim 11, it seems obvious 
that this portion also serves as the base for the valve. 
This portion also cooperates with the wheel rim to 
secure the valve in position in the same manner re- 
cited in the claim. 

The decisions relied upon by the Board of Appeals 
on this point clearly support the view of the Board 
that the introductory phrase and unsupported func- 
tional limitation referred to in the claim should not 
be given any weight in determining patentability. 
Thus, in In re Dense, 33 C.C.P.A. 1171, 156 F. 2d 76, 
the Court of Customs and Patent Appeals held that 
the words “A floor mat” in a claim constituted merely 
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an introductory statement which “can be given no 
weight in determining the patentability of the claims.” 
The Court further held as follows: 


“* * *. In article claims, invention must be de- 

scribed i in terms of structure and not of intended 

use.”? 
In re Lamb, 32 C.C.P.A. 799, 146 F. od 277, is an- 
other decision in which it was expressly held that 
the designation of the device in the preamble and a 
statement of function in the body of a claim could 
not be relied upon for patentability. Other decisions 
holding that statements of alleged results cannot im- 
part patentability to a claim are In re Potts, 34 
C.C.P.A. 915, 159 F. 2d 873; Israel v. Cresswell, 35 
C.C.P.A. 890, 166 F. 2d 158. Many prior decisions 
of the Court of Customs and Patent Appeals on this 
point are discussed in Kropa v. Robie et al., 38 C.C. 
P.A. 858, 187 F. 2d 150. 

The case of Strader et al. v. Watson, 100 U.S. App. 
D.C. 289, 244 F. 2d 787, relied upon by appellant 
(Brief, 41), concedes that the holding therein is an 
exception to the general rule. The majority of the 
Court in that decision held in favor of patentability, 
reversing the District Court. However, the claims 
involved in that decision embodied distinctions over 
the reference such as do not exist here. Thus, certain 
claims included the structural limitation, not met in 
the reference, reading “* * * said treated surface 
material retaining substantially the original char- 
acter of the finished surface.” Other claims were 
found to define the depth of dye penetration so as to 
define over the reference structure. Certainly these 
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limitations amounted to more than statements of in- 
tended use or function such as are relied on with re- 
spect to claim 11 in the instant case. 


CONCLUSION 


It is submitted that, for the reasons indicated 
hereinabove, the conclusions reached by the tribunals 
of the Patent Office and the District Court, that the 
claim in suit is unpatentable to appellant over the 
patents identified in the decision of the Board of Ap- 
peals, are correct and have a reasonable basis in the 
record; and that under the standard of appellate 
review stated by this Court in Abbott e¢ al. v. Coe, 
supra, and Standard Oil Development Co. v. Marzall, 
supra, the judgment of the District Court should be 
affirmed. 


Respectfully submitted, 
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of filing bond for costs on appeal; c/m 5/20/59; 

MC 5/20/59 filed 
Order granting pltf. leave to deposit $250. 00 in cash in 
lieu of bond for costs on appeal (N) Holtzoff, J. 
Motion of pltf. to extend time for filing transcript of 
testimony c/s 6/3/59 filed 
Deposit $250. 00 cash in lieu of bond per order by 

M. D. Pillars 


DATE 
1959 (cont'd) 
June 3 


June 25 


3 
DOCKET ENTRIES (CONT'D) 
PROC EEDINGS 


Order extending appellant's time for filing the transcript 
of testimony to 7/6/59 (N) Holtzoff, J. 
Exhibits of Pltf. Nos. 1, 2, 3, 5, 6, 7, 8, 9, 10, 11, 

12, 13, 14, 15, 16, 18, 19, 20, 21, 22, 23, 24 and 

26 filed 

Trial Brief for plaintiff filed. 
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[Filed June 21, 1957] 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


EDWIN T.! WYMAN, 
319 Longwood Avenue, 
Boston, Massachusetts, 
Plaintiff, 
CIVIL ACTION 
NO. 1506-57 


Vv. 


ROBERT C. WATSON, 
Commissioner of Patents, 
Washington 25, D. C., 


Defendant 


eet at ee Ned ee Need eed Need Nee ee ee 


Civil Action for Issuance of a Patent 


COMPLAINT 


TO THE HONORABLE JUDGES OF THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA. 


Plaintiff herein for his complaint states: 


JURISDICTION 


1. This Action arises under Title 35, United States Code, 
Section 145 (66 Stat. 803) and the Act of July 19, 1952, c. 950, Section 5 
(66 Stat. 815). 


PARTIES 
2. Plaintiff, Edwin T. Wyman is a resident of the Township of 
Brookline, County of Norfolk, and Commonwealth of Massachusetts, is the 
applicant in patent application, Serial No. 141,503, filed in the United States 
Patent Office on January 31, 1950, and entitled "Tire Valve", and is the 


original and first inventor of the invention disclosed and claimed in said 
application. 

3. Defendant, Robert C. Watson, is the United States Commis- 
sioner of Patents and is officially a resident of Washington, in the District of 
Columbia, within the jurisdiction. of this Court. 


GROUNDS OF COMPLAINT 
4. On or about January 24, 1950, Edwin T. Wyman, the Plain- 
tiff herein, executed an application for United States Letters Patent for an 
invention made by him and entitled ''Tire Valve". 


5. On or about January 31, 1950, said Edwin T. Wyman duly 
made application in writing in the United States Patent Office for the grant 


of Letters Patent to him on his invention, which application was given serial 
number 141, 503. 


6. Said application Serial No. 141, 503 contains claims numbered 
1, 2, 3, 8, 9, 10, 11, 12, 13, and 14, inclusive, to which Plaintiff believes 
he is entitled. 


7. Said application Serial No. 141, 503 was examined by the 
Primary Examiner in charge thereof who, on May 31, 1955 made a final 
rejection and on December 9, 1955, made the following final action on the 
claims: . 
(A) Allowed Claims 3 and 12 to 14 inclusive. 
(B) Held Claims 1, 2 and 8 to 10 inclusive to be withdrawn 
from consideration pending allowance of generic claim, 
i.e., Claim 11. 
(C) Rejected Claim 11. 


8. On November 30, 1955, an appeal was duly taken on behalf of 
Plaintiff Edwin T. Wyman from said final rejection of Claim 11 to the Board 
of Appeals of the United States Patent Office and on April 25, 1957, said 
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Board of Appeals rendered its decision wherein it affirmed said final 
rejection of Claim 11. 


9. Plaintiff alleges that the decision of the Board of Appeals 
adjudging Plaintiff Edwin T. Wyman not entitled to Letters Patent for the 
invention recited in Claim 11 is erroneous and contrary to law. 


10. Plaintiff further alleges that no appeal has been taken by him 
to the United States Court of Customs and Patent Appeals from the refusal of 
the Commissioner of Patents to issue Letters Patent to Plaintiff Edwin T. 
Wyman and that, as provided in Patent Office Rule 304, the Complaint herein 
is filed within sixty (60) days of the date of the final decision of the Board of 
Appeals refusing to allow said Claim 11. 


11. Plaintiff makes profert of a certified copy of aforesaid 
application for Letters Patent, Serial No. 141,503, and all proceedings and 
papers in the file thereof, together with certified copies of the patents forming 


the basis for aforesaid decision of the Board of Appeals refusing to allow 


said Claim 11, and refusing to issue Letters Patent on the invention in said 
claim, said certified copies to be produced as and when this Honorable Court 
shall direct. 


WHEREFORE, Plaintiff prays this Honorable Court: 


1. To adjudge or decree that Plaintiff is entitled to receive 
Letters Patent on the invention claimed in Claim 11 of said application 
Serial No. 141,503, in due form of law as prescribed by the Statutes. 


2. For a judgment pursuant to Title 35, U. S. Code, Section 145 
(66 Stat. 803), authorizing the Commissioner of Patents to issue Letters 
Patent on the invention claimed in Claim 11 of said application Serial No. 
141,503, in due form of law and as prescribed by the Statutes. 


3. That Plaintiff has such other and further relief as the nature 
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of this case may admit or require and as may be just and equitable. 


EDWIN T. WYMAN 


By /s/ Miles D. Pillars 
Miles D. Pi s 
Attorney for Plaintiff 
National Press Building 
Washington 4, D. C. 
District 7-5161 


/s/ Jesse C. Bowyer 
/s/ Adolph C. Hugin 


Jesse C. Bowyer 
Adolph C. Hugin 
National Press Building 
Washington 4, D. C. 
District 7-5430 


Of Counsel 


[Filed August 14, 1957] 
ANSWER TO THE COMPLAINT 
To the Honorable the Judges of the United States District Court for the 
District of Columbia 

1. The defendant admits the allegations of paragraph 1 of the 
complaint. ‘ 

2. The defendant admits that plaintiff, Edwin T. Wyman, isa 
resident of the township of Brookline, County of Norfolk, and Commonwealth 


of Massachusetts. The defendant also admits that said plaintiff is the appli- 
cant in patent application, Serial No. 141,503, filed in the United States 
Patent Office on January 31, 1950, and entitled "Tire Valve". The defendant 
denies, however, that as to claim 11 of said application in issue in this 

civil action, said plaintiff is the original and first inventor of the invention 
disclosed and claimed in said application. 


3, 4, 5, 6, 7, 8. The defendant admits the allegations of 
paragraphs 3, 4, 5, 6, 7, and 8 of the complaint. 


9. The defendant denies the allegations of paragraph 9 of the 
complaint. 


10, 11.. The defendant admits the allegations of paragraphs 10 
and 11 of the complaint. 


FURTHER ANSWERING, the defendant asserts that the plaintiff 
is not entitled to a patent containing claim 11 of his application involved in 
this civil action for the reasons given and in view of the references cited in 
the Examiner's answer and the decision of the Board of Appeals in that 
application. Profert is hereby made-of the said answer, decision, and 


references. 


Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, U. S. Patent Office, 
Attorney for Defendant 


August 14, 1957 
I hereby certify that two copies of the foregoing ANSWER TO 


THE COMPLAINT were mailed today to the attorney for the plaintiff, 
Miles D. Pillars, National Press Bldg., Washington 4, D..C. 


/s/C. W. Moore 
Solicitor 
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EXCERPTS FROM TRANSCRIPT OF PROCEEDINGS 
* * *£ * * * *€ * 
The above-entitled cause came on for hearing before the HONORABLE 
ALEXANDER HOLTZOFF, United States District Judge, at 10:00 a. m. 
APPEARANCES: 


MILES D. PILLARS, Esq. , 
JESSE C. BOWYER, Esq. , 
Counsel for Plaintiff 


DAVID KREIDER, Esq. , 
U. S. Patent Office, 
Counsel for Defendant 


* * * * *€£ * * * 


EXHIBITS FOR IDENTIFICATION IN EVIDENCE 
PLAINTIFF'S: 


No. 1 -File Wrapper of Wyman 32 
Application 


No. 2 -Copy of Eberhard Patent 32 
No. 3 -Copy of Herzegh Patent 33 


No. 4 -Copy of Wyman Application 34 
No. 5 -Clamp-in valve 38 


No. 6 -Clamp-in valve installed in 39 
innertube 


No. 7 -Clamp-in valve with flat washers 39 
No. 8 -Clamp-in valve for round rim holes 39 


No. . 9 - Clamp-in valve for oval shaped rim 39 
_ holes 


No. 10 - Valve vulcanized in inner tube 39 
No. 11 - Plaintiff's pocket notebook 45 


No. 12 - Plaintiff's longhand notes and 45 
sketches 


No. 13 - Bill of sale from Baker Corporation 45 
to Dr. Wyman for car 


No. 14 - Specimen of Dr. Wyman's valve 45 


No. 15 - Auto wheel with Dr. Wyman's valve 47 
installed 
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EXHIBITS — FOR IDENTIFICATION IN EVIDENCE 
PLAINTIFF'S: 
No. 16 - Inflated innertube 


No. 17 -"'Schrader News, " Vol. 26, 
No. 1 


No. 18 - Snap-in valve manufactured 
by Dill Mfg. Co. 


No. 19 -Snap-in valve manufactured 
by Schrader Co. 


No. 20 -Snap-in valve manufactured 
by Bridgeport Brass Co. 


No. 21 -Snap-in valve manufactured 
by U. S. Rubber Co. 


No. 22 - Cross section of tube-type tire 

No. 23 - Cross section of tubeless-type tire 
No. 24 - Rubber covered valve 

No. 25 - Standard valve 167M 

No. 26 - Portfolio of 8 patents 


DEFENDANT'S: 


No. 1 - Patent Office Folder 
x c 3 * * * * * * * 


PROCEEDINGS 
THE CLERK: Wyman v. Watson. 
MR. PILLARS: May I address the Court? 
THE COURT: You may proceed. 
OPENING STATEMENT BY COUNSEL FOR PLAINTIFF 
MR. PILLARS: Your Honor, this action is a patent case, 
and the Court's jurisdiction is derived from Section 145, 35 United 
States Code. 
The subject matter of the action relates to a valve device 
for use on automobile wheels upon which tubeless tires are mounted. 
I have here a wheel rim which will indicate the character of the 
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subject matter, in that a valve is mounted here in the hole, which goes 
through the rim, and on the outside of this rim a tubeless tire is 
intended to be mounted. 


Only one claim is in issue in this action. 

The application was filed by the Plaintiff and disclosed two species 
of his invention. Claims have been allowed by the Patent Office to one 
of the species. The claim before this Court, that is, Claim 11, isa 
generic claim, and in the Patent Office, the remaining species awaits 
action after the determination of the patentability of this claim. 

THE COURT: Which claim was allowed, the generic claim? 

MR. PILLARS: No, a species. 

THE COURT: Oh, the generic claim was disallowed? 

MR. PILLARS: The Patent Office has a rule, unless a generic 
claim is found allowable, only one species can be claimed in an applica- 
tion. We have presented two species and the Patent Office have not 
found the generic claim to be allowable and, hence, it has been brought 
here. 

THE COURT: I see. 

MR. PILLARS: The Patent Office has rejected the generic 
claim, which is Claim 11, on two patents: One of them is a Herzegh 
patent, and the other one is an Eberhard patent. 

Testimony and evidence will show Plaintiff's structure is an 
improvement on Herzegh's patent. 

THE COURT: Just a moment before we proceed. Does Govern- 
ment counsel have the usual pamphlet that they present containing the 
prior art, and so on? 

MR. KREIDER: Yes. Iask that this be marked as Defendant's 
Exhibit No. 1, and passed up to the Court. 

THE COURT: Don't mark it in evidence. 

MR. KREIDER: For identification, Your Honor. 

THE COURT: Very well. 
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(Whereupon the Patent Office folder 
was marked Defendant's Exhibit No. 
1, for identification. ) 


THE COURT: You may proceed. 

The two patents are Eberhard and Herzegh? 

MR. PILLARS: That is right, sir. 

The testimony and evidence will be presented to show that 
it was difficulties that resulted from the use of the Herzegh patent 
which, in part, accounted for the improvement made by Dr. Wyman, 
and which is defined in Claim 11 before the Court. 

The Eberhard patent relates to -- 

THE COURT: I didn't quite follow you. What did you state 
was the contention as to the Herzegh patent ? 

MR. PILLARS: The Herzegh patent teaches an early form of 
valve structure which is placed in the rim upon which the tubeless 
tires are mounted. It had certain difficulties. 

THE COURT: I see. 

MR. PILLARS: Dr. Wyman's invention was, in part, made 
to overcome the difficulties of the Herzegh structure. 

THE COURT: I see. 

MR. PILLARS: The other patent which has been cited by the 
Patent Office is the Eberhard patent; and that relates to an innertube 
which has a valve stem mounted therein, the innertube to be placed 
within the casing or within a tire. In other words, it is not anticipated 
or contemplated by Eberhard that his structure has any bearing upon 
:.a valve for inflating tubeless tires. 

The Patent Office, in citing the Eberhard patent, apparently 


had some misgivings, and, hence, they stated that the introductory 
part of Claim 11 should be disregarded, and also, the functional 
statement appearing at the end of the claim should be disregarded; and 
if these parts of Claim 11 are disregarded, then they made the applica- 
tion of the Eberhard patent. 
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I have treated that as a matter of law, and in a trial brief which has 
been presented to the Court -- 

THE COURT: I have seen the trial brief. 

MR. PILLARS: -- I have argued that as a matter of law, that it is 
improper to disregard parts of the claim, part of the clauses of the claim 
which actually appear in the claim. 

Furthermore, the evidence and testimony will be presented to show 
that the Patent Office has placed an unrealistic meaning upon the words, 


“flanged base, " appearing in the claim in issue. 


We use the word "flanged" base; we define it in the specification. 

The word “flanged” base in the tire valve art has a well-defined meaning 
which we will bring out by evidence and testimony; and we feel that the mean- 
ing of that term excludes the meaning that the Patent Office -- the meaning 
that we place on that word excludes the meaning that the Patent Office has 
apparently placed on it. 

THE COURT: What is your meaning and what is the Patent Office's? 

MR. PILLARS: Yes. 

THE COURT: What is your meaning? 

MR. PILLARS: Our meaning, Your Honor, is that for at least 
fifty years -- 

THE COURT: Tell me what your meaning is. 

MR. PILLARS: We mean it is a little portion at the bottom of the 
valve which fits on the inside of the rim, which keeps the valve structure 
from pulling out when the nut is tightened. 

THE COURT: That is what you mean by the flanged base; is that it? 

MR. PILLARS: The flanged base. 

THE COURT: What does the Patent Office say it means? 

MR. PILLARS: The Patent Office, with respect to Eberhard, say 
that it means this tube. 

THE COURT: The flanged base? Well, the tube cannot be the flanged 
base; can it? 
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MR. PILLARS: That is what we say. 

THE COURT: Does the Patent Office say it is? 

MR. PILLARS: That is our understanding of what they say. 

THE COURT: Very well, you may proceed. 

I don't think Mr. Pillars had finished yet. 

MR. KREIDER: Iam sorry. 

THE COURT: Had you concluded your remarks? 

MR. PILLARS: I believe so. 

THE COURT: Oh, no. You haven't told me what the invention is. 
After all, that is what the case is about. I always want to know what the 
applicant for a patent or a patentee claims he invented. 

You know, unfortunately, the way most combination claims are drawn, 
and even the way specifications are drawn, you can read the specifications and 
you can read the claim and you don't know what forward step the inventor 
says he took. 

Now then, what is the invention? 

MR. PILLARS: The invention is defined technically under Patent Office 
language, in Claim 11. 

THE COURT: Oh, no, no. I want you to tell me. Not in Patent Office 
language, but tell me as one layman to another, as though you were explaining 
this toa layman. What did the man invent? 

MR. PILLARS: Prior to Dr. Wyman's entry into the field, prior to 
his invention, and for some fifty years before, it was conventional, standard 
practice in the tire industry to build a tire valve which comprised a metal 
stem which was threaded; on the bottom it had an enlargement, usually a 
flat and annular surface; and on the shank of that metal stem a washer was 

- placed, and to tighten the washer down onto the innertube, what is called a 
10 hex nut was provided. I will call it here the tightening nut. It is just 
a nut that rode up and down on the threads of the valve. When this was placed 
through the hole in the innertube, the top washer put down, the tightening nut 
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screwed down, if it was screwed tight enough, then air could be placed through 
a filling station air chuck in here, and the tube then would become inflated. 

This is the background. A few years ago, and before, I will say, sub- 
stantially the disappearance of this, the art in part went to the insertion of a 
vulcanized stem in the tube. 

THE COURT:. What do you mean by vulcanized stem? 

MR. PILLARS: Well, it was a stem of this character which instead 
of being clamped in like I have shown here, like this model, was actually 
vulcanized by heat and a bond made between the innertube = 

THE COURT: It became a part of the inner structure ? 

MR. PILLARS: That is right; it became a part. 

THE COURT: What was it made of? Was it made of metal? 

MR. PILLARS: No, no. It was difficult to bond metal to rubber. 

THE COURT:. That is what I thought. 

MR. PILLARS: Consequently, a sheathing of rubber was put over the 
outside -- 

THE COURT: A sheathing of rubber ? 

MR. PILLARS: A sheathing of rubber was placed over the outside 
of the valve. 

THE COURT: But the valve was made of metal? 

- MR. PILLARS: The valve was still made of metal. 

THE COURT: With a rubber sheath on top of it to make it possible 
to become attached to the innertube; is that it? 

MR. PILLARS: That is it, to bind, to vulcanize it. 

Now, of course, when the tubeless tire came along, they did away 
with the innertube. That is the theory of the tubeless tire. Consequently, 
there wasn't any tube. There is no tube in a tubeless tire. So the question 
then of inflation became somewhat different. It was necessary then to in some 
way get the air from the compressor into the inside of the casing or what I 
will call the tire; and, of course, since the tire fit directly upon the rim, 
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then the air chamber comprised the inside wall of the tubeless tire and the 
bottom of the rim. In other words, just the metal was down there. The seal, 
being upon the rim, around both sides of the tire, as a matter of fact -- 

THE COURT: There was nothing between the tire and the rim? 

Iam not familiar -- | 

MR. PILLARS: No. 

THE COURT: I drive with tubeless tires; have for years; but Iam 

not familiar with their structure. 

MR. PILLARS:. Well, this is just a standard rim that is used; and this 
is a cut section from a tubeless tire. 

THE COURT: That is put directly -- 

MR. PILLARS: The tubeless tire fits just like that (indicating). 

THE COURT: I see. 

MR. PILLARS: So that the air chamber that is inflated comprises 
the interior wall of the tubeless tire and the metal rim. 

THE COURT: Well now, what makes an airtight connection so that 
air cannot leak in and out, if the tire isn't all the way around -- is it -- 
according to the way you have shown it? 

MR. PILLARS: The tire is like that and goes clear around here 
(indicating). This is just a cut section out of it. 

THE COURT: I understand. 

MR. PILLARS: You mean‘down here (indicating) ? 

THE COURT: Yes. 

MR. PILLARS: Because this portion of the tire is called the bead. 
These are the beads of the tire and they sit on the inside of this tire rim; 
and technology was improved to the point where it was possible to make a seal 
between the outer portion of the bead and the inside of the: rim. 

THE COURT: So as to make it airtight. 

MR. PILLARS: Airtight. But the point I want to establish here is 
that there is no innertube in here. 
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THE COURT: Yes, of course. 

MR. PILLARS: Consequently, the type of valves which were known 
before could not be applied directly.. But they did select them, made a 
modification; and they took the old -- we will refer to this as a clamp-in, 
because the nut tightens down by screwing it, and it tightens the valve into 
the rim. 

Now, when the tubeless tires first came in, that was immediately 
thought of and that was immediately used. 

Here is one of the so-called old clamp-in valves here. This was at 
least fifty years old. They took it, and they put a couple of washers between 
it. Then, by placing it through the rim hole and putting the two washers 


there and screwing it down, they were able to get a tight. enough fit so that 
this tubeless tire could be inflated, without the benefit of the innertube. 
In other words, the valve structure was directly in the rim. The 


rim hole -- 

THE COURT: But what is the invention? What is the step forward 
that the Plaintiff claims he took? 

MR. PILLARS: Now, Plaintiff concluded and found and came to the con- 
clusion that this type of valve had certain difficulties which he sought to over- 

come; and what he came up with was a valve which looks like this 
(indicating). In fact, this is a model made like his first operative model. 

What he did here was sheathed the valve stem in rubber. What he did 
was provide a rubber base at the bottom. We call that a flange or a flanged 
base. 

A spaced distance from that flanged base, he provided what I will 
call an abutment. It has been called in the application an abutment. I has 
been called a bead. It might be called an annular enlargement. But it was 
spaced a distance from the bottom flange, so that a valley was created be- 
tween the abutment and the flanged base. 

Now, this valley was designed of such a size so that it could be fitted 
directly into the hole of a rim. 
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I use this rim because you can see the hole. The hole is shown here 
in its normal place. It is ina sidewall. And by putting this valve of his 
manufacture into this hole, and pulling it or pushing it, the rim would fit 
down into the valley or the depression, or might call it a groove of this 
valve, and a sufficient seal was made so that no tightening nuts were needed, 
no washers were needed, nothing was needed except the valve structure. 

That was his improvement. 

THE COURT: Specifically, what is the novel feature of the Plaintiff's 

valve? Wherein does the inventive element consist? 

MR. PILLARS: Well, I can best answer that by making a reference to 
our claim. 

THE COURT: No. You tell me. 

MR. PILLARS: Well -- 

THE COURT: In other words, what did the Plaintiff do? What advance 
did he make? 

MR. PILLARS: What advantage? 

THE COURT: What advance did he make? 

MR. PILLARS: Well -- 

THE COURT: You know, this claim is a combination claim. All 
combination claims say, a, b, c and d, for example. But every claim has 
an element that sometimes has been a carrying element or a carrying eoatute 
which indicates an advance over the prior art. 

Now, that is what I want to know. What is the carrying feature or 
element of this combination that represents the advance step made by the 
Plaintiff ? 

MR. PILLARS: Well -- 

THE COURT: You see, in order to determine whether an applicant 
for a patent has invented anything, it is best not to look at the claims until 
the last. The claim is merely a technical, legalistic way of setting out the 


monopoly. Although the patent law requires an inventor to point out what 
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he claims is patentable in his invention, actually, it is never done, 
because you can read the ordinary patent application from the first word to 
the last, and you wouldn't know what particular step forward the inventor 
took. 

Now, in the British type of claim, you can do that, because the British 
type of claim will say: Combination of A, B, C and D, characterized by so- 
and-so. . 


I have often wished that members of our patent Bar would adopt that 
practice, or that the Patent Office would insist on a strict compliance with 


- the statute. 


I have read this claim. Of course, I haven't read the specifications; 
but I can't tell from the claim just what is the novel step taken by this inventor. 

Now, what do you say it is? 

MR. PILLARS: Well, I can't point to a phrase which is something 


THE COURT: It doesn't have to be a phrase. Iam not asking you to 
point to words or language. Iam asking you to tell me what step forward 
did this man take. What advance did he make in the art? 

MR. PILLARS: Well, he provided a rubber flanged base. 

THE COURT: Very well. May I see that? 

MR. PILLARS: Yes. 

THE COURT: Just hand it to the Clerk. 

MR. PILLARS: He provided a rubber flanged base. 

THE COURT: Now, suppose you also hand up the valve immediately 


preceding, upon which this is said to be an improvement. 

That is the first valve used in the tubeless tire? 

MR. PILLARS: Yes. 

THE COURT: What improvement did the inventor make? 

MR. PILLARS: Well, he built into it a rubber bottom flange, or a 
flanged base, rubber, integral with it. Offset a spaced distance from that, 
he built into his valve the annular bead. 
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THE COURT: The annular what? 

MR. PILLARS: Bead or enlargement. The spaced annular bead or 
enlargement. 

THE COURT: You mean the round bead? 

MR. PILLARS: The round one that is. spaced on the bottom. 

THE COURT: That was on the old valve, too; wasn't it? 

MR. PILLARS: Well, it certainly wasn't fixed in a distance that has 
been used in his valve. 

THE COURT: No; it is fixed in a different distance. 

MR. PILLARS: It isn't an integral part of the structure. 

THE COURT: I see. 

MR. PILLARS: In other words, it can be disassembled and taken 
apart and lost, for example. 

THE COURT: In other words, the old valve was not a unitary structure 

and this one is? 

MR. PILLARS: This is a unitary structure; the old one was not. 

THE COURT: Very well, proceed. 

MR. PILLARS: Furthermore, this valve which Dr. Wyman produced 


was named and called by him a snap-in valve. Now, the reason it could be 


called that and was called that is that by putting the narrow or the top end 
from the inside in, that is, inside through this rim hole, starting in here and 
pushing it through like my finger is here, it would go past that first bead 
and then the rim would settle or become placed in the valley between the first 
bead and the bottom flange, and that snap-in action which resulted, or which 
was permitted, I should say, maybe. 

THE COURT: What is the action in the old valve? 

MR. PILLARS: There was no snap-in there. That was nothing more 
than -- 

THE COURT: How was that fitted in? 

MR. PILLARS: Pardon? 

THE COURT: How was that fitted into the rim? 
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. MR. PILLARS: The hex nut was taken off, all the washers -- the 
metal washer aml any rubber washers -- were removed; then the metal 
shank was placed through the rim; then on the outside of the rim, the rubber 
washers were placed back on, the metal washer was then placed back on, 
the tightening nut was then placed on, somebody with a wrench or plyers, 

or something tightened then the nut down to where allegedly or 
hopefully -- 

THE COURT: Let me see if I understand you correctly. The old 
valve had to be taken apart in order to insert it into the rim, whereas the 
new one could be inserted and snapped into position without having it taken 
apart and screwed back; is that it? 

MR. PILLARS: That is right. Nothing was taken apart. It was 
merely taken out of the box. 

THE COURT: Now, how is that accomplished? By putting the rubber 
sheathing around the valve, around the stem? 

MR. PILLARS: By placing the rubber covering on the stem, and 
configuring the rubber covering in the manner of the valve, namely, with 
the bottom flange and with the annular bead or abutment spaced a distance 


from the bottom flange, to produce a valley or a groove between the two. 


THE COURT: Well, then, the invention consists, does it, of plac- 
ing the rubber sheath around the valve, and conforming it to the shape of 
the valve? Is that correct? 

MR. PILLARS: On the inside. Ami on the outside, providing a 
base, an enlarged base, and spaced from that enlarged base an abutment, 
an annular abutment which produced a depression or annular groove be- 
tween the two.. And that groove fits into the hole in the tubeless tire rim, 

and the valve is inserted in place by virtue of its structure by this 
snap action. 

- THE COURT: Let's see. Is it correct to say that the invention 
consists of placing a rubber sheath around the tire valve with an enlarged 
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rubber base, thereby producing a groove that fits into the rim, and making it 
possible to insert the valve into the rim by a snap action, instead of having to 
take the valve apart, as was done in the prior art? 

MR. PILLARS: That is true, but there is one more element, and 
that is an annular abutment spaced fromthe bottom flange. That is necessary 
in order to produce that depression. 

THE COURT: Yes, but the point is a depression. 

MR. PILIARS: There.is a depression, that is right . 

THE COURT: Very well. 

MR. PILLARS: Your Honor, if I may, as long as we have gone this 
far, in addition to Dr. Wyman's early valve, I would like to show a specimen 
of a standard snap-in valve which is available in the market. 

THE COURT: This is the valve now actually used on my tire? 

MR. PILLARS: It is very possible. If it isn't that one, it is one 
almost like it. 


THE COURT: Very well. 

MR. PILLARS: That concludes my remarks unless I may make de- 
tailed reference to the claim. 

THE COURT: No, that is sufficient. 


Mr. Kreider. 
OPENING STATEMENT BY COUNSEL FOR DEFENDANT 

MR. KREIDER: May it please Your Honor, it is the position of the 
Defendant that Plaintiff's claim is unpatentable over the disclosures of the 
Eberhard and Herzegh patents, copies of which are in the Patent Office booklet 
before you. 

The Eberhard patent discloses an innertube -- that is Item A in the 
Patent Office booklet -- 

THE COURT: You might speak a little louder. 

MR. KREIDER: -- discloses an innertube which has a rubber-covered 
valve formed integrally therewith. ‘ Referring to the drawing of Eberhard, Item 
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A in the Patent Office booklet, Figure 2 shows a cross section through the 
rim and through the tire. The element 22 at the bottom of the drawing is the 
rim.. The valve designated 12 passes therethrough. And as will appear in -- 

THE COURT: Let me interrupt you.. Do the figures in the Eberhard 
patent represent a tubeless tire? 

MR. KREIDER: No, Your Honor, they represent an innertube. 

THE COURT: I thought so, because I noticed this was applied for 


in 1932. 

MR. KREIDER: Yes, that is correct. 

THE COURT: Tubeless tires were not in use at the time; were they? 

MR. KREIDER: I do not know for sure. They may have been used _ 
on certain particular installations. 

THE COURT: But not generally. 

MR. KREIDER: But not in general use. 

This is a valve formed integrally with the tube. But the important 
point is that that valve is secured to the rim; it is passed through a hole in 
the rim, and it is secured in the rim in the same manner that the Plaintiff's 
valve is secured. 

Now, I was referring to Figure 2. You will see that the rim comes 
into a smaller cross section than the rubber valve extending through it, 
and the portion of the tube just above the rim acts to pinch the rim between it 
and the projection on it. 


THE COURT: Now, where is the rubber sheathing? What number is -. 


that ? 

MR. KREIDER: The Item 12 in Figure 2 is the rubber sheathing 
on the metal valve, which is designated 17. That is covered with rubber. 

THE COURT: Now, does the specification of the Eberhard patent 
refer to No. 12 as being a rubber sheathing ? 

MR. KREIDER: Yes. That is disclosed. 

THE COURT: I notice that in the second column of the first page, 
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Line 9, 12 is called the valve stem. Is there any place in the speci- 
fication where it is stated that that is a rubber -- 

MR. KREIDER: Refer to Column 1, on the same page, Line 55, 
refers to “a flexible rubber valve stem 12. * 

THE COURT: Oh, yes. 

MR. KREIDER: I don't believe there is any issue with the Plaintiff 
on that point. But I referred to Figure 2 first because it shows a larger 
relationship to the tire. But actually, the forms of the Eberhard patent which 
are most pertinent to the issue here are the forms shown in Figures 3, 4 and 
5. 

Taking Figure 5, for example, there is -- the upper portion of the 
figure represents a section of the innertube inside the rim. The valve stem, 
which is designated 12c there passes through there, and it. has a rounded 
flange, 32, on the lower side of the rim. And the manner of mounting this is 
to push the valve stem from the inside of the rim through the rim, so that 
as soon as that.projection passes through the hole, it expands to its normal 
position and it secures the tube and valve in place. 

Now, this is true. This is disclosed for holding the innertube in 
place in the tire. This patent indicates that this seals against water and 
moisture. But they are not relying in this construction on that arrangement 
for the air seal, because they do have an innertube. And the valve stem is 

actually a part -- 

THE COURT: Is there a snap action to the Eberhard valve? That 
seems to be what the Plaintiff in this case claims is the novelty of his alleged 
invention. 

MR. KREIDER: Well, there is the same action, Your Honor, because 
the valve stem is pushed from the inside of the rim, just as in his case, so that 


the bead or rounded flange, 32, on Figure 5, pushes through the hole, and 


expands to a condition to hold it. 
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THE COURT: In other words, it would not be necessary to unscrew 
the Eberhard valve in order to insert it into the rim and then screw .it back? 

MR. KREIDER: No, Your Honor. It is installed in exactly the 
same manner. 

THE COURT: You have a unitary structure there that can be pushed 
in and snapped into position? 

MR. KREIDER: That is correct, Your Honor. 

I believe that the main argument of the Plaintiff is that this is integral 
with an innertube, so that this connection between the valve stem and the rim 
to hold the rim does not have to provide an air seal. An air seal is not neces- 
Sary in the Eberhard patent. 

THE COURT: Very well. 

MR. KREIDER: The other reference is the Herzegh patent. That 

relates to a large extent to the problem of sealing the beads of the 
tire to the sidewalls of the rim, to prevent escape of air at that point. 

THE COURT: Does the Herzegh patent refer to a tubeless tire? 

MR. KREIDER: It is a tubeless tire, Your Honor, and dealing with 


the problem of getting an airtight, watertight and moisture-proofed seal 


between the tire and the rim, so that air doesn't escape there. 

This is Item B of the Patent Office booklet. In Figure 3, there is 
shown the valve construction; the valve designated perhaps 16, 17 -- 13 is 
the stem. 

This is a valve of the type that counsel for Plaintiff has probably 
shown to you as what he called the old type of valve. 

THE COURT: The what type? 

MR. KREIDER: What he called the old type of valve. It involves 
the metal valve with the metal base, the push-through, and the nut threaded, 
screwed over it on the outside to hold it in place. 

Now, it is interesting to note that the Herzegh patent, in referring 
to the seal between the tire and the rim, on Page 1, Column 2, Line 29, 
refers to the need for making that seal tight against air, water, sand, or 
other substances. 
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THE COURT: What line is that? 

MR. KREIDER: That is Line 29 to 32, in Column 2. 

THE COURT: Line 21? 

MR. KREIDER: Twenty-nine to 33. 

THE COURT: Of Page 1? 

MR. KREIDER: Of Page 1. 

THE COURT: Column 2? 

MR. KREIDER: Column 2 of Herzegh. 

THE COURT: Oh, yes. 

MR. KREIDER: And also Column 3 of Herzegh, starting at Line 57, 
they also refer to the necessity of a seal against air, water, soil, and so 
forth. That is the seal between the bead of the tire and the rim they are 
speaking of, but it does indicate that both types of seals are related in the 
art, and boosts, perhaps, our position that with these two patents before him, 
a worker in the art would find it obvious to adapt the Eberhard type of seal 
to use in a tubeless tire by merely separating the stem from the tube. 

THE COURT: Well, what do you say the Herzegh patent teaches? 

MR. KREIDER: It teaches primarily the use of a seal between the 
rim and the valve in a tubeless tire. 

THE COURT: Well, the need of a seal, of course, is obvious. What 
is Herzegh's contribution to the art? 

MR. KREIDER Well, his contribution, I believe, related largely 
to the seal between the bead of the tire and the rim. A different ‘prohkem -- 

THE COURT: He had the valve of the old type which had to be un- 
screwed -- 

MR. KREIDER: Yes, he did, Your Honor. 

THE COURT: -- inserted, and screwed back. 

MR: KREIDER: He did, Your Honor. 

| ‘THE COURT: Very well. You contend it was not invention to take 
the Eberhard valve and use it for a tubeless tire. Is that the Government's 
point ? 
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MR. KREIDER: That is one of the positions, Your Honor. Because 
there is a seal; the word "seal" is used in Eberhard; but it is true that Eber- 
hard does not require an air seal, because he has an innertube. But to 
eliminate the innertube and to make that seal an air seal would be obvious 
to one skilled in the art. Certainly it would be obvious for one to try it 
and see if he couldn't get a good seal that way. 

Also, the Board of Appeals expressed their view that the claim is 
unpatentable over Eberhard alone. 

Item E is the Board of Appeals decision in the booklet, and the 

Claim appears at the bottom of the first page and the top of the second page. 
Their position is this: The only words in the first part of the claim that 
do not read in terms of the Eberhard patent are the words, "for use in in- 

flating a tubeless tire mounted thereon." ‘™Thereon, meaning 
the rim. 

And the other variation, just the last seven or eight words of the 
claim which recites the function, ‘to form an airtight connection with said 
rim." 

Everything else in that claim, in the Board's view, reads directly 
on the Eberhard patent. 

Now, they did make special mention of a recitation of a rubber 
covering on said valve stem having a flanged base; and it appears to be 
Plaintiff's position that flanged base is lacking in Eberhard. 

The Board's view there was, referring perhaps to the drawing of 
Eberhard, that the portion of the innertube surrounding the stem on the 
inside which performs the same function of gripping one side of the rim 
while the bead grips the other, that that constitutes a flanged base. That, 
too, is the viewof the Patent Office. 

THE COURT: Now, will you state that point again? 

MR. KREIDER: Referring to the drawing in Eberhard, it was the 
Office's view that the term, “flanged base, * which appears in the claim, 
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reads upon the portion of the innertube which is adjacent the inner end of the 
stem, and acts to hold the -- 

THE COURT: Th portion of what? The portion of the rim? 

MR. KREIDER: The portion of the innertube. 

THE COURT: Innertube? 

MR. KREIDER: Surrounding the opening in the rim, another larger 
area, a somewhat larger diameter. You might refer to Figure 5 and just cut 
off the -- 

THE COURT: The claim says: 

aN rubber covering on said valve stem having a flanged 
base..." 

MR. KREIDER: Yes, Your Honor. 

THE COURT: Just as a matter Of ordinary English, I would say the 
flanged base would be part of the valve stem and not some adjacent structure. 

MR. KREIDER: Well, Your Honor, you might look at it this way: 

If we actually took this valve of Herzegh, and cut a round section right around 
the valve, and cut it out from the innertube, of a diameter somewhat larger 
than the hole in the rim, we would have just exactly what the structure that 
the Plaintiff has. 

THE COURT: Of course, I know that grammer has become old 
fashioned, but I still believe in it; and I think grammatically, if you construe 
that phrase, “a rubber covering on said valve stem having a flanged base," 
it means that the flanged base is part of the valve stem. 

MR. KREIDER: Your Honor, the same objection arises if you apply 

it to the Plaintiff's disclosure, if I understand you correctly. The 
same objection to the language, because we would have exactly the same 
structure as Plaintiff, if we cut that section of the tube out around the base. 

THE COURT: Of course, I don't like to. see people's rights disposed 
of -- and I mean no disrespect to anybody -- asa result of casuistical play 


29 


on words. People’s rights ought to be disposed of, so far as patents are 
concerned, on the basis of, did he really invent something. 

MR. KREIDER: The Office takes the position he did not invent 
anything. 

THE COURT: That is different. 

MR. KREIDER: But it is also true that he is under an obligation 
to define it in a manner so the public will know. 

THE COURT: There is no question about that. Iam not reflecting 
on anyone, but so far as Iam concerned, I always try to dispose of cases 
not on.technical phraseology of a patent application or a pleading, or what- 
ever paper is before the Court, but rather on the real merits. 

MR. KREIDER: That, Your Honor, is the reason I went somewhat 
more fully into the combination reasoning than the Board of Appeals did in 
their decision. 

There is one other point I would like to mention. I appears from 

Plaintiff's trial brief that he is planning to introduce evidence of 
what he calls commercial success. 


Now, aside from the point that commercial success is only significant 
in case of doubt, and it cannot create that doubt in the first place, there is the 
other point that in order for evidence of commercial success to be of any 


value, it must be shown clearly that it is attributable to the subject matter 
specifically set forth in the claim in question. 

In other words, if the devices which are shown to have been sold 
or to be on the market include some other features, that may well have 
been the reason for their success, then that is no evidence of commercial 
success as far as this claim is concerned. It must be shown that the dif- 
ference between this claim and the prior art is what brought about the 
success. 

In respect to that, I refer to the Foxboro Company v. Taylor 
Instrument Companies, a decision of Judge Hand, reported at 157 F. 2d, 


Page 226. 
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I have other decisions on the point, but I believe that will give you 
the idea briefly. | 

THE COURT: What is the specific point for which you are citing 
these cases? 

MR. KREIDER: Iam citing this case on the point that merely 

32 showing that something is on the market on which this claim reads 

is no indication of commercial success that was due to the invention set forth 
or the alleged invention set forth in this claim. 

THE COURT: I think that is elementary. I don't think you need 
authority for that. After all, commercial success, I think, is very im- 
portant in a close or doubtful case. 

MR. KREIDER: Yes, Your Honor. 

THE COURT: But not otherwise. 

MR. KREIDER: Thank you, sir. 

THE COURT: You may proceed. 


MR. PILLARS: I would like to offer in evidence as Plaintiff's 
Exhibit 1, certified copy of the file wrapper and contents of Dr. Edwin 
T. Wyman's patent application, Serial No. 141,503, filed in the Patent 
Office on January 31, 1950. 


(Whereupon file wrapper of the 
Wyman patent application was 
marked Plaintiff's Exhibit No. 1, 
and received in evidence. ) 


MR. PILLARS: I would like to offer as Plaintiff's Exhibit 2,a 
printed copy of Eberhard Patent 2, 049, 252, which was issued on July 


28, 1936. 
(Whereupon printed copy of the 
Eberhard patent was marked 


Plaintiff's Exhibit No. 2, and 
received in evidence. ) 


MR. PILLARS: As Plaintiff's Exhibit No. 3, I would like to offer 
a printed copy of Herzegh Patent 2,587,470, which was issued on February 
26, 1952. 
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(Whereupon printed copy of the 
Herzegh patent was marked 
Plaintiff's Exhibit No, 3, and 
received in evidence. ) 


MR. PILLARS: I would like to call as my first witness Dr. Edwin 

T. Wyman, of Massachusetts. 

*¥ * * * * *&* *€£ *& * 

EDWIN T. WYMAN 
was called as a witness in his own behalf and, having been first duly sworn, 
was examined and testified as follows: 
DIRECT EXAMINATION 
BY MR. PILLARS: 

* * * * *&€* *£ * K& * 

Q. Dr. Wyman, will you please state your name, your residence, 
and your occupation? A. -Edwin..T. Wyman, 1110 Beacon Street -- 

THE COURT: Well, now, Dr. Wyman, you are ina big courtroom. 
You will have to speak a little more distinctly and louder. 

THE WITNESS: Edwin T. Wyman, 1110 Beacon Street, Brookline, 
Massachusetts. Occupation -- I ama physician. 

THE COURT: Physician? 

THE WITNESS: Physician. 

BY MR. PILLARS: 

Q. Doctor, will you briefly state your education and professional 
background? A. After graduating from Tufts College Medical School in 
Boston, in 1911, I had internship at Cambridge Hospital, Cambridge, Massachu- 
setts, service at the Children's Hospital in Boston, surgical, medical and 
orthopedic services. Following that, I joined the staff of the Children's Hospital 
and practiced. pedidtrics in Boston since that time. I taught pediatrics at the 
Harvard Medical School until the age of retirement; and am now physician 
emeritus at the Children's Hospital. Iam on the staff of the Beth Israel 
Hospital, and consultant at the Wellesley Hospital, Milton Hospital, anda 
number of hospitals situated in and about Boston. 
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I belong to the American Pediatric Society, the New England Pediatric 
Society, and the American Medical Association. : 

THE COURT: Well, Iassume that the activity which resulted in this 
application was an avocation rather than a vocation of yours; is that it? 

THE WITNESS: It is a hobby, a diversion, and a relaxation; and I 
don't think I will die of heart disease. Many doctors have heart disease because 
they have no diversions. 

x * * * * *&€©* *€* *& * 

BY MR. PILLARS: 

Q. Dr. Wyman, you have testified with respect to the structure of 
the prior art clamp-in type of valves. 

Now I wish you to make a statement with respect to any difficulties 
which you have noted with respect to their use. A. The last clamp-in valve 
stem I showed, Exhibit -- what exhibit was that, the one before the last one? 

MR. PILLARS: Your Honor, I believe the witness is making reference 
to Plaintiff's Exhibit 5, a clamp-in valve, all metal clamp-in type valve. 

THE COURT: You may proceed. 

THE WITNESS: This valve had disadvantages in that it was composed 
of seven different parts. The parts had to be assembled in the right order; 
and if one part was put in wrong side up, why, it resulted in leakage. The 
tightening nut had to be tightened at the right tension. IE it was tightened too 
hard, the rubber would deteriorate and would lead. If it wasn't tightened enough, 
leakage would take place anyway. 

And this valve was heavy. I made the wheel out of balance. 

I felt that something could be done to improve it. In fact, as soon as 


the tubeless tire came into being, in '47-48, my safety innertires were out; 


and I devoted my attention to tubeless tires. 

I bought some of the first tubeless tires from Goodrich, and ran them, 
and found that their sealing of the beads against the rims, between the bead 
and the side of the wheel, was defective. The tires weren't very good, and the 
valve could be improved. 
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And then I had another idea of making a safety innertire, and these 

patents were put in, and I have had issued to me since 1950 two patents on 
- Safety innertires which are really good. . And a valve patent for inflating two 
air spaces, that is, the innertire and the outer space through a single valve 
stem. 

BY MR. PILLARS: 

Q. Dr. Wyman -- A. But what we are considering now is the valve 
stem that I developed. : 

. Q. After you ascertained the difficulties with the clamp-in type of 
valve stem, what did you do? A. Well, Idevised a new type of valve stem, 
what I call a snap-in valve stem, and made a diagram of the way I thought 
this valve should be made on January 24, 1948. That is Exhibit No. 12. 

THE COURT: May I have that, please. 

THE WITNESS: That June, I bought a new Ford car to try out these new 
ideas in tubeless tires and valves, and bought three extra wheels to try them 
out during my vacation. I have a summer home in Bowerbank, Maine, and I 
spend the month of August there every year and as many weekends as I can . 
during the year; and there I have a shop in the barn where I do a lot of tinkering. 

Shall I go on to the valve? 

MR. PILLARS: Yes, continue. 

THE WITNESS: And so, there, I constructed this valve. In this note- 
book, you will see -- Exhibit No. 11 -- the last page has some diagrams I 
made before I started on my vacation, to buy Vultex, and things to make this 
new valve. 

BY MR. PILLARS: 


Q.- Doctor, can you give the date, or the approximate date that 
you did this? A. During July and August. 

Q. Of what year? A. Of '48. Of the year '48. Idid most of my -- 
I have a lathe there in Maine. . Though I had a shop in my home in Brookline, 
I did most of my inventive work during my vacation, as a diversion. 


Shall I go on with the valve? 

Q. Yes. Will you tell the Court what you did? A. So I took a valve 
stem, which you will see in 14, Exhibit 14. That isa snap-in valve stem 
adapted to be inserted in an aperture provided in the side wall of a wheel rim. 
When it is pushed through, the annular bead is on the outside of the rim. I 
want to describe -- 

THE COURT: You mean the groove -- 

THE WITNESS: The annular bead. 

THE COURT: You mean the bottom part is outside of the rim? 

THE WITNESS: No, that is inside. I is pushed through from the 
inside. 

THE COURT: Would you put some papers or blotters there so as not 
to scratch the table. Put it over here. | 

THE WITNESS: I would like to describe the valve stem. 

THE COURT: The wide bottom part of the valve is on the outside of 
the rim? 

THE WITNESS: It is on the inside of the rim. 

THE COURT: On the inside of the rim. Yes, that is right. 

THE WITNESS: This structure consists of a tubular valve stem. 

In the end of the tubular valve, there is a check valve under that cap. This 
valve is covered with molded rubber, the base of which is heavy and flanged. 
Has a heavy flanged base. 

In space relationship to that is an annular abutment. Now, between 
the annular abutment and the flanged base is an ankle portion or groove. 

THE COURT: Now, the abutment that you refer to is the abutment 
that is inside the rim? 

THE WITNESS: On the other side. 

THE COURT: Oh, yes. 

THE WITNESS: It is pushed through. When that is inserted, it is 
inserted with force, and the annular abutment goes through the hole, and the 
ankle portion or groove between the annular abutment and the flanged base fits 


tightly into the rim hole -- 

THE COURT: Well, now -- 

THE WITNESS: -- and there is no leakage. 

THE COURT: What name do you attach to the lower part of the valve 
that fits inside? 

THE WITNESS: Using the soft rubber I used, it had to be as thick 
as that to hold it properly. 

THE COURT: Very well. 

THE WITNESS: A thin rubber wouldn't hold. 

BY MR. PILLARS: 

Q. The Court asked what name you attached to the portion inside of 
the rim when the valve was installed through the rim hole? The name, he is 
asking for. A. The annular abutment is pushed through and snapped through -- 

Q. That is the portion on the outside. The Court has asked what 
you call the portion on the inside. A. On the inside is the flanged base. 

THE COURT: The flanged base. 

THE WITNESS: The flanged base. 

THE COURT: And it is made of rubber ? 

THE WITNESS: And that is a necessary part. 

THE COURT: That is made of rubber ? 

THE WITNESS: That is made of rubber. 

BY MR. PILLARS: 

Q. Doctor, can you describe how you tested your valves concerning 

which you have just testified? A. I had all kinds of -- 

THE COURT: You may keep your seat, if you wish, Doctor. 

THE WITNESS: I had all kinds of tubeless tires. The tubeless 
tires manufactured then were not satisfactory. And I made rubber gaskets 
of different kinds to put between the bead of the tire and the wheel rim, which 


would work very well with ordinary tires. 
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I used this snap-in valve over -- I kept track of it over thousands of 
miles and they remained in the tire, in the rim. When this snap-in valve is 
installed in the tire, it is in there for keeps. You can't get it out. You have 


to cut it to get it out. 

And so my original valves I used in the tires were sold with the car, 
with tubeless tires. 

BY MR. PILLARS: 

Q. - What name did you use in describing your valve? A. I described it 
as a @nap-in valve; and you will find that in my original application. 


Q. Can you identify where in the original application? A. k is on 
Page 1, Line 27. 

THE COURT: Page 1, Line 27 of the application? 

MR. PILLARS: Of the application. 

THE WITNESS: Yes, yes. 

BY MR. PILLARS: 

Q. To your knowledge, was this term “snap-in" applied to any valves 
prior to your use of the term? A. No, it was not. And to my knowledge, there 
was no valve made like this valve prior to my making these valves. 

Q. Can you just briefly recapitulate and describe your valve? A. The 
same as I said before, this valve is a snap-in valve structure. Insertable in an 
aperture in the side wall of a wheel rim to inflate a tubeless tire that is mounted 
on this rim. 

It consists of a tubular valve stem, with a central passage throughout, 
with a check valve in one end. This valve is covered with molded rubber, with 
a firm, strong flanged base. 

In space relationship to this flanged base is an annular abutment, and 
between the annular abutment and the flanged bases is an ankle portion or groove, 
which, when the valve is snapped into the rim for keeps, the annular abutment 
is pulled through, is snapped through the rim, and the ankle portion or groove 
occupies the hole in the side wall of the rim. 


37 


Q. Ihand you herewith a copy of Plaintiff's Exhibit No. 3, the Herzegh 
patent, and I ask that you describe the disclosure therein, particularly with 
respect to the valve structure and the valve structure inthe rim. A. This 
patent is almost entirely about tubeless tires and the manufacture of the tube- 
less tire. 

THE COURT: I don't understand that the Patent Office claims that the 
Herzegh patent is an anticipation. What they really claim -- although they don't 
use the word -- is that the Eberhard patent is an anticipation. Isn't that it? 

MR. KREIDER: We claim the combination of Eberhard and Herzegh, and 
Eberhard alone, but not Herzegh alone. 

THE COURT: Do you claim the Eberhard patent is an anticipation? 

MR. KREIDER: One of the grounds of the rejection of the Board of 
Appeals is that the claim is anticipated by Eberhard alone. 

The other rejection is a combination. 

THE COURT: The answer to my question is, yes, you do claim the 
Eberhard patent is an anticipation. 

MR. KREIDER: Not that it anticipates, itself. Merely that it suggests 
the modification. 

Oh, yes, Eberhard, you are speaking of. We do claim Eberhard is an 
anticipation. 

THE COURT: You may proceed. 

MR. PILLARS: I would like to have the witness testify with respect to 

Herzegh's teaching of the valve and the mounting of the valve in the rim. 

THE WITNESS: This Herzegh patent, that is, Exhibit No. 3, shows in 
Figure 3, a tubeless tire, the bead in the rim of a tubeless tire, and below a 
clamp-in valve, the same as I have shown you in the other exhibits. 

THE COURT: Isn't Herzegh, Mr. Pillars, substantially what has been 
called here the valve of the old type? 

THE WITNESS: That is right, clamp-in valve. 

MR. PILLARS: That is right, sir, the clamp-in valve. 
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THE COURT: The clamp-in valve. 
THE WITNESS: The only mention he makes of this valve in this patent 
-- no claims, nothing, except this picture, and I would like to read what they 
say. 
‘Inasmuch as the tire of the invention is suitable for use 
without an inner tube; an inflating valve may be mounted directly 
in the rim and sealed thereto as by resilient washers clamped 
against the rim between the flange of the valve stem and a mount- 
ing nut. The valve then permits inflation of the space directly 
between the tire and the rim." 
It is an old type valve, and my valve is lighter, is quickly applied, cheaper 
to make, and can be put in in a jiffy, where it takes minutes to put this in. 
57 THE COURT: Mr. Pillars, now am I right in inferring that Plaintiff's 
Exhibit 7 is substantially the Herzegh valve? 
MR. PILLARS: Substantially, sir. 
THE COURT: I mean, substantially. 
MR. PILLARS: But I believe Plaintiff's Exhibit 8 is possibly a little 
closer to the Herzegh valve. 
_ THE COURT: There isn't too much difference between 7 and 8. 
MR. PILLARS: Just a matter of difference in the shape of washers. 
THE COURT: Old fashioned, old type clamp-in valves used for tubeless 
_ tires. 
MR. PILLARS: Originally used for innertubes; then used later for tube- 
less tires. 
BY MR. PILLARS: 
Q. Dr. Wyman, does the Herzegh patent show a valve having a flange? 
A. It shows a valve having a metal flange, under which jis a resilient washer 
to make it tight. 


Q. Will you identify the flange of the Herzegh patent by reference to the 


number applied thereon? A. No. 16. 
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Q. Does the Herzegh patent show a snap-in valve? A. It does not. 


It has to be put in very carefully and a time-consuming process. Asa matter 


of fact, the only reason we have tubeless tires today is because we have a 
snap-in valve. I can say that truthfully. The time required for putting in 
those valves on the assembly line would take so much time, the cost would 
be excessive. 

Now all they have to do is snap this thing in with a tool. It is in for 
keeps. It is really made an accessory to the rim. Almost an integral part 
of the rim, and remains there the life of the automobile wheel. 

Q. Ihand you here a copy of Plaintiff's Exhibit 2, the Eberhard patent, 
and ask you that you describe briefly what is disclosed therein. A. This 
patent has nothing to do with my patent. It is a flexible valve stem vulcanized 
to an innertube. Its purpose is to keep out sand and water from going in 
under atmospheric pressure. The only seal it would have would be from the 
air inside the innertube. Figure 1 and Figure 2 show the valve with a small 
groove, so that when the valve is pushed through, it won't fall out. 

If you have had any experience with innertubes, the old innertube, you 
put them in, before you blow them up, and they would fall out. Then you would 
have to have a chain to get them up again. 

THE COURT: Mr. Pillars, does Exhibit 10 substantially represent 
the Eberhard structure ? 

MR. PILLARS: No, sir. I have not introduced that one yet. That 
will be the next. 

THE COURT: Iunderstand. What is your contention. 

MR. PILLARS: Well, it is merely a vulcanized-in-place valve stem. 
It does not have the Eberhard structure. 

THE WITNESS: It has air vents around it, which is unnecessary. 

THE COURT: You may take this. 

THE WITNESS: So this valve stem was held in slightly, but in the 
event of a puncture or a flat tire, the valve would fall out, so there would 
be no damage to the innertube. 
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No. 3 , in addition to this groove, has a little lip, or a bead above there. 
They refer to that as a flange. My flange is on the other side of the rim. 
Where this is just a bead around the circumference of the body of the valve. 

Now, No. 4 is practically the same as No. 3, except that it -- it is 
practically the same. 

No. 5 has the little bead above, and no groove. 

No. 6 has a ferrule around the tip, a little metal ferrule around the 
top. But they are all valves that help in holding the valve stem in when the 
tire is being mounted. Only they are held in with inflation of the air from 
inside the tube. There is no base, no base at all except the tube. And with- 
out a good, firm base, as I have shown you, why, the snap-in valve cannot 

be made. 

THE COURT: Now, would you say the Eberhard structure is a snap-in 
type of valve, or a valve of the snap-in type? 

THE WITNESS: I wouldn't say so. He has just a little bead there. It 
doesn't really snap in. It pushes through. 

THE COURT: Well, isn't it a fact that his valve can be inserted into 
the innertube without having to be taken apart and screwed back? 

THE WITNESS: That is true, yes. 

THE COURT: In that sense, it is a snap-in? 

THE WITNESS: In that sense. But it is used for entirely different 
purpose and use; and there is no question about that. It has never been 
used, infact. It was never used. It is not practical because there are no 
air vents in it. 

BY MR. PILLARS: 

Q. Does the Eberhard patent show structure which is intended to seal 
air? A. It doesnot. It does not. In fact, if it did seal air, it couldn't 
be used at all, because the air would all be trapped between the tube and the 


inner casing of the tire, which would cause deterioration of the tire. 
* * * *£ * * * * * 


BY MR. PILLARS: 

Q. Can you find any disclosure or teaching in the Herzegh patent 
that the disclosure thereof or any part of it could be combined with the 
Eberhard patent to produce any type of structure? A. I do not. 

THE COURT: I don't think, as I understand it, that the Government 
claims that there is. The Government's contention is that it is not an 
inventive step to make the combination, isn't that it, or the substitution? 

MR. KREIDER: Yes, Your Honor. 

THE COURT: Very well. 

MR. PILLARS: Well, I was trying to bring out here that the patentees, 
or the people who produced these inventions -- 

THE COURT: I understand. You may proceed, Mr. Pillars. 

BY MR. PILLARS: 

Q. Can you find any disclosure in the Eberhard patent, that is, 
Plaintiff's Exhibit 2, which would Suggest to you or teach to you that an 
operative valve structure could be made by combining any parts thereof 
with the Herzegh teaching? A. No, I would say not. My valve is an entirely 
different structure, used for a different purpose than the Eberhard valve. 

Q. Referring to Plaintiff's Exhibit 2 and Plaintiff's Exhibit 16, will 


you describe with respect to the air inflation valve the use of a flange or 
the presence of a flange if you can find it? A. Well, there is no flange 
here. This is just a soft rubber tube here. There is nothing to give the 


valve stability. Nothing whatever. 

Is that enough? That is all I can say. 

Q. Referring to Plaintiff's Exhibit 1 -- 

MR. PILLARS: Iam wondering, Your Honor, if I might present that 
to the witness. 

BY MR. PILLARS: 

Q. -- Page 3, Lines 22, et seq. of the application, have you used 
therein the word "flange" in a description of your invention; and if so, would 
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you describe to the Court the meaning you gave to the term? A. The term 
here -- 
"The base portion of the rubber covering is provided with 
- an enlarged annular bead 35 molded into the rubber covering 

toward the lower end of the valve stem, and a second enlarged 

flange or disk 37 is spaced apart from the annular bead 35 by 

the ankle portion 36." 

THE COURT: I might say, it is perfectly clear to the Court that the 
flanged base of the Plaintiff's device is the base of.the Plaintiff's structure. 

MR. PILLARS: That is right. 

THE WITNESS: That is right. 

MR. PILLARS: That is right, Your Honor. And I have emphasized it 
here. 

THE COURT: I understand. 

BY MR. PILLARS: 

Q. Dr. Wyman, did you take steps to acquaint commercial tire and 
valve manufacturers with the structure of your snap-in valve? A. My applica- 
tion was filed in January. 

65 THE COURT: Well, the file wrapper speaks for itself, you know. 

MR. PILLARS: Well, Iam asking him if he has conveyed this to 
commercial manufacturers. 

THE COURT: Oh, I see. 

THE WITNESS: In the early part of 1948, I took this valve stem out to 
Akron to the Goodrich Company, and tried to interest them, and left the 
patent application with them. 

Ialso sent it to Firestone, Goodyear, and United States Rubber Company. 
And I used the valves until they used up, and that is as far as I could go, be- 
cause I could get no patent. 

MR. PILLARS: You may cross examine. 

MR. KREIDER: I would like to see Exhibits 15 and 16. 
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And now Exhibit 14 is what I would like to see. 
I asked the Clerk if I may take a look at Exhibit 14, which I believe is 


on Your Honor's desk. 
CROSS EXAMINATION 


BY MR. KREIDER: 

Q. I believe Exhibit 14 is provided as a model of your device? A. 
That is right. 

Q. Would you tell me how the thickness of it compares to the thickness 
of the base in the drawing of your application? 

THE COURT: What was your question? Speak up, Mr. Kreider. 

MR. KREIDER: Iam sorry, Your Honor. 

BY MR. KREIDER: 

Q. Refer to the thickness of the base there. A. I think it is a little 
thicker, but I tried -- 

THE COURT: Just a moment. Would you repeat your question? 

BY MR. KREIDER: ‘: 

Q. I would like you to compare the thickness of the base on that exhibit 
with the thickness of the base shown in your application drawings. A. If the 


rubber was used the thickness that I showed in my drawing, it would have to 


be a firmer rubber. I tried thinner bases, but using this soft latex rubber 
that I did, I had to have a fairly thick base to give the stability. 

Q. Then you agree it is considerably thicker than the thickness shown 
in your application drawing, the thickness of the model? A. I say in my 
application, a firm flanged base. 

Q. . That is also true, I believe, of the model? A. It is the same thing. 

Q. In Exhibit 15, the wheel? A. That is right. It simply shows the 
importance of a firm, stable flanged base for a snap-in valve. 

THE COURT: Mr. Kreider, is there anything about thickness in the 
application or are you referring to the drawing? 

MR. KREIDER: No, there is not, Your Honor. 

THE COURT: You are only referring to the drawing? 

MR. KREIDER: I am referring to the drawing. 
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THE COURT: Isn't that a matter of draftsman's choice? 

MR. KREIDER: Iam not going to refer to the application. 

THE COURT: I beg your pardon? 

MR. KREIDER: I have a question relating to the application. 

BY MR. KREIDER: 

Q. Does your application disclose those characteristics of the base 
that you speak of that are necessary if you should use a base as thin as is 
shown there? A. I can't say that. It does speak of a flanged base. I think 
that is good enough. 

Q. Allright. Now, I understand that Exhibit 16 is said to represent 
the structure of the Eberhard patent. A. Ik has a groove, that is all. 

Q. Which figure of the Eberhard patent? A. That is Figure 1, 1 and 2. 

Q. It does not represent Figures 3, 4 or 5 constructions? A. Figures 
3, 4 and 5 had a little bead of rubber above. 

Q. They are different from that? A. A little different from this. 

Q. lIask, because they are the figures relied upon by the Patent Office, 


and not Figures 1 and 2. a 
THE COURT: You say that this exhibit represents the structure of 
Figures 1 and 2 of the Eberhard patent ? 


THE WITNESS: That is right. They speak of a little flange above there. 

THE COURT: Mr. Kreider, does the Government concede that Plain- 
tiffs Exhibit 16 is a correct representation of the Eberhard structure? 

MR. KREIDER: No, Your Honor. It appears that it represents a 
show ing of Figures 1 and 2. 

THE COURT: Yes. 

MR. KREIDER: That modification. But that is not the form that the 
Office relied on. 

THE COURT: Well now, which form does the Office rely on? 

MR. KREIDER: The Office relies on the forms of Figures 3, 4 and 5. 
You see, in Figure 1, there is just a groove. In Figure 2 is just another 
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representation of Figure 1. They are shown in more detail and they are 
easier to refer to, to get the general picture. 

THE WITNESS: Figure 3 -- pardon me -- has the groove and a little 

flange above. The Figure 4 has no groove, but a little flange above. 

THE COURT: I want to get the position of the Patent Office. 

What is the distinction between 3 and 4 on one hand and 1 and 2 on the 
other, according to the Patent Office contention? 

MR. KREIDER: Well, Your Honor, the structure calls for “an 
annular abutment means disposed in space relation to said flanged base. " 

The Office relies on Figures 3, 4 and 5 as showing a structure more 
nearly like that of applicant. 

THE COURT: I understand. What is the difference between 3, 4 and 
5 on the one hand, and 1 and 2; do you know? 

MR. KREIDER: One and 2 show just a groove, in which the rim is 
slipped ~- which is slipped into the rim. 

THE COURT: What does 3, 4 and 5 show? 

MR. KREIDER: Three shows projecting tabs designated 30, which 
are spaced from the base or the innertube. 

THE COURT: Three, 4 and 5 shows what? 

MR. KREIDER: Figure 3 shows tabs 30, which project outwardly 
from the normal surface of the stem to form an abutment. 

But the one that is best of all, and most nearly like the applicant's 

appears to be Figure 5. In Figure 5 there is a rounded flange 32, 
and the space in which the wheel rim falls is between that flange or bead 
~~ we might call it, to eliminate the word "flange" here -- and the base or 
the innertube. It is between there that the rim is being gripped. 

THE COURT: Yes, but Iam asking you -- I still don't understand 
-- what is the difference between the two Eberhard structures? Can't you 


tell me simply what is the difference between the two Eberhard structures ? 


MR. KREIDER: Figure 1 relies on a groove to provide the area of 
lesser diameter in which the rim is to fit in the installation. 
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Figures 3, 4 and 5 use projections of a different sort, beads, circular 
beads projecting outwardly from the stem to provide an outwardly extending 
flange. 

THE COURT: You mean, one is depressed and the other is elevated; 
is that it? 

MR. KREIDER: That is right. 

THE COURT: Very well. 

Well now, why does the Patent Office rely on 3, 4 and 5, rather than 
on 1 and 2? 

MR. KREIDER: Well, it is more nearly the representation of the 
structure that the -- it is the representation of the same band structure 
that the applicant is disclosing. 

THE COURT: The applicant has a depressed groove, hasn't he? 

MR. KREIDER: He has in the form that has been allowed with an 
additional element. But in Figure 1, he does not have a groove. In Figure 
1, he has a projecting member. This, Your Honor, is one point -- 

THE COURT: Just a moment. I want to take this step-by-step. 

Plaintiff's application has a groove, doesn't it, a depressed groove ? 

MR. KREIDER: In Figure 5 it does, Your Honor. In Figure 6, which 
is one of the two relating to this, it seems to show more or less a depressed 
groove, too. Figures 6 and 7 were added after the application was filed 
on the basis of disclosure in the application that indicated the ring could 
be omitted. 

Figure 7, the portion 35 projects outwardly from the normal course. 

THE COURT: I don't understand what the broken lines stand for in 
Figures 6 and 7. 

MR. KREIDER: I believe, Your Honor, they represent the rim. 

THE COURT: Why are they broken lines then? 

MR. KREIDER: That, I don't know, Your Honor. I believe there was 


| some requirement by the draftsman with respect to those figures, but Iam 


sure that is what it represents. 
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THE COURT: Well, Figure 1 of the Plaintiff's application does have 
a groove, a depression. 

MR. KREIDER: Figure 1, I think, is described, Your Honor, as 
having a portion bead 35 extending outwardly. 

THE COURT: No. 36 in Figure 1 of the Plaintiff's application is a 
depressed groove; isn't it? 

MR. KREIDER: It is a depressed portion with respect to the two 
sides, but it is not of a lesser diameter than the main body. 

THE COURT: Oh, yes, I see what you mean. 

MR. KREIDER: I was trying to straighten out exactly that the Exhibit 
16 did not represent all the figures of the Eberhard patent. 

_ THE COURT: Very well. 

MR. KREIDER: In fact, not the ones relied on most heavily by the 
Office. 

BY MR. KREIDER: 

Q. Now, the method of installation of the construction of Eberhard 
in a rim is the same as the method of installation of your valve; is it not? 
A. It is pushed through from the inside exactly -- it is. 

Q. It is pushed through until the rim falls within the ankle portion, 
as you callit, or the -- A. But it is held very loosely, so it can be 

pushed back or fall out, if you get a flat tire. It is not used in the 
same way that my snap-in valve is used. 

Q. Ididn't ask for all that. A. Iam just telling you. 

THE COURT: The Eberhard structure is pushed through the opening 
in the rim; is it not? 

THE WITNESS: Yes. 

THE COURT: And then snaps into position; does it not? 

THE WITNESS: I don't think it would snap much because it is so loose. 


It is loose enough so it will pull out. It isn’t made a fixture of the rim. 
THE COURT: But it is intended to snap into position? 
THE WITNESS: It is intended to be held there while the tube is being 
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installed in the tire. But after the tire is blown up, the air pressure holds 
it there. 

BY MR. KREIDER: 

Q. Do you have a copy of the Eberhard patent before you? A. I know 
it. 

Q. I would like you to refer to Figure 5 of that patent, and to ask you 
if that stem is pushed through the rim there in the form of Figure 5, 
wouldn't there be a tendency for the construction to snap into place? A. 
I don't think it would snap very much. 

Q. Does it not slide over a rounded bead 32 which is similar to 
your construction? A. Figure 5 says: 

*Tilustration of valve stem wherein the stem is substan- 

tially straight throughout its length. The stem is formed with 

a rounded..." 

Q. Iasked you, as you pushed that valve stem of Figure 5 into the 
rim, the bead portion 32 would be compressed, would it not, as a first 


step? A. It would be compressed, yes. 


Q. Then as you pushed the bead out, the recessed portion would fall 
within the hole and the bead would tend to snap back to its normal diameter ? 
A. Wouldn't be much of a snap. 

Q. It would be the same principle as the manner in which yours grips 
the rim; would it not? Well, that is rather indefinite. The rim would be 
gripped between the flat inner portion of the tube and that bead after the 
tire is installed? A. Between the thin innertube in a very unstable manner, 
so it could be pushed out or fall out if the innertube deflated. 

Q. In Eberhard, on Page 1, Column 2, beginning at Line 54, does it 
not say that: 

",.. the relation of the valve stem and rim hole is such that 
the rim hole is very substantially sealed against entrance of 

water, sand, or other foreign matter." 

A. Yes, it says that. 
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Q. Referring to Eberhard, Page 1, second paragraph, does it not 
refer to the "... valve stem...is provided with means for sealing between 
the valve stem and the tire receiving rim." A. What line is that ? 

Q. Line 6. Says: 

"... Which is provided with means for sealing between 
the valve stem and the tire receiving rim." 

A. Yes, and then goes on to say: 

“Another object of the invention is to provide a flexible valve 
stem, which is adapted to be held in the rim so that the stem will 
not pull out of the rim hole while the tire is being mounted upon 
the rim." 

Q. Referring still to Eberhard, if a circular patch were cut out of 
the innertube at Figure 5, around the base of the stem, that circular patch 
being of a greater diameter than the diameter of the hole in the rim, would 
that fall within your definition of a flanged base? A. No, it would not. 

It would be just a thin flap of rubber. Would be of absolutely no use. 
76 Q. Would it be a base? A. That would be part of an innertube. 
Wouldn't be a base. 


Q. You would not call a lower end of the structure a base? A. Not 
a base as I have said a base. 

Q. It would project outwardly. A. You could wiggle the valve all 
around, push it out, pull it through, if you wanted to. 

Q. Wouldn't that structure that I have just described be the same at 


the lower end as your Figure 7? A. Except that it would be simply a 
piece of a thin innertube. 

Q. That answers the question, I believe. 

You made the statement that the only reason we have tubeless tires 
today is because of a snap-in valve. On what do you base such a conclu- 
sion? A. I will refer that question to the next witness. He knows. 
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Q. You have no experience of your own? A. No, Ihaven't. But it is 
a fact that if they had to install on new tires the clamp-in valve, why it 
would amount to an awful lot of money. 

Q. You have answered the question. Thank you. A. That is absolute- 
ly true. 

MR. KREIDER: I believe that is all. 

THE COURT: You may step down. 

(Witness excused. ) 
MR. PILLARS: I would like to call at this time as my second witness 
Mr. Frederick E. Buddenhagen, of West Haven, Connecticut. 
Whereupon -- 
FREDERICK E. BUDDENHAGEN 
was called as a witness by the Plaintiff and, having been first duly sworn, 
was. examined and testified as follows: 
DIRECT EXAMINATION 

BY MR. PILLARS: 

Q. Will you please state your full name and residence and occupation? 
A. My name is Frederick E. Buddenhagen. 

THE COURT: How do you spell your last name? 

THE WITNESS: B-u-d-d-e-n-h-a-g-e-n. 

THE COURT: Two "d's"? 

THE WITNESS: Two "d's" correct. 

I live at 200 Dessa Drive, in Hamden, Connecticut. Iam employed 
by the Armstrong Rubber Company, in the research and development de- 
partment. I have the title of vice president. My responsibilities deal with 
the development and design of tires and tubes, and related objects for the 
proper performance of tires and tubes. 


The Armstrong Rubber Company is mainly concerned with the replace- 


ment sale of tires and tubes. They have four plants: In Natchez, Mississippi, 
Des Moines, Iowa, West Haven, Connecticut, and Norwalk, Connecticut. 
Three of these are tire-producing plants; and in a working day, the plants 


will produce over 30, 000 tires. 

We -- 

THE COURT: Suppose you proceed by question and answer. 

MR. PILLARS: Yes. 

BY MR. PILLARS: 

Q. Please state your education and training background. 

THE COURT: Are you qualifying this witness as an expert? 

MR. PILLARS: Yes, I want to. . 

THE COURT: Expert on what? 

MR. PILLARS: Pardon me? 

THE COURT: Expert as a what? 

MR. PILLARS: As a technical man. 

THE COURT: Very well. 

BY MR. PILLARS: 

Q. Please state your education and training background and your ex- 
perience in the tire field. A. I graduated from Colgate University in 1937, 
and was employed by the Firestone Tire and Rubber Company. My first 

experience was their training program, where they expose new 
employees in the college graduate class to a review of tire and tube problems 


and give them a general broad outline of the functions of a tire company. 


I next was employed in a service station for approximately a year, 
where I had actual experience in the handling of tires and tubes and actual 
service work mounting them on the cars, and so on. 

Following that, I was an adjuster for Firestone, where I dealt specifical- 
ly with problems in the field, problems of tire performance, tube performance; 
was responsible for the determination as to whether or not the items were 
deficient, and had the problem of making satisfactory adjustments. 

After a brief stay of being agency line salesman for Firestone, I was 
brought into their development department in Akron in 1942. 

From 1942 -- 
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THE COURT: We don't need too many details. 

THE WITNESS: From 1942 to 1948, I was responsible for the develop- 
ment of passenger car tires and airplane tires. 

In 1948, Iaccepted'employment with Armstrong, and was hired as a 
development engineer responsible for construction and design of tires and 
tubes. 

THE COURT: I don't think there is any question of the witness' 

qualifications as an expert in the field. 

*x* * * * * *&* *€ KK * 

BY MR. PILLARS: 

Q. Mr. Buddenhagen, prior to the introduction of tubeless tires, by 
what means were pneumatic automobile tires inflated? Keep your answers 
as brief as possible. A. There was the clamp-in type valve that was used 
in conjunction with the tube. 

THE COURT: I didn't get your question, Mr. Pillars. Will you re- 
peat your question, please? 

MR. PILLARS: Yes. 

BY MR. PILLARS: 

Q. Prior to the introduction of tubeless tires, how were pneumatic 
tires inflated? A. They were inflated primarily by means of a clamp-in 
valve engaging the tube material and effecting a seal. 

THE COURT: Using a what? You said, using something or other. 
What was the word you used? 

THE WITNESS: Using a clamp-in type valve with a mechanical 
pressure on the tube material. 

THE COURT: On what material? 

THE WITNESS: On the material which the tube is made of. The 
rubber material, which is resilient. And that made a seal. 

This type of valve was later changed and modified to a rubber covered 
valve. This occurred in the early 1930's, and is the type of valve commonly 
used today on tubes. 
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THE COURT: What kind of valve? 

THE WITNESS: The type of valve commonly used. Ik is the rubber 
covered valve. 

THE COURT: The rubber covered type? 

THE WITNESS: That is right. The one that is vulcanized directly 
to the tube, itself. 

THE COURT: Prior to 1932, it was the clamp-in type; is that it? 

THE WITNESS: The clamp-in type, yes. | 

THE COURT: For innertubes? 

THE WITNESS: Correct. Exhibit No. 10 illustrates the type that 
is presently used. 

THE COURT: You may proceed. 


BY MR. PILLARS: 
Q. Will you briefly discuss the problems resulting from the change- 


over to tubeless tires from innertube equipped tires, with particular 
emphasis on the type of inflating stem? A, Well, aside from the problems 

directly involved with the tires, themselves, there was the problem 
of securing the inflation inside the tubeless tire. A valve of some type had 
to be used, which allowed ready inflation, and still assured a seal against 
the rim. 

The valve that was commonly used then was merely an adaptation 
of the old clamp-in type of valve, such as our Exhibit No. 5, and adapted 
for the rim wall, itself. 

‘Q. Are you familiar with Dr. Wyman's application and the valve 
structure defined in Claim.11? 

THE COURT: I can't hear you. You will have to speak a little 
louder and a little more distinctly. 

BY MR. PILLARS: 

Q. Are you familiar with Dr. Wyman's application and the valve 
structure disclosed therein and defined in Claim 11? A. Yes, Iam. 
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Q. Will you describe in your own language that structure, the struc- 
ture of Dr. Wyman's valve? A. Dr. Wyman has a valve which consists of 
a rigid flanged base, spaced apart from an abutment further up the valve 
stem, the two parts cooperating against the material in a rim to effect a 
seal. 

THE COURT: You say, two parts. Ikisa unitary structure, really. 

THE WITNESS: Excuse me, the two bulges or protrusions on the 
rim, itself. It is a unitary structure. 

BY MR. PILLARS: 

Q. Are you familiar with the way that Dr. Wyman's valve is inserted 
ina wheelrim? A. Yes, Iam. 

* * * * * *€ * Kk * 

BY MR. PILLARS: 

Q. In your experience, since the introduction of tubeless tires, what 
is and has been the practice in the trade with respect to the use and sale 
of snap-in valves? A. Beginning with the 1955 automobile model, snap- 
in unitary valves were used on new cars. In addition, new tires of tubeless 
type, sold in the field in replacement sales, were sent out with a snap-in 
valve with each tire. 


In other words, there was one tire and one valve sent out together as 


a unit, so that the replacement tire, particularly where they were used to 
replace tire and tube assemblies, would have the valve with it. 


These valves were, beginning in 1955, and in some cases as early 
as 1954, of the rubber covered snap-in type of valve. 

This present status has continued on to the present time, although the 
practice of supplying one valve with each tire was discontinued sometime 
in 1957, since by that time there had been a great many tubeless tires put 
out into service already, so that as many valves weren't needed for each 
replacement tire. 
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87 MR. PILLARS: I offer in evidence a Plaintiff's Exhibit 18, which is 
@ commercial form of snap-in valve manufactured by Dill Manufacturing 
Company. | 

THE COURT: It may be admitted. 


(Whereupon the snap-in valve manu- 
factured by Dill Manufacturing 
Company was marked Plaintiff's 
Exhibit No. 18, and received in 
evidence. ) 


THE COURT: I don't notice any aperture for air in Plaintiff's 
Exhibit 18, such as there is in No. 14. What is the answer to that ? 

MR. PILLARS: The (indicating) -- 

THE COURT: Oh, the top unscrews. Isee. Very well. You have 
answered my question. 

MR. PILLARS: May I offer it to the witness? 

THE COURT: You have answered my question. 

MR. PILLARS: May I offer this to the witness ? 

THE COURT: Very well. 

BY MR. PILLARS: 

Q. Ihand you Plaintiff's Exhibit 18:and Iask if you can identify it? 
A. That is a Dill commercial Snap-in type tubeless tire valve with the 
specifications of the Tire Rim Association, No. TR-425. 

88 This type of valve is produced -- 

THE COURT: Don't let your voice go down. What was the last 
thing you said? 

THE WITNESS: This type of valve is produced commercially by 
Dill and marketed. 

THE COURT: Where are they located? 

THE WITNESS: Dill is in Cleveland, Ohio. They are the second 
largest producer of tire valves. 

MR. PILLARS: I offer in evidence -- 

THE COURT: May I have 18 back, please? 
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MR. PILLARS: --~ a snap-in valve, a commercial form of snap-in 
valve manufactured by the Schrader Company. 
THE COURT: You may proceed. 
MR. PILLARS: May I hand it to the witness? I would like to have him 
identify it. 
(Whereupon the snap-in valve manufac- 
tured by the Schrader Company was 


marked Plaintiff's Exhibit No. 19, 
and received in evidence. ) 


BY MR. PILLARS: 

Q. Ihand you herewith Plaintiff's Exhibit 19, and ask if you can identify 
it? A. This is a commercially-produced tubeless tire snap-in valve made by 
Schrader, with the identification A-24 on the base. 

This particular valve is designed to fit a 14-inch rim. 

Q. What is Schrader and where is Schrader located? A. Schrader is 
a division of the Scovill Manufacturing Company, in Waterbury, Connecticut. 


Schrader is located in Brooklyn, New York. They are one of the largest of 
the valve producers. 


MR. PILLARS: I offer in evidence a commercial form of a snap-in type 
of valve manufactured by Bridgeport Brass Company, and ask that it be en- 
tered. 

THE CLERE: No. 20. 


(Whereupon the snap-in valve manufac- 
tured by the Bridgeport Brass 
Company was marked Plaintiff's 
Exhibit No. 20, and received in 
evidence. ) 


THE COURT: Have you shown these exhibits to Mr. Kreider? 

MR. PILLARS: Mr. Kreider saw the first one. 

THE COURT: You may proceed. 

BY MR. PILLARS: 

Q. Ihand you Plaintiff's Exhibit 20, and ask if you. can identify it? 
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IN THE 
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For rae Disrrict or Cotumsia Crscurr 
penersers 


_—— 


Epwin T. Wyman, Appellant, 


Vv. 


Rosert C. Watson, Commissioner or Patents, Appellee. 


Appeal from the United States District Court for the 
District of Columbia 


REPLY BRIEF FOR APPELLANT 


I. Introduction 


This Brief is in reply to the Brief filed by the Appellee 
in the above-identified Appeal, and is necessitated by 
certain errors of fact and erroneous conclusions contained 
in the Brief of the Appellee, 


The present Appeal deals solely with claim 11 of Appel- 
lant’s application Serial No. 141,503 entitled ‘‘Tire Valve’’, 
this claim having been found unpatentable by the Patent 
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Office and by the Trial Judge in the proceedings below. 
The language of this claim spells out the structure of 
tubeless tire valves of the snap-in variety as presently 
used with tubeless tires to produce an air sealing relation 
between the valve and the wall of the wheel. The detailed 
structure has been dealt with extensively in Appellant’s 
Brief, and this structure and the claim in issue are set 
forth on pages 5 through 7 of Appellant’s Brief. Both the 
Patent Office and the Court below have rejected the claim 
on Eberhard patent 2,049,252 alone and Eberhard in com- 
bination with Herzegh patent 2,587,470. Both of these 
patents,ias well as the rejection by the Patent Office and 
by the Court below, are contained in the Joint Appendix 
and are referred to extensively in Appellant’s Brief. 


II. Appellant Has Carried the Burden of Proving the 
‘Error of Findings of Fact 6 Through 10 


In Appellee’s Brief there are statements on pages 5, 
8 and 13 that the Appellant has not contended that the 
District Court’s Findings of Fact failed to support the 
judgment or that these facts are in error. This is an 
erroneous statement. Finding of Fact 6 is concerned with 
adapting the Eberhard valve structure to produce a struc- 
ture similar to Appellant’s which would negate invention. 
In Appellant’s Brief the errors of this Finding of Fact are 
clearly alleged on pages 4, 13 through 18, 24, 25, and 30 
through '35. In like fashion, the error of Finding of Fact 
7 as to the Eberhard valve structure and its highly imagina- 
tive and hypothetical reconstruction is also discussed at 
length in these and other pages of Appellant’s Brief. The 
entire Brief of Appellant is directed to a refutation of 
Findings 8 and 10. The error of the combination of Her- 
zegh and Eberhard covered by Finding of Fact 9 is also 
dealt with at length on page 13 in addition to those pages 
listed above. Appellant makes no contention that the 
Judgment of the District Court is not supported by the 
Findings of Fact. Appellant strongly contends, however, 
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that these Findings of Fact are palpably erroneous and 
that the judgment based thereon must of necessity be 
incorrect, and that this judgment should be reversed by 
this Honorable Court. 


The Appellee has stated (Appellee’s Brief Pg. 8) that 
Appellant ‘‘has the burden of proving that there was no 
rational basis in the evidence before the District Court 
for its decision’. (Emphasis added) 


This is clearly an incorrect statement of the law. The 
word ‘‘rational’’ in its normal connotation simply means 
“based upon reasoning’’. Obviously any decision of any 
District Court is ‘‘based upon reasoning’. The question 
before this Honorable Court is not whether the decision 
of the Trial Judge was based on reasoning but whether the 
reasoning of the Trial Judge was correct as a matter of 
law. Appellant urges that the Judge’s reasoning was not 
correct for the reasons discussed in Appellant’s Brief and 
in this Reply Brief, and it is believed that Appellant has 
clearly carried the burden of proving, not that there was 
no rational basis for the decision of the Court below, but 
that the reasoning of the Court below was erroneous as a 
matter of law. 


In Appellee’s Brief great stress is placed upon the 
formal Findings of Fact numbers 6 through 10 and attempt 
is made to treat these Findings as if they were wholly 
binding in this Appeal. 


In discussing the applicable Rule 52 of the Federal 
Rules of Procedure, the Supreme Court stated in United 
States v. United States Gypsum Co. (1948), 333 U.S. 
364, 395: 


“The findings were never conclusive, however. A 
finding is ‘clearly erroneous’ when although there is 
evidence to support it the reviewing court on the 
entire evidence is left with the definite and firm con- 
viction that a mistake has been committed.’’ 
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An examination of Findings 6-10 clearly shows that these 
Findings amount only to a finding of unpatentability. 


That patentability is a matter of law and that its standard 
is a constitutional standard have been repeatedly deter- 
mined by the United States Supreme Court; see, for 
example, Great 4. é P. Tea Co. v. The Supermarket Equip- 
ment Corp. (1950), 340 U.S. 147; Graver Tank Manufactur- 
ing Company v. The Linde Air Products Co. (1949), 336 
U.S. 271. 


The special status of findings of fact in a patentability 
case has been dealt with extensively by this Court in its 
opinion in Standard Oil Development Co. v. Marzall (1950), 
86 App. D. C. 210; 181 F. (2d) 280, wherein this Court 
reviewed the various decisions on this subject matter and 
determined that such findings were at least in part matters 
of law and that accordingly this Court was afforded a wider 
latitude relative to its determination of the correctness 
of such findings than would prevail in non-patent cases. 


This Court has frequently referred to the opinion of a 
Trial Judge in determining the basis for his judgment as 
to patentability ; see, for example, Stradar et al. v. Watson 
(1957), 100 App. D.C. 289; 244 F. (2d) 757. 


The Conclusions of Law of the Trial Judge obviously 
depend for their validity upon the correctness of these 
Findings which Appellant strongly urges are erroneous. 
In order to evaluate the correctness of these Findings, it 
is necessary for this Court in the present Appeal to examine 
the evidence to determine whether this evidence supports 
the findings; see Stradar et al. v. Watson (supra). Appel- 
lant believes that an impartial examination of the evidence 
demonstrates that these Findings and their dependent Con- 
clusions are not supported and that on the entire evidence 
this Court should determine that a mistake had been 
committed. 
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Ill. The Eberhard Structure Could Not Be and Was Not 
Adapted to Provide A Snap-In Tubeless Tire Valve 
As Defined in Claim 11 


Appellee in his Brief reiterates before this Court the 
position that in some mysterious fashion Eberhard could 
be adapted to produce a tubeless tire valve such as defined 
in claim 11, and further that such a hypothecated adaptation 
would be within the skill of the art. 


Appellant urges that, as clearly substantiated by the 
evidence at the Trial, provision of an air seal on a structure 
such as that shown by Eberhard or the other patents cited 
by Appellant would defeat the very purpose of these struc- 
tures, since it would cause air entrapment between the 
inner tube and the tire, which in turn would lead to rapid 
deterioration of the material of the tire. The Eberhard 
valve is not a ‘‘snap-in’’ valve as that term is used in 
the industry. 


So far as such a Patent Office created adaptation being 
within the skill of those in the art is concerned, Appellant 
points out again that in the instant Appeal this Court is 
not concerned with the Patent Office’s traditional mythical 
man who is skilled in the art and who can glance at refer- 
ences and reconstruct or otherwise adapt them to produce 
the structure in issue. Here we are dealing with existing, 
de facto, skilled workers in the art, not their mythical 
counterparts. The Eberhard patent (App. Exh. 2), the 
Herzegh patent (App. Exh. 3), Bronson, Sipe, and the 
remaining patents cited in Appellant’s Brief (Pg. 14) are 
all owned by companies staffed with skilled workers in 
the art. It was these skilled workers, not a mythical 
worker, who, as inventors of these patented structures and 
fully cognizant of their contents, were, in fact, unable to 
produce the structure invented by Appellant, even though 
these patents were before them for a large number of years. 
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IV. Herzegh Adds Nothing to the Teachings of 
Eberhard to Refute Patentability of Claim 11 


As discussed in Appellant’s Brief, Herzegh shows noth- 
ing except an old-fashioned clamp-in valve used with a 
tubeless tire. Even the Trial Judge characterized (J.A. 93) 
this combination of Herzegh with Eberhard as “tortured 
reasoning’’, 


V. The Trial Judge Did in Fact Overlook Material 
Limitations in the Language of Claim 11 


Appellee states that Appellant has not pointed out any 
significant particular in which claim 11 differs from the 
Patent Office created reconstruction of Eberhard. 


Appellant has clearly pointed out in his Brief that 
Eberhard lacks the flanged base, that it is not intended 
for use with tubeless tires, and that it does not have a 
coacting annular abutment forming an air seal. Naturally, 
it is impossible to point out any differences between the 
structure defined by claim 11 and an abortive reconstruc- 
tion of Eberhard as created by the Patent Office in which 
(1) the inner tube is eliminated, (2) a substantial base 
flange is added, (3) the annular abutment is enlarged, and 
(4) the annular abutment is so positioned relative to the 
added base flange that air sealing relation is established 
with the wall of the wheel. It is, however, quite possible 
to point out that by the time all of these modifications have 
been made to Eberhard, not only would this new structure 
not function in its intended environment, but this new 
structure would be unrecognizable as ever having origi- 
nated from Eberhard, 


VL The Word “Ingenious” As Used by the Trial Judge 
Defines Patentable Invention 


Appellant has discussed in his Brief at considerable 
length and has demonstrated the meaning of ‘‘ingenious”’ 
as ‘‘having inventive faculty’’, Appellant’s contribution 
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to the art having been characterized as ‘ingenious’? by 
the Trial Judge (J.A. 104). 


In order to constitute a patentable invention, a concept 
must fulfill only three requirements: (1) novelty, (2) 
utility, and (3) inventiveness. Since, in the instant case 
there is no question as to novelty and utility, the designa- 
tion of Appellant’s concept as inventive by the Judge must 
therefore define a ‘‘patentable’’ invention. 


To assume that the Trial Judge intended ‘‘ingenious’’ 
as a synonym for ‘‘good idea’’, as argued by Appellee 
(Brief Pg. 14), one must also assume that the Trial Judge 
either had a poor or erroneous vocabulary. ‘Certainly 
neither of these conditions is true of the vocabulary of the 
learned Trial Judge in the instant case. The learned Trial 
Judge has pointed out (J.A. 28 and 72) that be believes 
words should be given their ordinary dictionary meaning, 
and it is readily apparent that any attempt to relate the 
meaning of an “‘ingenious contribution to the art’? to the 
meaning of ‘‘good idea”? is only the result of an exercise 
in dubious, maladroit semantics. 


VII. Commercial Success Is Significant 
in the Present Appeal 


Appellee in his Brief attempts to dismiss the evidence 
introduced relating to commercial success. 


Appellant at the trial established a prima facie case 
of commercial success. No cross examination was con- 
ducted by the Appellee on this point during the course 
of the trial. Had any attempt been made by the Appellee 
at the trial to contradict this commercial success, there 
would have been put in evidence by the Appellant a volu- 
minous file of documents consisting of correspondence be- 
tween the Appellant and the various companies referred 
to in his testimony. This correspondence completely sup- 
ports the facts that Appellant did disclose his structure 
to these companies engaged in this field of manufacture 
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and that he did leave with them for their examination 
copies of his application. In the interest of brevity of the 
trial and in the absence of contradiction, none of this evi- 
dence was introduced. Nevertheless, even though it is 
not of record, it does exist and it would be an unjust 
penalty to the Appellant to allow the Appellee to now 
contend, after the trial, that insufficient evidence was 
introduced on the point of commercial success. 


Appellee makes reference to the date of 1948 in Appel- 
lant’s testimony. This date of 1948 was intended by 
Appellant to apply to his initial endeavor in the field. 

Appellant’s Exhibit 1 includes an affidavit executed by 
the Appellant on April 25, 1955 and filed in the United 
States Patent Office on April 27, 1955, which describes in 
detail the various actions taken by Appellant from 1948 
until the time of filing his patent application on January 
31, 1950. In actual fact, Appellant intended in this portion 
of his testimony to refer to the year 1951, which was the 
year in which he disclosed this subject matter and left 
copies of the patent application with the various com- 
panies referred to in his testimony (J.A. 42). 


As the testimony of the witness Buddenhagen disclosed 
(J.A. 53), the tire industry was confronted with two prob- 
lems in its production of tubeless tires. The first of these 
was the problem of air sealing between the tire and the 
wheel and the Appellant in fact devoted considerable time 
to this particular problem, as brought forth in his testi- 
mony. The second of these problems was that at issue in 
this Appeal, namely, the invention of an adequate valve for 
such tubeless tires. Appellant does not contend, and has 
never contended, that a portion of the delay in commercial 
production of tubeless tires was not due to the time re- 
quired to invent an adequate air seal between the tire and 
the wheel. Extensive research re this problem was con- 
ducted by the various companies in the field and numerous 
patents have issued on such structures. 


9 


Appellant does contend, however, that an additional 
significant portion of the delay in the commercial produc- 
tion of tubeless tires was caused by the unavailability of 
adequate valves for such tires. And, Appellant further 
contends that this problem was solved by the Appellant 
and that industry did adopt Appellant’s solution. The 
delay between 1951, the date on which Appellant disclosed 
his structure to these companies, and 1954, the year in 
which these tires and valves were commercially produced 
was due, as in all cases of manufacture, in large part to 
the necessity of retooling, redesigning, and establishing 
sales channels for such tires. 


VIII. The Language of Claim 11 Defines A Structure 
Patentably Distinct from that Disclosed by Eberhard 


As set forth previously, the language of this claim spe- 
cifically calls for a flanged base and for an annular abut- 
ment in such relation thereto as to produce air sealing 
between the base, the flange, and the walls of the wheels 
on which a tubeless tire is mounted. Eberhard shows no 
base whatsoever, and shows a totally inadequate abutment, 
which is not, in fact, and was not, intended to produce air 
sealing relation with the walls of a wheel. 


Aside from the structural distinction over Eberhard, 
there is a further clear distinction in the functional lan- 
guage contained in the introductory phrase and in the 
terminal portion of the claim, this language of the claim 
being that which the Trial Judge erroneously refused to 
consider in resolving the issue of patentability. 


It is clear that this language of the claim on Appeal 
falls exactly within the doctrine or Stradar et al. v. Watson 
(supra). In the Stradar case the terminal language de- 
scribing the functional property of a treated surface was 
that which this Court held gave vitality and meaning to 
the remaining portion of the claim and carried patenta- 
bility. In the claim on Appeal, the terminal language 
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describing the functional property of the flanged base 
and abutment to produce air sealing should also be re- 
garded as giving vitality and meaning to the remaining 
portion of the claim. This language alone is sufficient to 
patentably distinguish the language of the claim on Appeal 
from the references of record. 


IX. The Doctrine of the Pennington Case Is Applicable 
to This Appeal 


Appellee attempts to dismiss the case of Pennington 
Engineering Co. v. Houde Engineering Corp. (C.A. 2 1941), 
136 F. (2d) 210, on the grounds that its factual situation 
is different than that presented by the present case. Appel- 
lant urges that a consideration of the Pennington case 
reveals that its factual situation is substantially identical 
with that presented in this Appeal. Here, as there, a 
problem existed for many years in the industry. Here, 
as there, the inventor was an outsider. Here, as there, 
the solution to the problem consisted in forming an in- 
tegral abutment and in combining this abutment with 
other structural elements to produce a seal against pres- 
sure. Here, as there, the prior art relied upon was owned 
by the very skilled artisans who were unable to produce 
the claimed structure until taught how to do so by the 
inventor. Here, as there, the industry adopted the in- 
ventor’s concept with the allegation that in hindsight 
the invention consisted of a simple adaptation of the 
prior art. The Courts in the Pennington case ruled in 
favor of patentability for the reasons set forth in their 
opinions and quoted in Appellant’s Brief (Pg.50-53). It 
is submitted that the doctrine of the Pennington case is 
correct as a matter of law and that it should be adopted 
in the present Appeal. 
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X. Conclusion 


It is submitted that there is nothing found in Appellee’s 
Brief which alters the submission in the Appellant’s main 
Brief that the Judgment of the Trial Court should be 
reversed, 


Respectfully, 


Mus D, Pruuazs, 

Jesse C. Bowyen, 
821 National Press Bldg. 
Washington 4, D. C. 


Attorneys for Appellant 


Dated: September 30, 1959. 
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A. Plaintiff's Exhibit.20 is a commercially-produced snap-in valve for use 

with tubeless tires. It is produced by the Bridgeport Brass Company, and 

designated by their number, Part No. 167-M. é 
Bridgeport is a valve producer and is located in Bridgeport, Connecticut. 
MR. PILLARS: I offer in evidence as Plaintiff's Exhibit 21 a commercial 


form of snap-in valve made by the United States Rubber Company. 


(Whereupon the snap-in valve manufac- 
tured by the United States Rubber 
Company was marked Plaintiff's 
Exhibit No. 21, and received in 
evidence. ) 


BY MR. PILLARS: 

Q. Ihand you Plaintiff's Exhibit 21, and ask if you can identify it? 

A. Plaintiff's Exhibit 21 is a snap-in type valve designed for use with tube- 
less tires; and it was produced by the United States Rubber Company. 

Their identification is US-14 and DL-1. 

Q. Mr. Buddenhagen, are the structures of these various Plaintiff's 
Exhibits 18 to 21, inclusive, in accordance with the teachings of Dr. Wyman, 
as set forth in his application? A. In my opinion, they are the teachings of 
Dr. Wyman. 

Q. In your capacity as vice president of the Armstrong Rubber Company, 
is it part of your duties to familiarize yourself with tire and tube production ? 
A. Yes, itis. I have to know about the requirements of types of tires, 
quantities of tires, quantities of tubes, so that we can plan our proper develop- 
ment programs and production. 

Q. To the extent of your knowledge, what is an estimate of the number 
of snap-in tubeless tire valves which have been commercially sold? A. A very 
conservative estimate would be over 200 million. They were used as original 
equipment on new automobiles beginning in 1955, and continuing until the 
present date. There have been approximately 23 million such vehicles in 
that period of time. 
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THE COURT: Is the old fashioned clamp-in type used any more on tube- 
less tires? 

THE WITNESS: The old fashioned clamp-in type of valve is used in 
some cases in the field on replacement tubeless tires. It was never used to 
any extent at all on new cars. 

THE COURT: Is it now used at all? 

THE WITNESS: On new cars, no. 

THE COURT: Is it ever used on tires that one buys, new tires that one 
buys in the stores ? 

THE WITNESS: It would be used in some cases on new tires that one 
buys, if the aperture in the rim is distorted or abused so that the engineered 
fit of the snap-in valve does not completely seal. 

THE COURT: So that the snap-in type is used substantially throughout 
the entire market; is that it? 

THE WITNESS: That is correct, Your Honor. The snap-in valve has 

essentially replaced the clamp-in valve to all intents and purposes. 


There age a few specialized uses of the clamp-in type, but they are very 
small. 

BY MR. PILLARS: 

Q. Can you compare the cost of a snap-in type valve with the cost of 
a clamp-in type valve? A. Yes, Ican give you information on that. The 


snap-in valve is a unitary construction, easily molded in one piece, made in 
molds that are engineered to give a predetermined engineering fit with the 
rim hole which they are designed to fill. 

That type of valve can be relatively inexpensively produced. 

This compares with the clamp-in type valve with as many as seven 
separate parts, including a metal base, which has to be machined, machined 
washer, machined locking nut, molded washers, and the combination of these 
parts, and the assembly of these parts results in a substantial cost to the 
point where, conservatively, there is ten cents per valve difference between 
the two items. 
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Ten cents per valve difference on my conservative estimate of 200 
million valves means some $20, 000, 000 that the Snap-in valve has saved 
the industry in the few years it has been used. 

Q. You have testified that you are familiar with the Wyman patent 

application. Are you familiar with the references which were cited 
therein? A. Yes. 

Q. I hand you Plaintiff's Exhibit 2, a copy of the Eberhard patent 
2,049, 252, and ask if you are familiar with the disclosure? A. Yes, Iam. 
Q. Will you compare the modifications of structure shown in the 
various Figures 1 to 6 of the patent? A. Figure 1 shows a flexible rubber 

valve attached -- 

THE COURT: Are you referring to the Eberhard patent ? 

THE WITNESS: This is the Eberhard patent, sir. 

THE COURT: Yes. 

THE WITNESS: A flexible rubber valve vulcanized to a tube. This 
valve has a groove at the base of the valve, directly against the tube portion. 

Figure 2 shows the same type of tube and valve assembly, located in 
a tire position on a rim. 


Figure 3 is the same essentially as Figure 2, except that the material 


12 shown in Figure 2 has been hollowed out to give the impression of a flange. 

If, for example, you were to draw a straight line from the arrow No. 
30, where that intersects the valve, down to the edge of the rubber material 
between 16 and 17, you would essentially have the Figure No. 2. 

Figure No. 4 shows essentially the same thing except that instead of 
having the full width of the rubber material, as illustrated by Item 12 in 
Figure 2, it has been narrowed down further from the end of the valve, and then 
allowed to come out at 30b. 

Figure 5 again illustrates the same type of valve. Here the sides ob- 
viously are very nearly parallel, as compared to the taper on Figure 2. But 
the net valve structure is the same in that it results ina widening out of the 
valve above the rim surface. 


60 


Figure No. 6 is the same as Figure No. 2 except that a metal ferrule 
is added at the end of the valve to effect a better seal of the valve material 
12 to the valve stem 16. 

Q. Does the Eberhard structure function in the manner of the Plain- 
tiff's valve structure? A, No, it does not. There are many differences, 
and these differences are as follows: 

First of all, the Eberhard valve is designed to work and to cooperate 
with the tube. There is no teaching here that Says the Eberhard valve may 
be used as a tubeless tire valve. 

The Wyman disclosure, of course, specifies a tubeless tire valve. 

The Eberhard valve is designed to be only temporarily retained in the 

95 rim aperture. In fact, it is specifically designed so that it will be 
readily pulled out of the hole in the event that it is desired to change the 
tube in the tire, or in the event of a flat tire. 

This valve is so designed that in operating with the flat tire, in bringing 
the car to a stop, the tube valve will readily pull out of the rim. That is 
clearly pointed out in the Eberhard patent on Page 1, beginning with Line 35, 
where it states: 

“At the same time, the stem will not be held so tightly 


' in the hole that there will be any danger of tearing the stem 


when it is pulled out of the hole, in case it is desired to re- 

move the tube from the rim." 

And also reading on, it points out that when the tube goes flat, it wants 
to be pulled out, so that the stem will not be damaged and the tube could then 
be reused after patching. 

THE COURT: Could not the Plaintiff's device be pulled out of the rim? 

THE WITNESS: The Plaintiff's device is designed to remain in the rim 
as a permanent seal. 

THE COURT: But isn't it possible to remove it without difficulty ? 


THE WITNESS: It is possible to remove that from the rim, but in the 
majority of cases damage will result because of the tight seal that is designed 

into that type of valve. 

THE COURT: What if it is desired to change the valve. Suppose the . 
valve is broken or is leaky, or something of that sort, and it is desired to 
take it out and put in a new one? 

THE WITNESS: It is recommended that that valve be taken out and dis- 
carded and a new valve used. It is not recommended that a snap-in rubber 
valve be reused. 

THE COURT: But it is possible, practicable to remove the snap-in 
valve of the Plaintiff's type; is it not, when necessary? 

THE WITNESS: It is possible to remove it. 

THE COURT: Yes. 

THE WITNESS: It is probable that it will be damaged on removal, in the 
act of removing. 

THE COURT: The valve would be damaged, not the rim. 

THE WITNESS: Oh, no, the rim -- excuse me, I misunderstood. The 
rim can be reused, but the valve, itself, would probably be damaged, and it 
is recommended in the industry that that valve be thrown away once it served 
its purpose and a new one inserted in the same rim. 

Another point which is very important, I believe, is the fact that the 


Eberhard valve is designed, and the claim is made that it is to seal out water 


and foreign material. In other words, water and foreign material from the 
outside of the tire and valve and tube assembly are to be kept outside. 

Of course, foreign material and water against the valve are essentially 
at zero pressure. There is no real force trying to get that material in. 

The Wyman valve, on the other hand, is designed to retain air inside 
the tire and rim assembly at high pressure. 

There is a substantial difference, as you will readily note, between the 
two operations. Sealing out at zero pressure and retaining at high pressure. 


Another point that should be made -- and if I may refer to the Ikem 
No. 16 on the floor, the tube exhibit, and I would also like Exhibit No. 14, 
original model of the snap-in valve. 

There is a substantial difference in the two valves. The Wyman 
application shows a flange, a rigid flange as a part of the unitary valve . 
structure. It is adapted to tightly engage the inside of the rim, and cooperate 
with the annular ring to effect the seal. 

The Eberhard valve has no flange; so, in effect, it can't effect a seal. 

THE COURT: Let me see if I understand you. You say there is no 
flange in the Eberhard valve? 

THE WITNESS: There is no base flange as in Dr. Wyman's claim. 

THE COURT: Don't Figures 5 and 6 of the Eberhard patent show a 
flange or what would correspond to a flange? It may be called by a different 
name. 

THE WITNESS: Figure 5 and Figure 6 -- if you will excuse me just 
a minute, I want to point out where the flange is listed here. | 

THE COURT: Certainly. 

THE WITNESS: They mentioned, “anchoring flanges, " Item 17, but 
that is in the metal valve structure inside the valve. 

THE COURT: What is 18c in Figure 5? Doesn't that correspond to 
a flange? Or 22 in Figure 6. 

THE WITNESS: Twenty-two in Figure 6 is the rim. 

THE COURT: Well, what about 18c in Figure 5? 

THE WITNESS: 18c in Figure 5 is the groove. 

They do list a flange, I believe, No. 30b in Figure 4. That was the 
point I was trying to find. This is on Page 2, Line 9: 

"The flange 30, being of resilient flexible rubber, 
can be easily pulled down through the rim hole without any 
serious results. " 
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THE COURT: Well, then, wherein is|the difference between Eberhard 
and Wyman as to this particular feature ? 

THE WITNESS: The difference is that the Eberhard valve does not 
have a. flanged base. 

THE COURT: Eberhard says he has. 

THE WITNESS: Excuse me. He does not havea cooperating base 
on the inside of the rim to work with his flange 30b on the outside of the 
rim. 

THE COURT: I want to see Exhibit 14. 

THE WITNESS: Here it is, right here. 

THE COURT: Well now, on Exhibit 14, the flange is the pedestal- 
type part at the bottom or at one end of the structure; is it not? 

THE WITNESS: That is correct. 

THE COURT: Doesn't Eberhard have a part corresponding to it? 

THE WITNESS: If it does, you can't see it on their tube. In other 
words -- 

THE COURT: Perhaps not. But doesn't he show it in his patent? 

THE WITNESS: No, because the valve is not separate from the tube. 
He shows it always in cooperation with the tube. The only possibility that 
couldbe construed is that the entire tube would have to be a flange. 

THE COURT: Well now, if you look at Figures 5 and 6, there isa 
part that is marked 18c in Figure 5, and isn't numbered in Figure 6. Is 
that part of the innertube ? 

THE WITNESS: 18c? 

THE COURT: In Figure 5 of Eberhard. There is a corresponding 
part in Figure 6, but it bears no number. 

THE WITNESS: 18c, if you will note that arrow, it comes up around 
the inside and ends up at the groove, in that narrow groove around the base 
of the valve. 
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THE COURT: The groove is No. 14, is it not? 

Oh, yes, I see what you mean. 

THE WITNESS: You see what I mean there? 

THE COURT: Is part of the valve, or is that a part of the innertube? 

THE WITNESS: The groove, itself, I would construe as being a 
part of the valve, because it is in the area of the rim hole aperture. 

THE COURT: That is not a groove, is it? It is a structure, is it 
not? 

THE WITNESS: Let me find it in the patent, and I will read what 
it Says. 

In Line 10 of Column 2 on Page 1, it says: 

*...a circular channel or groove 18 around the 

base..." 

THE COURT: Well, 18 is shown on Figure 1. That is entirely 
different from 18c or 18a; is it not? 

THE WITNESS: 18a and 18c are the same thing as 18. If you will 
look very closely at this arrow, it goes up into the tube portion and then 

circles back down and finally ends up in the groove, itself. 

THE COURT: You say that 18c and 18a are intended to be the 
groove rather than part of the structure ? 

THE WITNESS: That is correct. 

THE COURT: Very well. Then there are two unnumbered parts 
of the structure, as shown in Figures 5 and 6 of Eberhard, at the end 
of the valve. Perhaps the Figure 6 illustrates it better. The part im- 
mediately at the top of the device, which is extended horizontally. What 
is that? Isn't that a flange? 

THE WITNESS: That is the innertube. 

THE COURT: That is the innertube. Very well. Now, what is the 
part immediately adjacent to it, also extended horizontally? Isn't that 


a flange? 
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THE WITNESS: That is the rim section in which the valve is located. 
That is Item 22. 

THE COURT: Well, in other words, you say that there is no flange 
to the Eberhard valve? 

THE WITNESS: As Dr. Wyman claims, yes, that is correct. 

THE COURT: No. Is there a flange to the Eberhard valve. Let's con- 
Sider the Eberhard valve independently of Dr. Wyman's. Just look at the 
drawing. Look at Figure 6 again. How can the horizontal part at the top of 
the valve . be part of the innertube when it seems to be shaded as a part of 

102 the rest of the valve? 

THE WITNESS: If you will note in Figure 2, the same shading is apparent 
all the way up around up toward the top of the tire, clearly indicating that it is 
tube material and not valve material. 

THE COURT: Well now, suppose you look at Figure 2. There isa 
horizontal member at the top of the valve; is there not? 

THE WITNESS: In the illustration, yes. 

THE COURT: Very well. 

THE WITNESS: There is a continuation of the material. 

THE COURT: Does not the innertube start at the two ends of the hori- 


» zontal member ? 
THE WITNESS: I consider that the innertube starts at what you would 


designate as Line 20. 

THE COURT: Well then, what are the parts marked 22? They are 
parts of the rim? 

THE WITNESS: 22 is the rim, that is correct. 

THE COURT: Where does the valve end in any of these figures in 
Eberhard, according to your interpretation of the drawings? 

THE WITNESS: In accordance with my interpretation, the valve would 
end where it goes through the rim. If you were to draw a line across from 
22 over to 22, on the upper side of that in relationship to the way the paper is 
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positioned, it would create a line across there. 
103 THE COURT: Draw a horizontal line? 

THE WITNESS: A horizontal line from 22 on one side to 22 on the 
other side. That line is then illustrative of where the valve ends and the 
tube begins. 

THE COURT: Well, is there any indication in the drawing that the 
valve ends at that point? 

THE WITNESS: There is no indication in the drawing where the valve 
ends. 

THE COURT: Yes. 

THE WITNESS: I might go a little further and say, in normal produc- 
tion, the tube, itself, is extruded in a form that is flat, and then a very small 
hole is cut in the tube so that the tube is essentially continuous. Over this 
hole is positioned the valve. So that the tube is continuous right down to the 
hole, which is approximately the size of the aperture 14. So to all intents 
and purposes, this drawing could very well illustrate that Item 10 is the 
tube and is complete around the inside of Figure 2, except for the opening 14. 

Do I make myself clear ? 

THE COURT: You may proceed. You have answered my question. 

THE WITNESS: Another very important point of difference is this: 


' 104 When air is trapped between a tube and a tire, as normally occurs when 


you put a deflated tube in a tire on a rim, there is a large volume of air in 
there. When you inflate the tube, this air either must be compressed or has 
to escape from between the tire and the tube. If there is no means for that 
air to escape out from between the assembly, then that air gets into the 
carcass of a tire and can cause premature failure by separation. 

THE COURT: Gets into where? 

THE WITNESS: Into the carcass of the tire. 

THE COURT: Well now, what do you mean by that? What part of the 
tire do you refer to? 
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THE WITNESS: May I have the tire section there? 

MR. PILLARS: May I offer in evidence here a section of a standard 
tubeless tire? 

THE WITNESS: I think that is a tube-type, but I will want them both. 

MR. PILLARS: Plaintiff's Exhibit 22 is a cross section of a tire, 
which is intended to be used with an innertube. | 

THE COURT: Don't give a long description. This is just an index 
of exhibits. Cross section of a tire, that is all. 


(Whereupon the cross section of the 
tube-type tire was marked Plaintiff's 
Exhibit No. 22, and was received in 
evidence. ) 


MR. PILLARS: The next one is the same, Plaintiff's 23. 


(Whereupon the cross section of the 
tubeless-type tire was marked 
Plaintiff's Exhibit No. 23, and 
received in evidence. ) 


THE WITNESS: If you will just look at the inside of those tire sections, 
you will note that on the tube type the cord reenforcing material. 

THE COURT: Which is the tube type? 

THE WITNESS: The tube type is the one in your right hand. 

THE COURT: That is Exhibit 22. 

THE WITNESS: The cords are right at the surface of the tire. Air 
under pressure adjacent to those cords can get into the cord and cause eventual 
separation. 

The tubeless type -- 

THE COURT: What do you mean by the cords? 


THE WITNESS: The tire cords are reenforcing members of the tire, 
a series of strands -- in that case, I believe they are nylon. Either nylon 
or rayon are commonly used. 


THE COURT: How can air get into them? It is a solid structure; 
isn't it? 
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THE WITNESS: No. Actually, it is not a solid structure. Air will 
diffuse through rubber rather readily. 

- THE COURT: Are you referring to what seems to be a separate thin 
layer inside the rubber ? 

THE WITNESS: There are four separate layers in that tire and air will 

106 come from the inside into those layers. | 

THE COURT: Oh, I see. 

THE WITNESS: Now, you will notice the other section has a heavy 
layer of rubber on the band ply, and that is the tubeless section, and that 
keeps the air from getting into the carcass. 

THE COURT: I see. 

THE WITNESS: The point Iam making is that in a tube-type tire, 
means must be included to vent this air out from between the tire and the 
tube. Otherwise, it will get into the carcass and cause a failure. 

There have been many devices for this. For example, this innertube, 
you will notice, has lines around it. These are venting lines, and they 
channel the air to the valve. 

If you will note in Plaintiff's: Exhibit No. 10, the valve attached to 
that has grooves molded in the base. These grooves provide a channel 
so that the air can bleed out from between the tube and the tire. 

THE COURT: Well, these grooves seem to be solid. How would the 
air bleed out through them? 

THE WIFNESS: It effects a channel between the valve and the rim hole 
from inside. 

THE COURT: These grooves seem to be just on the surface. 

THE WITNESS: That is right. In other words, the air is on the sur- 
face of the tube -- 

107 THE COURT: Oh, I see. : 
THE WITNESS: -- and it is channeled along the tube by venting lines. 


You can see those lines on that tube. They are little raised portions, so 
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they create a small area of opening between the inside of the tire and the 
tube. 

THE COURT: I see. 

THE WITNESS: Air passes along those lines out around the valve. 

THE COURT: Very well. 

THE WITNESS: In addition to that, tires have been awlled, small 
holes put around the side of the tire, so air can come out through the side 
wall. 

In addition, tires are molded with grooves on the beads, so air can 
come out between the bead and the rim. 

At the time of the Eberhard patent, Mr. Eberhard -- I knew him, 
personally, when he was alive -- of course, was familiar with the problems 
of trapped air in tire and tube assemblies; and knowing the problems that 
were involved, Iam rather sure in my own mind that he would not deliberately 


make an invention designed to give a problem such as sealing air in. And, as 


a matter of fact, his invention doesn't call for that. : 

Another item that I might mention is that tests have been made on the 
Eberhard-type valve, and I have seen these tests; and in the Eberhard valve 
attached to a tube, made within the specifications of the Eberhard patent, 
the valve did not seal. 

108 I have seen a test where -- 

THE COURT: Well, I think that is outside the Scope of the question. 
This might go to the operativeness of the Eberhard patent. Your question 
was, what were the differences in the structure -- 

MR. PILLARS: And function. 

THE COURT: -- described by Eberhard and the device of the applica- 
tion. 

THE WITNESS: I would mention one other point then. That is, that 
as far as I know, to the best of my knowledge, the Eberhard-type patent 
was not put into large commercial production. 
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THE COURT: Has it been used at all? 

THE WITNESS: As far as I know, it hasn't been used. 

THE COURT: You may proceed. 

BY MR. PILLARS: 

Q. Would you say that the stem of the Eberhard valve is positively 
held? A. The stem of the Eberhard valve, on the contrary, is loosely 
held in the rim aperture. 

In Column 2 of Page 1, Line 35 states: 

“At the same time, the stem will not be held so tightly 

in the hole that there will be any danger of tearing the stem 

when it is pulled out of the hole, in case it is desired to remove 

the tube from the rim." 

Q. Can you find any statement in the Eberhard patent which suggests 
the structure of a snap-in valve for tubeless tires? A. I can find no dis- 
closure in the patent which would teach the snap-in type valve for use in 
tubeless tires. 

THE COURT: Well, it isn't the snap-in type for tubeless tires. It is 
a. snap-in type for tires with innertubes; is it not? 

THE WITNESS: It is designed to locate itself in place, and to that 
extent, yes, it is snap position. To locate itself in place, but to locate 


itself so that it can be readily withdrawn. It is not designed to snap in 


securely in position, such as the tubeless tire valve must do to be operative. 

BY MR. PILLARS: 

Q. Would you say that Eberhard's structure is a sealing structure 
with respect to air? A. Eberhard is not a sealing structure in regard to 
air. The claim is specifically against the entrance of water, sand, other 
foreign material. There is no claim to retain air under pressure, since, 
obviously, the disclosure involves a valve attached to a tube. 

110 Q. Will you compare the structures and manner of use of Plaintiff's 
Exhibit 2, which is the Eberhard patent, and Dr. Wyman's specimen of 
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his valve, which is Plaintiff's Exhibit 14, and the commercial forms of the 
valves which are -- 

THE COURT: Would that not be a repetition of what the witness has 
already answered? He has compared the Eberhard structure with the struc- 
ture of the Wyman application, and I presume that Exhibits 14 and 18 are 
the embodiment of the Wyman invention. Therefore, this question would 


really call for a repetitious answer. 
MR. PILLARS: It is repetitious, and I withdraw it. 
BY MR. PILLARS: 
Q. Does the Eberhard patent suggestcutting or removing any portion 


of the innertube in any way? A. In no way does it suggest cutting off a 
portion to get a flanged base. 

THE COURT: Cutting off a portion of what? 

MR. PILLARS: Of the innertube. 

THE COURT: Very well. 

THE WITNESS: I heard Mr. Kreider make the suggestion this morning 
that that could be done, but that is the only place I know where it was thought 
of. 

BY MR. PILLARS: 

Q. If Mr. Kreider's suggested modification by cutting and removing 

a portion of the innertube was made -- 

THE COURT: I don't see the materiality of that to the issues of this 


MR. PILLARS: Your Honor, as I understand the Defendant's position 
here, he is telling the Court that if Eberhard's innertube is done away with 
in some fashion, and what is left after it is cut or otherwise mutilated is 
merely a little portion around the valve stem, then he has a structure which 
at least superficially resembles Dr. Wyman's valve. 

What I am attempting to ask the witness is, is there any suggestion of 
that anywhere. 
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THE COURT: Well, I didn't so understand the Government's position. 

I want to be sure that I understand the Government's position correctly. 

I understood the Government's position to be that the Eberhard patent 
teaches the use of a valve of the Snap-in type for innertubes, and that it does 
not require the exercise of the inventive faculty but is a mere product of 
mechanical skill to adapt a structure of that type to tubeless tires. 

Is that the Government's position? 

MR. KREIDER: That is right, Your Honor. 

THE COURT: That is a little different than the way you stated it. 

112 THE WITNESS: The other question came up with reference to the 

term, “base, ' as explained by the witness, I believe. 

THE COURT: I dislike very much to have to cavil captiously over the 
use of words. I think they ought to be used in their dictionary meaning. I 
am reminded of Lewis Carroll's "Through The Looking Glass.** You 
gentlemen may recall that Humpty Dumpty is supposed to have said: 

"Words mean just what I want them to mean. The 

real question is, who is master, you or the word. " 

Iam not going to adopt that attitude. Iam going to assume that words 
mean what the dictionary says they mean. 

MR. PILLARS: Well, then, I will withdraw this line of questioning, 
because it was intended to take up the other point. 

I would like to offer in evidence as Plaintiff's Exhibit 24 a rubber 
covered valve. 


(Whereupon the rubber covered valve 
was marked Plaintiff's Exhibit 
No. 24, and received in evidence. ) 


THE COURT: You may proceed. 

BY MR. PILLARS: 

Q. Ihand you here Plaintiff's Exhibit 24, and I ask if with that or with- 
out it can you demonstrate the difference in function and structure between the 


113 


114 
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Eberhard structure and the Plaintiff's structure, including the manner of 
insertion in the wheel rim? A. Yes. 

Q. In answering this, there is a wheel rim here, if you care to use it, 
which has a hole in it, but no tube. A. All right. 

Q. And I have here commercially available tools which are used to 
put such valves in. 

MR. PILLARS: May Iask a question? Should these be introduced in 
evidence? 

THE COURT: If you wish. They don't have to be. 

MR. PILLARS: They are merely tools. 

THE COURT: Very well. 

MR. PILLARS: I won't introduce them because they add nothing. 

THE WITNESS: Do you have a snap-in type commercially available valve? 

Two things I want to compare. 

MR. KREIDER: Your Honor, shouldn't this valve be in evidence? 

MR. PILLARS: I have it here. Are you ready for this valve? 

THE WITNESS: I would like to compare valves first. 

THE COURT: Just what are you trying to get the witness to do, Mr. 
Pillars? 

MR. PILLARS: Iam trying to get him to make a demonstration. 

THE COURT: Of what? 

MR. PILLARS: How these valves are inserted. 

THE COURT: How they are inserted. Isee. Very well. Proceed in 
your own way. 

MR. PILLARS: I would like to offer in evidence, Your Honor, another 
standard valve that the witness may use in his demonstration. 

THE COURT: Very well. 


(Whereupon the standard valve was 
marked Plaintiff's Exhibit No. 25, 
and received in evidence. ) 
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THE COURT: This is another valve in accordance with the Wyman 
invention; is that it? 

MR. PILLARS: That is right, Your Honor, a commercially obtainable 
valve. 

THE COURT: Yes. 

BY MR. PILLARS: 

Q. I would ask the witness, in answering and in use of this Plaintiff's 
Exhibit 25 to identify, if possible, the valve. A. This valve is a Bridgeport 
type 167-M, commercially produced, and identified with their markings and 
a number 216. k is the regular type of rubber covered snap-in valve. 

115 These two valves -- if you will note, the one valve is a simulation mere- 
ly of Eberhard, having, what we were discussing earlier about, a flanged 


portion. = 
Here we actually have taken what we might call part of the tube, and, in 


effect, shown a base on it. 

Q. Will you make reference to the exhibit number, please, there. A. 
Exhibit No. 24 is the item under discussion. And that simulates a valve cut 
out of Exhibit No. 16, so that there is & small -- actually, it is a large flange 
on the base. 

This, compared with Exhibit No. 25, shows many differences. One is 
the extreme flexibility of the base, itself. 

THE COURT: That is, if you assume that the base is part of the inner- 
tube. Hf you hada separate base, you could have a solid rubber base; couldn't 
you? 

THE WITNESS: Well, in this case, it is actually a part of the valve. 

THE COURT: Yes. 

THE WITNESS: And it is -- 

THE COURT: As part of the valve, you could have a solid rubber base; 
could you not? You didn’t have to use soft rubber to manufacture that specimen; 
did you? 
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THE WITNESS: I had to use what was available. 

116 THE COURT: You could use hard rubber for that base; could you not? 
I notice that that base is made of soft rubber, so it is very flexible. You 
could use hard rubber ? 

THE WITNESS: Hard rubber would not seal on the rim flange. I would 
have to be a rubber base which is not shown in the Eberhard patent. 

That is one of the claims of Dr. Wyman's patent. That is a point that 
I want to make. 

THE COURT: Well, is there any description in the Eberhard specifica- 
tion whether the base is to be of soft or hard rubber ? 

THE WITNESS: No, except that to conform to the configurations shown 
here -- it shows two views, Figure 3 as in one direction, and Figure 2 is 
flat across; Figure 3 is on a radius -- it would have to be somewhat flexible. 

THE COURT: Well, proceed with your demonstration. 

THE WITNESS: Putting the Eberhard type valve in, you will note that 
it does not seal tightly. It is readily pushed out, such as Eberhard claims. 


And, as a matter of fact, with a base as shown in the Eberhard patent, can 
be drawn through the rim hole. 
The snap-in type valve is put in position; the pin placed in the back and 


Snapped in position. It is in there very rigidly, very solidly. 
THE COURT: Well now, if the device or this exhibit that was intended 
117 to represent the Eberhard structure was made of heavier hard rubber, 
the deficiency that you showed in your demonstration would not have occurred; 
would it ? 

THE WITNESS: First of all, it wouldn't have occurred because you 
would not have a tube made of heavy hard rubber, and the Eberhard valve is 
essentially a part of the tube. The suggestion was made earlier by the Govern- 
ment that what would happen if the valve was merely cut out of the tube, so 
that the portion of the tube made the flanged base. Iam merely pointing out 
what would happen. 
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THE COURT: No, no. My question relates to and is based on the 
assumption that the flanged base is not a part of the innertube. 

If you were to use hard rubber as a base for the Eberhard structure, 
the failure that you indicated would not have occurred; would it ? 

THE WITNESS: No, that wouldn't have occurred if it were hard rubber, 
that is right. On the other hand, it wouldn't seal, so it would still be in- 
operable. 


118 BY MR. PILLARS: 

Q. I the Eberhard structure was modified by adding a solid based 
flange, in your judgment, would there be air sealing? A. The Eberhard 
invention does not disclose any means of air sealing or air retention. The 
only seal that that patent discloses is a seal to prevent material, foreign 
material and water and sand, and so forth, from coming in from the outside. 

In my opinion, it would not. 

THE COURT: What is the air seal disclosed in the Wyman invention? 

THE WITNESS: The Wyman invention discloses an air seal to retain 
pressure inside the tire and rim assembly. 

THE COURT: What is the structural element that accomplishes that 
end? 

THE WITNESS: It is the cooperation of the heavy flanged base against 
an annular abutment spaced apart from that base, and engineered to effect 
a seal. 

THE COURT: Would you not have the same effect in the Eberhard 
structure if you put a hard rubber base on it? 

THE WITNESS: No. The Eberhard patent specifically says that the 
valve shall be readily withdrawable, and if the valve is readily withdrawable, 
it cannot seal under high pressure. 


119 The patent only claims a seal from the outside against water, moisture 


and zero pressure. 
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THE COURT: It wouldn't be air tight ? 

THE WITNESS: It would not be air tight. 

THE COURT: If it was easily withdrawable ? 

THE WITNESS: That is correct. 

THE COURT: Very well. . 

BY MR. PILLARS: 

Q. Have you performed experiments on the Eberhard type of structure, 
and if so, can you briefly summarize the results? A. Yes. I have witnessed 
two experiments around the Eberhard structure. One involved the Eberhard 
valve in cooperation with a tube; where the tube diametrically opposite from 
the valve location had a hole in it, this structure was mounted with a tubeless 
tire on a rim, so that inflation pressure put inside the tube and valve structure 
would necessarily come out at the rim hole aperture which was filled by the 
Eberhard valve. The Eberhard valve attached to the tube did not satisfactorily 
seal the rim. 

A second test involved the cutting out of a piece of tube to which the 
Eberhard valve was affixed, and this valve structure inserted in the rim 
hole aperture. A tubeless tire was mounted on the rim and inflated, and the 
valve structure did not retain air. 

120 In both cases, where the Eberhard valve is attached to a tube, and where 
it was not attached to a tube, the structure did not satisfactorily seal. 

THE COURT: Now I would like to inquire where and by whom were 
the experiments performed ? 

THE WITNESS: The experiments were performed in my presence by 


technicians familiar with tires and tubes. 

THE COURT: Well, this experiment was performed in the hope that 
the Eberhard structure would not work; wasn't it? 

THE WITNESS: It was performed to see what would happen. 

BY MR. PILLARS: 

Q. Were the tests performed under your supervision.? 
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THE COURT:. The cases have indicated, you know, that it isn't always 
convincing proof of inoperativeness if the demonstration of inoperativeness 
was conducted by persons who are anxious not to make the apparatus work. 

I don't mean to reflect on the intellectual integrity of the persons who 
did it, but there is a natural tendency not to work too hard to make the 
experiment successful. 

THE WITNESS: I undérstand your point, Your Honor, and it is a very 
good one. a: 

In this case, I can assure you that the tests were actually unbiased. 

121 BY MR. PILLARS: 

Q. Were they made under your personal supervision? A. I, personal- 
ly, watched every part of it. 

Q. And you, personally, saw the results? A. Yes. 

Q. And they were as you have testified? A. That is correct. 

* * *£* * *€* *€* £ KK * 
CROSS EXAMINATION 

BY MR. KREIDER: 

Q. You testified with respect to Exhibits 18, 19, 20 and 21, which you 
indicated were commercial forms of a "snap-in" valve, made by different 
companies. 

How are you aware of the production of these valves? A. In my 
position in development with Armstrong, Iam familiar with the types of 
valves offered for sale by the various valve and rubber companies. 

123 Q. You have no part in the placing on sale by any of these companies 
of these valves? A. Ido not. 

Q. Do you know how many valves of each of these types have been 
sold by these companies? A. Generally, I know what the total number of 
valves sold to the industry is. I know it is a substantial number. The 
exact numbers of valves manufactured by each of the companies, I do not 


have access to. 
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Q. Do you know what number of the valves sold by Dill are exactly like 
Exhibit 18? A. I know that many hundreds of thousands of valves sold by 
Dill are like No. 18. 

Q. Do you know the internal construction of that valve? A. Yes, I do. 
I have seen cut-away sections of such a valve. I have examined the catalogues 


of the various valve manufacturers. 

Q. Do you know that these valves in Exhibits 18, 19, 20 and 21 do not 
involve improvements over what is disclosed by -- I use the word, "“improve- 
ments" -- do not involve an improved structure over that which is claimed 
or disclosed in this case? A. Will you repeat that, sir? 

124 Q. Do you know for a fact that these commercial valves that you testified 
with respect to -- do you know that they do not involve some improvements, 
some added features which are not disclosed in the Plaintiff's application which 
may have been the cause of their success? A., You phrased that in two parts. 
Now let me answer the first part. 

You phrased the question, do I know of any improvements that have 
been made in these valves. 

Q. No. Iasked, do you know that these valves do not include some 
feature that is not disclosed by applicant ? 

Well, let's let that go for a moment. 

Each one of these valves involves a sort of hemispherical base portion; 
is that correct? A. A solid flanged base. 

Q. It is hemispherical shape? A. I have seen valves of hemispherical 
and other shapes. 

Q. Iam talking about 18, 19, 20 and 21. A. That is correct, they 
are, roughly, hemispherical. 

Q. Does Plaintiff's application, which you say you are familiar with, 
disclose such construction? 

THE COURT: May Linterrupt you, Mr. Kreider? 
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Is it your point that these commercial adaptations may involve improve- 
ments on the Wyman application and that may be where the commercial value 
is? 

125 MR. KREIDER: That is my point. 
* * *£ * £ *£ *& & *€ 
127 BY MR. KREIDER: 
Q. Iask you also if the main body portion of the valves which have 
been entered into evidence as Exhibits 18, 19, 20 and 21 are not of a 
decidedly different shape from that displayed in the Plaintiff's application? 
A. They are of somewhat different Shape. They are not of a different 
function. The function is the same. 

Q. Iask you, can you demonstrate that the manner in which the valve 
is secured to the rubber within the valve is the same in the exhibit devices 
as that illustrated in the Plaintiff's application ? 

MR. PILLARS: Plaintiff's Exhibit 1. 

THE WITNESS: All right, will you repeat your question? 

BY MR. KREIDER: 

Q. lIask you if the shape of the stem of the commercial valves offered 
in evidence as Exhibits 18, 19 and 20 is not different from that shown in 


Plaintiff's application? A. Now, by "stem," are you referring to the metal 


part of the valve? 
Q. Iam referring to the body, the main body portion above the base. 
Is it not balled out at the bottom to give a very much thicker portion 
128 at the bottom rather than tapered slowly to the end? A. There is some 
i difference in appearance, as I indicated before. No difference in function. 
THE COURT: Well now, may I inquire of you, Mr. Kreider, what is 
the position of the Government on that? There is nothing about size or 
shape, is there? There is something about proportions in the Wyman applica- 
tion. 
MR. KREIDER: The position is this: These patents generally have 
much more limited claims. 


81 


THE COURT: That is correct. I gather from the testimony and from 
the application that the claim in litigation is a broad generic, almost a basic 
claim on the snap-in type of valve. 

The Plaintiff has received a patent on one particular narrow structure, 
and other people have gotten patents on other species of narrow structures. 

If this Court would award a patent on the claim here in litigation, it 
would practically give the Plaintiff a generic patent on all snap-in valves; 
would it not? 

MR. KREIDER: That is correct, Your Honor, and Iam endeavoring 
to show that their evidence does not prove commercial success of that broad 
subject matter. 

Perhaps I had best treat the matter largely in argument subsequently. 

129 THE COURT: Well, I gave full leeway to the other side. We have been 
taking a little longer in testimony in this case than we usually take in these 


cases because I could see this is pretty important, because it might put the 


whole industry under tribute. So Iam going to give you as much leeway as 
I gave the other side. 

Iam not going to indicate that that is my reason for not granting a 
patent, but it is a reason for being very careful. 

BY MR. KREIDER: 

Q. You testified that commercial valves fall within the teachings of 
Wyman. 

By that, I suppose you meant that they fall within the claimed subject 
matter there? A. Claim No. 11, specifically, yes. 

Q. Now, you referred to an Exhibit 24, which was said to be made in 
accordance with the Eberhard patent, and gave a demonstration of the unsuccess- 
ful use of it in connection witha rim. A. That is not correct, if I may correct 
youa moment. I said this was a simulated Eberhard valve. I did not say it was 
made in accordance with the specifications because, obviously, it is makeshift. 


Q. Thank you. 

THE COURT: May I see Exhibit 24? 

You may proceed. 

BY MR. KREIDER: 

Q. Did you use your skill in the art? In making that, did you use the 
skill that was available to you in order to try to make a successful valve by 
modifying Eberhard, using your knowledge of the art? A. Obviously, I did 
not. Iused makeshift methods to get a simulation. As I explained, this is 
a simulated Eberhard valve. This is not an exact duplication. 

Q. It does not represent your best attempt to modify the Eberhard 
device to make a successful valve? A. The Eberhard device does not claim 
for a seal; so it does not. 


Q. No. A. Or maybe I misunderstood your question. 
Q. I believe there is no issue on what the Eberhard application or 
patent discloses there. The Defendant is saying that it would be within the 


ability of one skilled in the art who wanted to obtain a sealed valve for a 
tubeless tire to change, to modify the Eberhard construction in order to 
obtain such a valve. 

Were you attempting to obtain a workable snap-in valve on the basis of 
your knowledge of the art when you made Exhibit 24? A. Obviously not, 
because I think, as I testified earlier, I don't believe that the Eberhard valve 
can be modified to make a suitable sealed valve for a tubeless tire. 

131 THE COURT: It was in the hands of its enemy used. 
* * *£* *£ © & *& *& * 

Q. You mentioned one of the difficulties in adapting Eberhard to make 
a valve suitable for a tubeless tire was that it did not have a hard base, a 
heavy rubber base. 

Does the Plaintiff's application anywhere disclose that that base must 
be heavy? A. Excuse me a moment. I will just look down through here. 

On Page 5, Line 5, they mention: 

"The air pressure against the broad, soft, rubber base 37..." 
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"Broad, soft rubber base," indicates a substantial base to me. 

Q. That is your answer? A. No, I will continue just a moment and see 
another reference, if there is one here. 

It is indicated in Line 20 of the same page, where it says: 

132 "... engage the groove and the retaining ring with a 

rubber base flange tightly clamping the walls of the wheel rim." 

When you mention, "tightly clamping," it is understood that you have to 
have a relatively rigid member to clamp tightly. A very flexible soft member 
obviously wouldn't be in a position to tightly clamp. 

This Exhibit 1 covers only the first three claims. Iam assuming that 
it is fairly complete. 

THE COURT: Don't let your voice go down like that. 

THE WITNESS: I said, Plaintiff's Exhibit 1 covers Claims 1 through 
3. I would like to see the other claims. 

THE COURT: What is your question? You have gone into too many de- 
tails. We can't see the woods for the trees. 

What is the question that you are asking the witness? Ask him a 
simple question briefly. 

MR. KREIDER: I asked, does the Plaintiff's application specifically 
indicate that the base must be a heavy base. 

THE COURT: Well now, you can state that in your argument. The 
application is in evidence, and if it doesn't say so, why, when you argue 
the case, you can tell me that. 

MR KREIDER: I was somewhat confused by the fact that there have 
been a number of questions asked as to interpretation. 

133 THE COURT: Can you answer offhand whether it does or not, Mr. 
Buddenhagen ? 

_ THE WITNESS: When the language of the application specifies that it 
must tightly engage the wheel rim, then to my manner of thinking, it has to 
be solid enough to effect a firm seal. 

THE COURT: Very well. 
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MR. KREIDER: I believe that is all, Your Honor. 

THE COURT: You may step down. 

MR. PILLARS: May Iask two simple questions? 

THE COURT: Yes, indeed. 

REDIRECT EXAMINATION 

BY MR. PILLARS: 

Q. Does the hemispherical shape of the commercial forms of Plaintiff's 
Exhibits 18 to 20 result in a structure which functions differently from the 
teachings of Dr. Wyman? A. No, in my mind, it does not. You could have | 
Square bases, oblong bases; you could have almost any shape, as long as it 
engaged the rim tightly. 

Q. Do the shapes of the stems of Plaintiff's Exhibits 18 to 20 result in 
structures which function differently from the teachings of Dr. Wyman? A. 


The functions of those structures are the same as the teaching of Dr. Wyman. 
134 In any patent, additional -- 


THE COURT: Your answer is, no. 
* * ae * * * * * * 


ARGUMENT BY COUNSEL FOR THE PLAINTIFF 
* * * * * &* * & *€ 

MR. PILLARS: It has come to this Court's notice that the position of 
the Defendant -- while vacillating from point to point during the prosecution 
before the Patent Office, including its tribunals -- has now finally evolved 
to dependence solely upon the disclosure of the Eberhard patent 2, 049, 252. 

With this understanding, I shall primarily address myself to the 
relevancy of Eberhard. 

In evidence before this Court are the facts that before the Eberhard 
reference can be validly considered as an anticipation, two parts of the Plain- 
tiff's claim must be disregarded or ignored. 

The first is the introductory phrase, which reads: 

“A valve structure insertable through an aperture pro- 
vided in the side wall of a wheel rim for use in inflating a tube- 
. tire, mounted thereon. " 
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138 And secondly, the concluding language of the claim must be ignored, 
which reads: 
",..to form an airtight connection with said rim. * 

Authorities supporting Plaintiff's position that such portions of the 
claim cannot be ignored in a consideration of the claim in issue are cited 
in Plaintiff's trial brief and will be only briefly discussed at this time. 

In the case of Schram Glass v. Homer, 249 Fed. 288, and certiorari 
was denied in 247 U. S. 520, the Court stated as follows, with respect to the 
ignoring of the introductory phrase in the claim before them: 

“Appellant contends that this is a mere statement of a 
process and has no place in a mechanical apparatus, and should 

be entirely disregarded when appearing in a claim of an apparatus 

patent. 

"With this conclusion, we cannot agree. While it is 

true that this clause of itself does not describe an element 

in the combination, it should not for that reason be ignored. 

Each of the elements of the combination should be read in the 

light of this clause and should be modified by it. Sucha 

clause of itself may entirely fail to supply a necessary ele- 


ment in the combination; yet it may so affect the enumerated 


elements as to give life and meaning and vitality to them as 
they appear in the combination. 

**So, in this case, the legitimate and fair construction 
of the claims, particularly in viewof the specifications and 
drawings, requires us to read on each element of this claim 
the clause which appellant insists is a superfluity. In so 
doing, we are not substituting an operation for an element, 
nor including as an element the particular article upon which 
the apparatus is to work. We are merely giving to the modify- 
ing clause the same effect that would be given to an adjective 
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or adverb that limits, enlarges or qualifies the word it 

modifies. " 

The Schram Glass case was followed in many other cases. I won't 
make reference to those. They are included in my brief. But I would like 
to make reference to the Stradar case. 

In this case before the Appellate Court, the introductory phrase was: 

"...an engraving plate for reproducing images by 
140 printing processes. " 

The reference before the Court were to a non-halation motion picture 
film, just a plain motion picture film, and another reference which showed 
a motion picture film dyed. Neither of the references, of course, related 


to an engraving plate for reproducing images by printing processes. 
The Appellate Court made reference to the Schram Glass case, and 
stated that the introductory clause gave meaning and vitality to the remaining 


elements set forth, defined in the following clauses of the claim. 

In the claim before the Court, the introductory clause includes a state- 
ment that the valve structure is "insertable through an aperture provided 
in the side wall of a wheel rim for use in inflating a tubeless tire. " 

And, of course, the last concluding clause positively defines -- 

THE COURT: Will you suspend for just a moment ? 

MR. PILLARS: -- that an airtight connection is formed. 

THE COURT: May I interrupt you? , 

I would like to see Plaintiff's Exhibit 10. That is the innertube with 
the valve vulcanized into it. Have you got it there? 

MR. PILLARS: We shall get it. 

THE COURT: You may proceed. 

141 MR.. PILLARS: In reference to the Eberhard patent, Plaintiff's evi- 
dence and testimony have proved that Eberhard does not show or suggest 
a structure which would serve to confine air inside of a rim and tire. 
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Eberhard employs an innertube. Eberhard fails to show a snap-in 
structure, namely, a valve structure which snaps into position in permanent 
air sealing relation. Eberhard states that his valve should not be retained 
in a positive manner. 

I would like to make reference to Column 2, Lines 35, et seq. of 
Eberhard, wherein he states that: 

"The stem will not be held so tightly in the hole that 

there will be any danger of tearing the stem when it is 

pulled out of the hole, in case it is desired to remove the 

tube from the rim. Moreover, in certain instances, it 

becomes quite desirable that the valve stem pull out of 

the hole. This situation may arise when it is necessary 

to run the tire deflated for any distance. If the stem is 

positively held in the rim hole, it is very apt to be pulled 

away from the remaining portion of the tube, with a result- 

ing destruction of the tube. On the other hand, with the valve 

stem comprising the present invention, under such circum- 

Stances, the valve stem will pull out of the rim hole and being 

flexible will not cause any serious damage to the tire or tube, 

even though the tire is run deflated for some distance. " 

Obviously, the Eberhard structure, as discussed and as defined, 
would be useless for Plaintiff's purpose. 

Eberhard does not show a base flange. Plaintiff has clearly defined 
and shown in his application the meaning of this term, and this meaning is 
clearly understood today by those engaged in the industry. This meaning 
does not include the body of a tire tube, that is, an innertube. 

There are only three ways, hypothetically, to reconstruct Eberhard's 
disclosure to produce a base flange or its patentable equivalent. 

One, if the entire innertube is considered as a base flange. 

Two, if a section of the innertube surrounding the valve is cut out. 
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And three, if the entire innertube is ignored and a flanged base, such 
as Plaintiff has taught, is substituted therefor. 

All of these reconstructions of Eberhard, if they could produce an air 
seal, would defeat the purpose of Eberhard, because there could be no in- 
flation without air entrapment, and because these reconstructions would of 

143 necessity produce positive locking of the valve. This is diametrically 
| opposed to the intent and purpose and the statements of Eberhard, as the 
evidence has clearly shown. 

The first two of these hypothetical reconstructions, namely, the only 
two relied upon by the Defendant prior to trial, obviously could not function 
to produce an air seal, because of the thin flexible material of the innertube 
which has been demonstrably exhibited as being easily forced through the 
rim hole upon the application of reasonable pressure. 

The third of these hypothetical reconstructions is, in fact, Plaintiff's 
contribution to the art, if applied to a tubeless tire inflation and if an air 
seal is effected contrary to Eberhard's teachings. 

The Defendant has not produced a single teaching or suggestion thereof 
in the prior art, and the fact remains that a highly technically-staffed and 
qualified industry failed to conceive the structure until after Plaintiff entered 
the field. 

As the evidence has proved, the industry readily embraced the inventive 
concept supplied by the Plaintiff, a specialist in the field of pediatrics and 
an amateur in the tire valve field. It has often been said that imitation is 
the sincerest form of flattery. I submit Plaintiff has introduced in evidence 

before this Court many if not all of the industry's forms of flattery. 

The Defendant has made the point that features other than Wyman's 
teachings may have been a portion of the basis for commercial success. 

Plaintiff concedes differences vary from manufacturer to manufacturer, 
but argues that these differences constitute additional evidence of inventive- 
ness, Since all fall within the realm of minor changes to Plaintiff's teachings, 


as the evidence shows, all fall within the scope of the claim under consideration. 

The Eberhard patent is assigned to a research and development subsi- 
diary of the Goodyear Tire and Rubber Company, a large manufacturer of 
tubeless tires. 

A factor in the delayed adoption of tubeless tires by the automobile 
manufacturing companies was the lack of an adequate valve structure, both 
from the standpoint of insertion time and the standpoint of cost. 

However, no one in the rubber industry had the inventive ability to 
develop a snap-in tubeless tire valve. Obviously, if the Eberhard patent 
taught the idea, Goodyear, the owner of the Eberhard patent, would have 
developed the snap-in tubeless tire valve early in the development of tubeless 
tires. And Isubmit, Your Honor, that they did not. 

Isubmit, Your Honor, that this patent, the Eberhard patent, does not 
teach the tubeless tire valve defined in Claim 11. 

There has been some suggestion during trial that the allowance of 
this claim would place the industry under tribute. 

In actual fact, there exist today numerous alternative structures other 
than the clamp-in valve which could and can be used by the industry as a 
substitute for the Wyman snap-in valve. 


Such illustrations which might be mentioned include a Wyman-type 


valve without the abutment, and include various valve structures built into 
the tire side wall, as distinguished from the wheel rim. 

The question then arises, why then has the industry, with such alterna- 
tives available, embraced the Wyman structure ? 

The answer has been made evident by our evidence and testimony, 
namely, that the Wyman valve is the simplest, cheapest, effectively- 
functioning structure for this purpose. 

- Plaintiff submits that the facts before the Court constitute a strong 
showing of Plaintiff's inventive contribution to the art. This contribution 
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may seem simple in the after light of Plaintiff's disclosure made to the 
Patent Office almost a decade ago, but do not, in fact, all substantial 
contributions to the patent art seem simple when viewed with hindsight ? 

146 It is respectfully submitted that there is now before this Court 
exactly that situation which the patent statutes were intended to protect. 
It is respectfully urged that this claim be allowed to Plaintiff so that he 
may enjoy the fruits of his inventive labors. 

Thank you. 

THE COURT: Before you resume your seat, what are the claims 
that have been allowed? I would like to see those claims. Are they in the 
file wrapper? They must be, of course. 

MR. PILLARS: Yes, they are in Plaintiff's Exhibit 1. 

THE COURT: Will you locate them. 

MR. PILLARS: Under date of December 9, 1955, the Patent Office 
advised that Claims 3 and 12 to 14 -- 

THE COURT: Where are they? 

MR. PILLARS: -- are allowable. 

THE COURT: I want to read those claims. 

MR. PILLARS: I shall find them, sir. 

Claim 3 appears on Page 6. I shall mark it witha paper here. 

Claim 12 appears on Page 62. 

Claim 13 appears on Page 63; and Claim 14 appears on Page 63. 

THE COURT: I want to ask you a question or two about those claims. 


They are all narrow claims on specific embodiments of the basic 
idea; isn’t that so? 

MR. PILLARS: A different embodiment. 

THE COURT: But one specific embodiment; is that it? 

MR. PILLARS: That is right, sir. 

THE COURT: In other words, it is one species of a genus; is that it? 

MR. PILLARS: That is right, sir. 
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THE COURT: Well, do the four allowed claims cover substantially 
the same structure, or do they cover four different embodiments ? 

MR. PILLARS: No, they cover what I would call one embodiment, 
but it is a different structure. I employs a metal ring. 

THE COURT: Are there four different structures covered by these 
four claims or are they all practically the same with minute differences? 

MR. PILLARS: All substantially the same with minute differences of 
language. 

THE COURT: Well now, what is the characteristic feature of the 
structure covered by the claims that have been allowed? 

148 MR. PILLARS: The claim which has been allowed? 

THE COURT: Yes. 

MR. PILLARS: If Your Honor will refer to the drawing, you will see 
a picture which depicts what has been allowed. The drawing occurs right 
after the application. 

THE COURT: You mean the drawing attached to the application? 

MR. PILLARS: Yes. This is a duplicate of it here, and the figure -- 

THE COURT: I see the drawing. Which figure ? 

MR. PILLARS: Figure 5. 

THE COURT: Figure 5. Well, how does that differ from the structure 
of the claim in suit? 

MR. PILLARS: Figure 5 has a metal washer identified by reference 
No. 50, which is inserted between the abutment and the rim. 

THE COURT: Of course, you have no washer in Exhibit 14, which 
is supposed -- ; 

MR. PILLARS: That is true. 

THE COURT: -- to represent the embodiment of the Plaintiff's claim 
in suit. Bae 

MR.. PILLARS: That is true.. We rely in the claimed structure on the 
abutment to hold it in position, and it was considered at the time of filing 
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this that in heavy duty work, such as truck tires, it might require more 
than the resiliency of the rubber abutment and, consequently, the abutment 
which is clearly shown in Figure 5 was reenforced by the addition of this 
metal washer. 

149 THE COURT: What are the differences between these four claims that 
have been allowed? Are they just minutiae? 

MR. PILLARS: They are minute differences of language, shades of 
language. 

THE COURT: Very well. 

MR. PILLARS: The structure is the metal washer. 

THE COURT: You have answered my question. 

Mr. Kreider. 

ARGUMENT BY COUNSEL FOR THE DEFENDANT 

MR. KREIDER: May it please the Court, the single claim in issue 
here is based on a broad disclosure of the use of an annular abutment 
spaced from a flanged base on a rubber covered valve to secure the valve 
in sealed relationship within the wheel rim employed in the tubeless tire 
installation. 

Now, the Eberhard patent teaches use of a similar abutment, similar- 
ly spaced from a corresponding member of a rubber valve attached to an 
innertube for providing a sealing attachment of the valve and tube to the rim. 

Thisarrangement of Eberhard does not disclose that it seals against 
air, because it is unnecessary that it be an airtight seal in Eberhard, 

150 because there is an innertube in that construction. 


The Herzegh patent, however, shows that tubeless tire constructions 


employ flanged valves sealed in an airtight manner in the opening in the 
rim of a wheel for purposes of sealing tubeless tire installations. 

THE COURT: I might say, Mr. Kreider, that Iam more impressed 
by what the Board of Examiners said than by what the primary Examiner 
said. 
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The Board didn't see the relevancy -- they didn't put it quite so 
strongly -- of the Herzegh patent to this case. Iam inclined to agree 
with the Board. They said they wouldn't reverse the Examiner, but they 
would use a different approach to the same result. 

MR. KREIDER: Yes. 

THE COURT: The Herzegh patent just shows the old fashioned 
clamp-in valve -- 

MR. KREIDER: That is correct. 

THE COURT: -- adapted to a tubeless tire. 

MR. KREIDER: That is right, Your Honor. 

THE COURT: Well now, I can't see that it has any bearing on the 
issues of this case. I think it is a rather tortured reasoning to say that 
Herzegh, in the light of Eberhard, precludes the idea, the possibility of 
the use of the inventive faculty in devising a snap-in valve for a tubeless 

151 tire. The Board takes the bull by the horns and says directly that 
it is notinvention to take the Eberhard structure, which is a snap-in valve, 
and put it on a tubeless tire, and making the necessary adjustments. 

It seems to me that is a much more direct approach then the other; 
don't you ? 

MR. KREIDER: That, Your Honor, is really what it amounts to, 
because we are relying on Herzegh in this combination rejection as merely 
showing that a tubeless tire construction requires a sealed connection 
between the valve and the rim hole. And with that recognition of that fact, 
then the position of the Office is that it would be obvious to the worker 
skilled in the art to modify the Eberhard construction, snap-in. construction 
to adapt it for use in the tubeless tire. Thus, the tube would be unnecessary, 
but the seal would have to be made sufficiently tight to seal against air, 
as well as against water and foreign matter, as specified in Eberhard. 

Now, the difference between a seal to keep out moisture and sand and 
a seal which is airtight also is purely a matter of degree in the particular 
construction here. 
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The concept of making the adapted Eberhard seal tight enough to 
prevent loss of air where that action is required in tubeless tire construc- 
tion would be apparent to this worker skilled in the art. 

152 I is submitted to the Court that the testimony which was offered 
here relative to the history of the art and disclosure of the references 
does not show error in the Patent Office tribunals' understanding of the 
facts involved in this case. 

The demonstration by the witness to show that a valve cut from 
Eberhard could not be secured in a wheel rim hole is of no significance, 
Since the Patent Office tribunals have not taken the position that you 
could merely cut the structure out of Eberhard and adapt it and use it 
just cut out of the tube for that purpose. 

The Office rejection is based on the idea that the worker would find 
it obvious to adapt Eberhard's construction to a tubeless tire, which 
would mean he would make the obvious changes to make the seal airtight. 

There was some testimony of ex parte tests said to have been made 
of a modified Eberhard valve for a tubeless tire construction. But regard- 
ing these tests, the witness practically conceded that he didn't make every 
effort within his skill to obtain a satisfactory result. 


Perhaps most pertinent to these tests is the comment of the Court 
of Appeals for this Circuit. They said: 


“Interest in losing the game is poor qualification for 
winning it.” 
That statement was made in a similar situation in the case of Bullard 
Co. v. Coe, 79 U. S. App. D. C. 369, 147 F. 2d. 569. 

153 Now, introduction in evidence here of valves of four manufacturers 
said to fall within the broad language of the claim in issue, and the testi- 
mony that a large number of valves falling within the claim in issue have 
been sold by manufacturers generally appears to be relied on as an indi- 
cation of commercial success. 
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Commercial success, in the first place, is only significant where 
there is doubt of invention. It cannot overcome a. clear case of lack of 
invention, such as the Defendant urges exists here. 

Moreover, commercial success, to be of any value as evidence of 
invention, must be clearly attributable to the subject matter specifically 
set forth in the claim. The decision in Foxboro Company v. Taylor 
Instrument Companies, 157 F. 2d. 226, is perhaps the most pertinent 
on this point. That decision indicates that such evidence must show 
that the difference between the claimed subject matter and the prior 
art was the cause of the commercial success and not some improvement 
which may have been made in that structure. 

Now, in the present case, the commercial valves here embody 
features going far beyond the Plaintiff's disclosure of the -- rather, 
there is no proof that the commercial valves which have been introduced 

154 here do not embody features going far beyond the Plaintiff's dis- 


closure of the broad concept employed by them. There is no proof that 
it was not some such additional feature which resulted in the commercial 
use. 


Plaintiff has mentioned that the original disclosure showed the use 
of a ring, which is set forth in the allowed claims, with the idea that it 
might be necessary for a stronger construction; and, in fact, Plaintiff 
did not even illustrate the broad form not employing the ring. 

THE COURT: Mr. Kreider, here is something that I would like to 
have you explain to me. 

The Patent Office takes the position that it is not invention to take 
the Eberhard structure, which is substantially a snap-in valve used on 
an innertube -- 

MR. KREIDER: That is right. 

THE COURT: -- and adapt it to a tubeless tire. 

MR. KREIDER: Yes, Your Honor. 
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THE COURT: Well, if that position is sound, then how do you explain 
the allowance of the claims that have been allowed, because they allow a 
claim on the particular type of snap-in valve used on a tubeless tire, and the 
only difference between the structure of the claim here involved and the 
structure of the allowed claims seems to be the presence of a washer. Well, 
certainly, putting in a washer is not invention. 

155 MR. KREIDER: Well, Your Honor -- 

THE COURT: I was just wondering, where is the consistency? 

MR. KREIDER: Iam sure, Your Honor, that the Plaintiff urged very 
strongly during the prosecution that it was invention and, apparently, con- 
vinced the Examiner. 

If Your Honor would refer -- 

THE COURT: You mean that the Patent Office took the position that 
inserting a washer constitutes invention ? 

MR. KREIDER: If Your Honor would look at the drawing, I might show 


you just how that washer is put in there. It is on Page 8 of your certified 


copy, I believe. It is also in the Patent Office folder. 

THE COURT: Yes, I see it there. 

MR. KREIDER: The Figure 5 was pointed out by Plaintiff as the 
species on which the allowed claims read. Now, the ring 50 -- 

THE COURT: There are any number of expressions now to the effect 
that inserting a gasket or a washer is not invention. So if Figure 5 is in- 
vention, what puzzles me is why the structure represented by Exhibit 14 is 
not invention. 

MR. KREIDER: Well, Your Honor, just now in the argument, the 
Plaintiff pointed out that that washer was provided for the purpose of making 

156 a stronger valve which might be used in truck construction. It may be 
an argument of that nature that convinced the Examiner. 

I would like to request, Your Honor, that you look at Figure 4, also, 
of the drawing. Figure 4 of the drawing shows the particular washer. . You 
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see, that washer has prongs. The washer generally is designated 50. The 
washer has prongs 51, possibly for the purpose of exerting additional resilient 
pressure on the connection between the lower part of the valve and the wheel 
rim. At least some of these claims that are allowed do refer to that washer 
as -- 

THE COURT: Is the washer the element that is denominated as a retain- 
ing ring in these claims? Is that the washer ? 

MR. KREIDER: Yes, Your Honor. 

THE COURT: Is that the washer ? 

MR. KREIDER: That is, Your Honor. And in Claim 14, it is called 
a snap-on retaining ring disposed upon the covering. 

THE COURT: In other words, the Patent Office takes the position that 
there is no invention in Plaintiff's Exhibit 14 in view of Eberhard, and yet 
it is an invention if you add a washer or a ring to Exhibit 14, Iam just 
wondering whether that is consistent or logical. 

MR. KREIDER: Well, Your Honor, you can see that undoubtedly from 
the Plaintiff's argument that they considered it a better washer and a stronger 
one. 


As a matter of fact, I might point out that the original drawing, which 
did not include Figures 6 and 7, did not show the construction without the 


washer. 

THE COURT: Well, perhaps you might invoke what Ralph Waldo Emer- 
Son said, that "A foolish consistency is the hobgoblin of small minds." I 
does seem to me that there is some inconsistency there. 

MR. KREIDER: You will be aware, though, Your Honor, that the Office, 
in attempting to reach a proper answer on the question of patentability finds 
that the more references that must be combined to reach the construction, 
the more liable they are to be charged with hindsight in applying the art. 

THE COURT: Ialways assumed that the insertion of a gasket or a washer 
cannot constitute invention in and of itself, and can't make the difference between 
patentability and lack of patentability. 
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MR. KREIDER: Well, Your Honor, apparently the recitation of that 
gasket in the manner set forth was regarded as significant. 

THE COURT: Iam not passing on the validity of the allowed claims, 
but I was a little bit curious to know how the Patent Office reconciles the 
two positions. 

158 MR. KREIDER: Well, you can see, Your Honor, that the lines of de- 
_ termination must be made somewhere, and the more complicated a structure 
becomes, if there are advantages -- 

THE COURT: Was there invention or was there not; that is the question. 

MR. KREIDER: That is right, Your Honor. 

THE COURT: Very well. You may proceed. 

MR. KREIDER: Yes, Your Honor. 

I believe I was pointing out that it has not been demonstrated that the 
commercial valves that were introduced in evidence do not include some 
improvements which made them far superior and far more useful, and which 
made the difference between them being practicably useful and maybe not so. 
And for that reason, it is hard to see how the fact that some companies have 
made valves which fall within the broad language of this broad claim, which 
is supported only by a very broad disclosure, is an indication of invention. 

Moreover, the Plaintiff has not demonstrated that the commercial use 
of valves that fall within the language of this broad claim is in any way the 
result of his conception or efforts. He hasn't demonstrated that these com- 
panies actually acquired the broad conception from him. 

It is entirely possible and perhaps even likely that these companies 
independently went to that general type of valve just as soon as they solved 

159 the problems of sealing a bead of the tire to the rim, which undoubtedly 
was the important consideration in introducing tubeless tires. 

It is not seen that development of these valves, these improved and 
more refined valves by other persons or other companies independently of 
the Plaintiff's efforts is any indication that the Plaintiff is entitled to a claim 
on the very broad concept. 
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It is the position of the Defendant that the Plaintiff has not introduced 
any evidence, new evidence of any real significance and that he, therefore, 
has not overcome the presumption of correctness to which the Patent Office 
decision in this matter is entitled, under the decisions in Abbott, et al. v. 
Coe, 71 Appeals D. C. 195, 109 F. 2d. 249, and other of the same type 
which are well known. 

THE COURT: For what proposition are you citing those cases? 

MR. KREIDER: Presumption of correctness. 

THE COURT: Oh, well. 

MR. KREIDER: Now, also, I might mention what is perhaps the 
additional view of the Board, that the claim is so broad as to be unpatentable 
over Eberhard alone, and perhaps unmodified. 

The view that no weight should be given to the functional language in the 
preamble and the function recited at the end of the claim -- while this tends to 


be of a somewhat technical nature, still the applicant -- 
THE COURT: Ialways try to avoid deciding cases on technicalities. 
MR. KREIDER: Yes, Your Honor. Well, one case I would like to 
mention. The Stradar case, which is cited by the Plaintiff, admittedly refers 
to an exception to the general rule, and it is described within the cases as an 


exception to the rule. 

THE COURT: I don't get your point. What is your point? 

MR. KREIDER: The Stradar case, a split decision of the Court of Appeals 
in this jurisdiction -- 

THE COURT: For what proposition are you discussing it at this moment? 

MR. KREIDER: It was cited by the Plaintiff as an indication that weight 
should be given to the terms in the preamble referred to by the Board. 

THE COURT: What is your point? 

MR. KREIDER: The point is that the Strader case, itself, concedes that as 
a general rule the preamble is not a limitation, and they found particular facts 


involved in Stradar were such as to bring it within an exception. 
*** KKK KK KE 


100 


MR. KREIDER: The language which the Board indicates cannot be given 
Significance in the claim are the words, “for use in inflating a tubeless tire 
mounted thereon, * which appears -- 

THE COURT: You know, Iam not impressed with that casuistical type 
of reasoning. Iam not going to decide the case for or against the Plaintiff 


on that issue. 

MR. KREIDER: There is no reason for me to explain the Stradar case, 
although I believe I can do so. 

THE COURT: There is a tendency in the patent law to delve too much 
into minutiae and technicalities and to get away from the real question, and 
that is, did the plaintiff invent something, and if so, what did he invent. 

MR. KREIDER: I attempted to discuss that at the start. 

THE COURT: I think you have. As to the other, Iam not going to pay 
any attention to it. That is all technical. 

MR. KREIDER: That completes my argument. 

THE COURT: Isthereanything you wish to say in reply? 

MR. PILLARS: I have two points. 

THE COURT: Yes, indeed. Take whatever time you wish. 

REBUTTAL ARGUMENT BY COUNSEL FOR PLAINTIFF 

MR. PILLARS: Irrespective of how the Eberhard patent is viewed, 
something has to be done to the Eberhard patent to make it a reference against 
the Wyman teaching. 

THE COURT: It may'be that perhaps the word anticipation is not the 
correct term. Strictly speaking, using the word with technical accuracy, I 
don’t suppose the Government contends that it is exactly an anticipation. But 
I think the Government's position is, taking the Eberhard structure and 
adapting it to the tubeless tire constitutes the product of mechanical skill 

rather than of the inventive faculty. 

Is that your position? 

MR. KREIDER: That is correct. 


MR. PILLARS: When that adaptation is made, then the adapted 
structure is no longer Eberhard. In fact, it wouldn't be recognized by Eber- 
hard; it wouldn't achieve Eberhard's purpose. 

It would be for something entirely different, and that Sone entirely 
different is what Wyman has taught. 

My second point is that the allowed Claim 12, which stands allowed by 
the Patent Office, is identical with Claim 11, except for one phrase. I want 
to read that phrase. In addition to those elements in Claim 11, Claim 12 
calls for: 

"A retaining ring disposed in engaging relation with 


said rubber covering and located in spaced relation to said 

flanged base. ** 

The only element in that claim is the element of a retaining ring, which 
you have identified and I have identified as a washer, which is what it is. 


Claim 12 does not define what kind of a retaining ring. It is merely a 
retaining ring. A plain washer would answer to the definition appearing in 
Claim 12. 
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RULING OF THE COURT 


THE COURT: This is an action against the Commissioner of Patents 
under 35 U. S. Code 145, to procure an adjudication that the Plaintiff is 
entitled to a patent on an invention embodied in Application Serial Number 
141,503, filed on January 31, 1950. 

The Commissioner of Patents allowed certain claims and disallowed 
others. One of the disallowed claims is involved in this suit. 

The Plaintiff's alleged invention relates to tire valves used in tubeless 
motor vehicle tires. 

Prior to the time when tubeless tires came into vogue, and the tire 
customarily used was provided with an innertube, the typical valve was needed 
as a means of pumping air into the tube and connecting the innertube with the 
rim on which the tire was mounted. The typical valve used for that purpose 
consisted of a metallic threaded core, and was provided with washers and a 
nut. 

In order to insert the valve into the innertube and the rim, the various 
parts of the valve had to be unscrewed and separated. One of the parts was 
then inserted into the rim and innertube, and the remaining parts put back in 
place; and the valve was screwed into position by means of a nut. Valves of 
this type are popularly known and referred to in the testimony in this case as 

clamp-in valve. 

Subsequently, another type of valve was devised for use with innertubes. 


It was of a type which made the valve a part of the structure of the innertube 


in effect, by means of a vulcanizing process. 

When tubeless tires began to appear on the market in 1947, the valves 
that were first used were of the clamp-in variety, which has been briefly . 
described above. It did not differ too much from valves of the clamp-in type 
that had been previously used on innertubes. 

The clamp-in valve has a number of disadvantages. It consists of 
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several parts and is, therefore, more costly to manufacture. It takes time 


to insert it into the rim, because it first has to be unscrewed, then one of 
the parts inserted in the rim, and the other parts then screwed back onto the 
remaining part. 

The Plaintiff endeavored to solve this problem by developing a valve 
which was a single, unitary structure, and thereby avoided the disadvantages 
that have just been mentioned. 

It consisted of a single piece covered by a hard rubber sheathing. 

The middle of the sheathing constituted an abutment. At one end of the 
sheathing, there was a rubber flange which was of a radius that was somewhat 

longer than the radius of the abutment. Between the two, there was a 
groove. The valve was mounted by inserting it into the opening of the rim and 
Snapping it into position, since the groove between the two rubber protuberances 
made it possible for the valve to be held in place tightly. 

This valve takes the place of the prior valve which consisted of several 
parts, and which had to be unscrewed first, then inserted into the rim, and 
then fastened into position by screwing a nut tightly. 

This constitutes the advance that the Plaintiff has made in the art. 

In the specifications forming a part of his application, he summarizes 
his invention as follows: 


"My valve omits the threaded valve stem, the packing 
and tightening nut, commonly used on conventional valves 
with which I have been familiar. My valve thus costs less 
to manufacture and to apply to the wheel rim. 


"Briefly, my invention comprises a tubular valve stem 
having a central longitudinal air passage therethrough, and a 
standard check valve is carried in the central air passage. 


"A covering of flexible rubber is molded to the valve 
stem which at the bottom may enlarge to a flat, circular 
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base. Abutment means is then provided for a snap-in 
fitting or retention of the valve in position on the wheel rim." 


This type of valve has been called throughout the testimony a snap-in 


The claim involved in this action is Claim 11, and reads as follows: 


"A valve structure insertable through an aperture 
provided in the side wall of a wheel rim for use in inflating 
a tubeless tire mounted thereon, comprising a tubular 
valve stem having a central air passage therethrough and 
a check valve therein, a rubber covering on said valve 
stem having a flanged base, annular abutment means dis- 
posed in spaced relation to said flanged base, and an ankle 
portion formed in said rubber covering between said flanged 
base and said annular abutment means and adapted to fit into 
said wheel rim aperture, said flanged base and annular 
abutment means adapted to engage opposite sides of the 
wheel rim tightly when said ankle portion is fitted into said 
aperture to form an airtight connection with said rim." 


There is no doubt that the Plaintiff had an ingenious idea and that he 
has made a contribution to the industry. The question is whether the contri- 
bution rises to the dignity of an invention; that is, whether it is the product 
of the inventive faculty or of the mechanical skill of a person ordinarily 
skilled in the art. 

The Plaintiff has been allowed claims covering one particular species 
or variety of the snap-in valve. What he seeks here is a broad and generic 
claim covering snap-in valves of various kinds, irrespective of their variations. 
If allowed, it would practically grant to the Plaintiff a seventeen-year 
monopoly on various types of tire valves of the snap-in construction that are 
now in general use and would put the entire industry under tribute to him so 


' far as these valves are concerned for many years to come. 


Naturally, there should be no hesitancy in granting him the monopoly 
even if this result would come about, if the Plaintiff actually made such a 
broad and far-reaching invention as he claims he did. 

On the other hand, careful scrutiny is indispensable to make certain 
that the public would not be paying for something that does not constitute as 
broad and basic an invention as the Plaintiff contends. 

* 169 The patent to Eberhard, Number 2, 049, 252, issued on July 28, 1936, 
relates to valves used in innertubes. It shows a valve, however, that 
constitutes a single, unitary structure, containing a flexible rubber valve 
stem similar to that disclosed in the Plaintiff's application. 

To be sure, Eberhard's invention contemplates its use for innertubes 
and not for tubeless tires. 

The Board of Appeals of the Patent Office held, however, that it did 
not constitute invention to adapt the Eberhard structure for use on tubeless 
tires, making the necessary alterations for that purpose. It was the view of 
the Board of Appeals that this step would be the product of mechanical skill. 

The Court perceives no reason for differing with this conclusion. 
Moreover, even if the Court were to reach an independent conclusion without 
regard to the decision of the Board of Appeals, the Court would arrive at the 
same result. 

The Examiner of the Patent Office used a somewhat different and more 
remote approach to the same conclusion. He cited a patent to Herzegh, 
Number 2, 587, 470, issued on February 26, 1952, which disclosed the use of 
the old-fashioned valve of the clamp-in variety for tubeless tires. 

The Examiner was of the opinion that there was no invention in molding 
a rubber covering with a groove around the metallic valve assembly in view of 
Eberhard's teaching. 

While this ruling. was likewise affirmed by the Board of Appeals, the 
latter used the ground heretofore discussed as the principal basis for holding 
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that the claim involved in this suit was properly disallowed. 

The Court is unable to discern any reason for disagreeing with either 
of these two reasons for disallowing the claim. Accordingly, the Court will 
render judgment in favor of the Defendant, dismissing the complaint on the 


merits. 

Counsel will submit proposed findings of fact and conclusions of law 
and the judgment. 

(Whereupon at 11:30 a.m., the hearing was concluded. ) 


[Filed March 23, 1959} 
FINDINGS OF FACT 


1. Edwin T. Wyman brought this action under 35 U.S.C. 145 to 
authorize the Commissioner of Patents to issue letters patent to him containing 
claim 11 of his application entitled "Tire Valve," Serial No. 141,503, filed 
January 31, 1950. Claims 1, 2, 8, 9, and 10 stand withdrawn under the 
provisions of Rule 142(b) of the Rules of Practice of the United States Patent 
Office. Four other claims in the application, numbered 3, 12, 13 and 14, 
have been allowed by the Patent Office. 

2. The claim before the Court relates to a unitary valve structure for 
use with a tubeless tire installed on the wheel of a motor vehicle. This valve 
structure comprises a metal valve member covered by a rubber sheathing. 
One end of the sheathing has an outwardly flaring base portion of a radius ~ 
considerably greater than the radius of the hole normally provided in the rim 
of the wheel for receiving the valve structure. The sheathing additionally 
includes an annular abutment of a radius which is also greater than the radius 
of the hole, said abutment being so spaced from the base portion as to provide 
a groove therebetween of a thickness of the order of the thickness of the rim 


107 


about the hole. The valve structure is mounted by passing the end remote 
from the base portion through the hole in the rim and forcing the abutment 
through the hole to snap the valve structure into a position with the edges of 
the rim at the hole gripped between the abutment and the base in air sealing 
relationship. Claim 11 is a broad claim which would cover many valve 
structures in commercial use by others. 

3. The Eberhard patent, No. 2, 049, 252, relates to valves used with 
inner tubes. It discloses a unitary flexible rubber-covered valve structure 
which is similar to that disclosed in plaintiff's application but which is 
integral with an inner tube. The valve structure may be positioned in a hole 
in the rim of a wheel by a snap action gripping arrangement similar to that 
described in plaintiff's application. This arrangement normally holds the 
valve structure in the desired position and seals the hole about such structure 
against the entrance of water, sand and other foreign matter. 

4. The Herzegh patent, No. 2, 587, 470, relates to a tubeless tire 
installation which employs a valve structure passing through a hole in a tire 
rim in air sealed relationship thereto. This valve structure comprises a 
metal stem having a flanged metal base at one end. The valve structure is 
passed through the hole in the rim with an annular sealing gasket between the 
base and the rim. A second annular sealing gasket is then passed over the 
stem into engagement with the rim on the side opposite the base of the valve 
structure and a nut is threaded down the stem against the second gasket to 
clamp the assembly to the rim about the hole therein. 

5. When tubeless tires began to appear in 1947, valve structures of the 
general type shown in Herzegh, known as "clamp-in" valves, were first used. 

6. Adapting the Eberhard valve structure for use with tubeless tires 


by alterations necessary to make the seal with the rim air tight and to provide 
communication through the valve structure to the interior of the tire did not 
constitute invention. Instead, it required only the exercise of mechanical 
skill. 
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7. At the time the valve structure defined by claim 11, in issue, was 
made by plaintiff, it would have been obvious to persons having ordinary skill 
in the art so to adapt the Eberhard valve structure for use with tubeless tires. 

8. Conformably with the holding of the Board of Appeals, claim 11 is 
unpatentable over the Eberhard patent. 

9. No error is apparent in the reasoning of the examiner, approved 
by the Board of Appeals, that, in view of Eberhard, there would be no 
invention in modifying the Herzegh valve structure by incorporating thereon 


a rubber covering with a groove therein for effecting an air tight seal with a 


tire rim. 

10. Conformably with the holdings of the examiner and the Board of 
Appeals, claim 11 additionally is unpatentable over the combination of the 
Herzegh and Eberhard patents. 


CONCLUSIONS OF LAW 


1. The plaintiff is not entitled toa patent containing claim 11. 
2. The complaint should be dismissed. 


/s/ Alexander Holtzoff 
‘fudge 


March 23, 1959 


[Filed March 23, 1959] 
JUDGMENT 


This action came on to be heard at this term, and thereupon upon 
consideration thereof, it is this 23 day of March, 1959 

ADJUDGED that the complaint be and it is hereby dismissed, with 
costs against plaintiff. : 


/s/ Alexander Holtzoff 
Judge 


APPROVED AS TO FORM: 


Attorney for Plaintiff 


[Filed May 20, 1959] 
NOTICE OF APPEAL 


Notice is hereby given that Edwin T. Wyman, Plaintiff, above named, 
hereby appeals to the United States Court of Appeals for the District of 
Columbia Circuit from the final Judgment of the District Court entered in this 
Action on March 23, 1959. 


/s/ Miles D. Pillars, 
Miles D. Pillars, 
Attorney for Plaintiff 
National Press Building 
Washington 4, D. C. 


/s/ Jesse C. Bowyer 
Jesse C. Bowyer 
Counsel for Plaintiff 
National Press Building 
Washington 4, D. C. 


Dated: May 20th, 1959 
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EXCERPTS FROM 
PLAINTIFF'S EXHIBIT NO. 1 


WYMAN APPLICATION SERIAL NO. 141, 503 INCLUDING DRAWINGS, 
_ AS FILED AND AMENDED 


This invention relates to a Tire Valve, designed particularly to be 
used in the so-called Tubeless Tire, in which the tire casing forms an 
inflatable chamber or cavity, which when inflated supports the vehicle. In 
the tubeless tire the standard inner tube is eliminated, and the tire casing is 
mounted directly on the standard wheel rim, and a valve is provided which is 
preferably fixed in the side wall of the drop-center portion of the rim, whereby 
the tire casing may be inflated. The tire casing and the wheel rim, in com- 
bination thus form an inflatable chamber which supports the vehicle. 

It is, of course, essential in the tubeless tire that there be no leakage 
of air, and the sealing around the valve stem is important for the sucessful 
operation of the tire. There should be no possibility of leakage of air around 
the valve, and it should be readily insertable in the wheel rims used on auto- 
mobiles. I have devised a valve which is substantially leak-proof, and which 
can be readily inserted in the wheel rim and thus be quickly made ready for 
use. My valve omits the threaded valve stem, the packing and tightening nut, 
commonly used on conventional valves with which I have been familiar. My 
valve thus costs less to manufacture and to apply to the wheel rim. 

Briefly, my invention comprises a tubular metal valve stem, having a 
central longitudinal air passage therethrough, and a standard check valve is 
carried in the central air passage. A covering of flexible rubber is molded 
to the valve stem, which at the bottom may enlarge into a flat circular base. 
Abutment means is then provided for a snap-in fitting or retention of the valve 
in position on the wheel rim, which comprises two alternative forms, a flexible 
annular bead molded into the rubber covering adjacent the lower end of the valve 
stem, or an annular concave groove formed in the rubber covering at the same 
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location, into which a retaining ring can be engaged. With the annular beaded 
form of retention, a retaining ring can also be used if desired. 

Before explaining in detail the present invention, it is to be understood 
that the invention is not limited in its application to the details of construction 
and arrangement of parts illustrated in the accompanying drawings, since 
the invention is capable of other embodiments and of being practiced or carried 
out in various ways. Also it is to be understood that the phraseology or 
terminology employed herein is for the purpose of description and not of limi- 
tation, and it is not intended to limit the invention-claimed herein beyond the 
requirements of the prior art. 

In the drawings: 

Fig. 1 is a side elevation of one form of my valve, with a portion in 
section; 

Fig. 2 is a plan view of a retaining ring which may be used with the 
valve shown in Fig. 1; 

Fig. 3 is a section of the retaining ring on lines 3-3 of Fig. 2; 

Fig. 4 is a sectional view of a second form of retaining ring; 

Fig. 5 is a front elevation of a modified form of valve, partly in 
section, and showing the retaining ring of Fig. 4 mounted thereon; 

Fig. 6 is a side elevation of a valve designed to be used without a 
retaining ring, wherein the lower portion of the valve stem 33a has a straight 


and gradual taper to the top of the retaining bead 35a, and 
Figure 7 is a side elevation of a valve provided with an annular bead 


disposed in spaced relation to the enlarged flange, which valve is mounted on 
a wheel rim without a retaining ring. 

In Fig. 1 the first form of my valve is shown mounted on a wheel rim 
in position for use with a tubeless tire. However it may be used in conjunction 
with any type of tubeless tire. Numeral 10 represents a standard rubber tire 
casing having a beaded edge 14. An annular band of soft rubber may be inserted 
between the beaded edge 14 of the tire casing and the wheel rim as indicated at 15. 
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The wheel rim on which the tire casing 10 is mounted is shown generally at 

20, and is of the standard drop-center type having the drop-center portion 

21 and comprising the bottom wall 21a and side wall 21b, with angular recesses 
22 at the sides thereof, which comprise the bottom wall 22a, and the side wall 
22b, into which the angular outer surface of the beaded edge 14 of the tire 
casing is designed to fit. My valve is shown mounted in the side wall 21b of 


the drop-center portion of the wheel rim, in a suitable aperture provided 
therein, generally indicated at 30, and comprises the tubular metal valve 

stem 31 having a central longitudinal air passage therethrough, which delivers 
air into the interior of the tire casing. A standard check valve (not shown) is 
provided in the central air passage. Annular corrugations 32 are preferably 
provided on the exterior of valve stem 31 for better retaining the rubber cover- 
ing 33 molded and vulcanized to the valve stem. The base portion of the rubber 
covering 33 is provided with an enlarged annular bead 35 molded into the 
rubber covering 33 toward the lower end of the valve stem, and a second 
enlarged flange or disk 37 is spaced apart from the annular bead 35 by the 
ankle portion 36. It will be noted that the ankle portion 36 fits into the aperture 
formed in the side wall 21b of the wheel rim 20, and that the adjacent abutment 
formed by the wall of annular bead 35 and the facing wall of circular disk 37 

in effect constitute rings for retaining the valve 30 in position in the aperture 
in the wheel rim. In Fig. la retaining ring 40, «shown in detail in Fig. 2, 

is shown positioned on the ankle portion 36 of the valve 30, but it will be 
understood that the retaining ring 40 may be dispensed with entirely as is 
shown in Figures 6 and 7, and in that situation the annular bead 35 is preferably 
lowered to the position which the retaining ring 40 occupies, and thus to 
closely engage the side wall 21b and act as a clamping member holding the 
valve stem in position, thus making an effective air seal between the flanged 
base of the valve stem and the inner surface of the rim side wall 21b. It will 
be understood that in operation the valve 30 is merely pushed through the 
aperture provided therefor in the side wall 21b in the wheel rim 20, until 
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annular bead 35 clears the side wall 21b, and effectively clamps the valve 30 
in position. But as previously stated, and as shown in Fig. 1, the retaining 
ring 40 may be passed from the outside over the annular ring 35, after the 
valve 30 has been inserted in the rim for more tightly gripping the side wall 
21b of the wheel rim 20. After the annular band 15 is placed in position in the 
angular recesses 22 of the rim 20, the tire casing 10 is then mounted on the 
rim 20 in the usual manner, with the beaded edge 14 of the tire casing pressing 
against the annular rubber band 15 and the angular recesses 22 provided in 
the side of the rim 20. 
In Fig. 2 the retaining ring 40 is shown in detail in plan view. It will 

_ be noted that the ring 40 is provided with inwardly extending spring tabs 41, 

the inner circumferential edge of which is smaller than the peripheral edge 
of the annular rubber bead 35 of the valve 30. The ring 40 is shown in vertical 
section in Fig. 3 on line 3-3 of Fig. 2. It will thus be noted that the annular 
rubber bead 35 eliminates the threaded metal stem packing and tightening nut 
now used on the conventional valve stems. My valve is quickly inserted in 
position in the rim, and the annular bead 35,and base flange 37 (with or without 
the retaining ring 40) hold the valve stem fixed in position as an integral part 


of the wheel rim. The air pressure against ithe broad, soft, rubber base 37 


prevents the leakage of air around the stem. 

In Fig. 5 a modified form of valve 30a is shown, with rubber covering 
33a, ankle portion 36a, the base which engages the aperture in side wall 21b 
of the wheel rim 20, and base flange 37a. This form of valve differs from 
that shown in Fig. 1 in that the annular rubber bead 35 is replaced with an 
annular groove 45, and a retaining ring 50 (shown in vertical section in Fig. 4) 
has inwardly extending curved spring tabs 51 which expand into the groove 45, 
when the valve 30a is positioned in the side wall of the rim, as shown in Fig. 5. 
When the valve 30a is inserted in position through the side wall 21b of the 
wheel rim, it will be understood that the retaining ring 50 is slipped over the 
top of the valve 30a and pushed into the groove 45 provided therein, whereby 
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the spring tabs tightly engage the groove and the retaining ring 50, with rubber 
base flange 37a tightly clamping the walls 21b of the wheel rim and effectively 
preventing the leakage of air around the valve. 

The modification of valve shown in Figure 6 facilitates the insertion 
of the valve stem through the hole in the wheel rim 21b due to the taper of the 
lower side portion of the valve stem. After the valve has been inserted in the 
hole in the wheel rim 21b as shown in Figure 6, the valve stem is held in 
position by and an effective seal is produced between the flanged base 37a 
and the abutment or lower side of bead 35a. 

After the valve stem 33 of the valve shown in Figure 7 is inserted 
through the hole in rim 21b, the abutment or lower side of bead 35 closely 
engages the wheel rim 21b and together with base of flange 37 serves as 
clamping means for holding the valve stem in position to produce an effective 
seal between the flanged base 37 and the inner surface of the rim side wall 
21b. 

It will thus be seen that I have provided a valve suitable for use with 
a tubeless tire, which can be readily inserted in the wheel rim and made 
ready for use, and which effectively prevents the leakage of air from around 
the valve, and contributes toward making the tubeless tire a satisfactory and 
practical device. It will, of course, be understood that the term "rubber" 
as used herein indicates both natural and synthetic rubber, and substances 
having rubber-like properties and characteristics as full equivalents. 


I claim: 


1. A valve structure insertable through a hole provided in the side 
wall of a wheel rim for use in inflating tubeless tires comprising a tubular 
metal valve stem having a central air passage therethrough and a check valve 
therein, and a rubber covering on said valve stem having a flanged base and 
an annular bead spaced apart from said flanged base adapted to tightly engage 
opposite sides of the side wall of a wheel rim. 
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2. A valve structure insertable through a hole provided in the side 
wall of a wheel rim for use in inflating tubeless tires comprising a tubular 
metal valve stem having a central air passage therethrough and a check 
valve therein, and a rubber covering on said valve stem having a flanged 
base and an annular bead spaced apart from said flanged base adapted to 
tightly engage opposite sides of the side wall of a wheel rim, and an annular 
retaining ring cooperating with said annular bead. 

3. A valve structure insertable through a hole provided in the side 
wall of a wheel rim for use in inflating tubeless tires comprising a tubular 


metal valve stem having a central air passage therethrough and a check 
valve therein, and a rubber covering on said valve stem having a flanged 
base and an annular groove spaced from said flanged base, and an annular 


retaining ring having inwardly extending curved spring tabs for engaging in 
said groove, said flanged base and retaining ring adapted to tightly engage 
opposite sides of the side wall of a wheel rim. 
* eK KK KK KK 

8. A valve structure insertable through a hole provided in the side 
wall of a wheel rim for use in inflating tubeless tires, comprising a tubular 
metal valve stem having a central air passage therethrough and a check 
valve therein, and a rubber covering on said valve stem having a flanged 
base and an annular bead spaced apart from said flanged base and providing 
an annular groove between them fitting the hole in the side wall of said rim, 
said flanged base and bead adapted to tightly engage the opposite sides of the 
side wall of a wheel rim to provide an air-tight fitting around said base. 


9. A valve structure insertable through a hole provided in the side 
wall of a wheel rim for use in inflating tubeless tires, comprising a tubular 
metal valve stem having a central air passage therethrough and a check 
valve therein, and a rubber covering on said valve stem tapering downwardly 
and outwardly from the top toward the base thereof, said rubber covering 
having a flanged base and an annular bead Spaced from said flanged base and 
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providing an annular groove between them fitting the hole in the side wall 
of said rim, said flanged base and bead adapted to tightly engage the 
opposite sides of the side wall of a wheel rim to prevent the leakage of air 


from the interior of the wheel rim around said valve structure. 


10. A valve structure insertable through a hole provided in side 
wall of a wheel rim for use in inflating tubeless tires comprising a tubular 
metal valve stem having a central air passage therethrough and a check 
valve therein, and a rubber covering on said valve stem having a flanged base 
and an annular bead spaced apart from said flanged base and an annular 
retaining ring positioned between the annular bead and the outer side of a 
wheel rim when the valve is assembled with a rim for holding the valve stem 
in a fixed position on said wheel rim. 


11. A valve structure insertable through an aperture provided in the 
side wall of a wheel rim for use in inflating a tubeless tire mounted thereon, 
comprising a tubular valve stem having a central air passage therethrough 
and a check valve therein, a rubber covering on said valve stem having a 
flanged base, annular abutment means disposed in spaced relation to said 
flanged base, and an ankle portion formed in said rubber covering between 
said flanged base and said annular abutment means and adapted to fit into said 
wheel rim aperture, said flanged base and annular abutment means adapted 
to engage opposite sides of the wheel rim tightly when said ankle portion is 


fitted into said aperture to form an airtight connection with said rim. 


12. A valve structure insertabie through an aperture provided in the 
side wali of a wheel rim for use in inflating a tubeless tire mounted thereon, 
comprising a tubular valve stem having a central air passage therethrough 
and a check valve therein, a rubber covering on said valve stem having a 
flanged base, a retaining ring disposed in engaging relation with said rubber 
covering and located in spaced relation to said flanged base, and an ankle 
portion formed in said rubber covering between said flanged base and said 
retaining ring and adapted to fit into said wheel rim aperture, said flanged 
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base and retaining ring adapted to engage opposite sides of the wheel rim 
tightly when said ankle portion is fitted into the aperture to form an airtight 
connection with said rim. 


13. A valve structure insertable through an aperture provided in the 
side wall of a wheel rim for use in inflating a tubeless tire mounted thereon, 
‘comprising a tubular metal valve stem having a central air passage there- 
through and a check valve therein, a flexible rubber covering mounted on 
said valve stem having a flanged base, a snap-on annular retaining ring and 
an annular groove spaced from said flanged base with which a portion of 
said snap-on annular retaining ring engages to mount said ring on said rubber 
covering, said flanged base and retaining ring adapted to engage tightly 


opposite sides of the wheel rim to form an airtight connection with said rim. 


14. A valve structure insertable through an aperture provided in 
the side wall of a wheel rim for use in inflating a tubeless tire mounted 
thereon, comprising a tubular stem having a central air passage therethrough 
and a check valve therein, a rubber covering on said valve stem having a flanged 
base, annular groove spaced from said flanged base and a snap-on annular 
retaining ring disposed upon said covering and located in cooperating relation 
to said annular groove, said flanged base and retaining ring adapted to engage 


tightly opposite sides of the wheel rim to form an airtight connection with 


said rim. 
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Examiner's Answer 

This is an appeal from a final rejection of claims 6 and 7. An 
amendment filed November 30, 1955 has been entered for purpose of appeal. 
The condition of the claims of this application is now as follows: 

Claims 4-7 have been canceled. 

- Claims 1, 2, and 8-10 have been withdrawn from further consideration 

as being drawn to non-elected species. 

Claims 3, 12, 13 and 14 are allowable. 

Claim 11 stands rejected and is the subject of this appeal. 

A correct copy of the appealed claim 11 appears on page 2 of appli- 
cant's brief. 

An adequate description of the invention appears on pages 5 and 6 of 
applicant's brief. 

The references relied on are: 


Eberhard 2, 049, 252 July 28, 1936 
Herzegh 2, 587, 470 Feb. 26, 1952 


Claim 11 stands rejected as unpatentable over Herzegh in view of 
Eberhard. In Fig.3, Herzegh discloses a valve structure for a tubeless 
tire comprising a tubular valve stem 13 having a central air passage there- 
through and the usual check valve therein. The valve has no rubber covering, 
but does have a "flanged base" formed by flange 16 and washer 14. The valve 
also contains “annular abutment means" formed by washer 15 which is spaced 
from the flanged base; and an “ankle portion", which is the space between the 
flanged base and annular abutment means. Of course, the "ankle portion" is 
not formed in the rubber covering as Herzegh has no rubber covering. The 
flanged base and annular abutment means engage opposite sides of the wheel 
rim to form an air-tight seal. It is seen, therefore, that the distinction 


between the structure of claim 11 and Herzegh alone resides in the “rubber 


covering" feature. 

Eberhard, Figs. 1 and 2, discloses a rubber covered valve structure 
12 with a tubular valve stem 16 therein. Formed in valve structure 12 isa 
groove 18 which is adapted to engage opening 20 in rim 22. Page 1, column 1, 
line 54 et seq. of Eberhard discloses that the base of groove 18 is slightly 
larger than rim hole 20 so that the engagement of groove 18 with the walls 
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of opening 20 will form a water and dirt seal. 

From the teaching of Eberhard it is believed that no invention would 
be involved in modifying Herzegh by incorporating thereon a rubber covering 
with a groove therein in lieu of the disclosed nuts and washers. It is obvious 
that if Herzegh were modified as stated, the groove in the rubber covering 
would necessarily be made of such size as to effect an air-tight seal. 
Certainly, one skilled in the art would not make it otherwise if the valve is 
intended for use with a rim on which a tubeless tire is mounted. And while 
Eberhard does not disclose that groove 18 is to effect an air-tight seal, the 
“ankle portion" or groove formed by the flanged base and abutment means of 
Herzegh does form an air-tight seal. Therefore, no invention appears in 
using the grooved rubber covering of Eberhard for the valve stem of Herzegh 
to effect an air-tight seal. The problem in either case is the provision of a 
seal. 

For the foregoing reasons it is believed that the final rejection is 
proper and should be sustained. 

Respectfully submitted, 


CJAlster/tmm Examiner, Div. 45 


Atty: 


Miles D. Pillars 
National Press Bldg. 
Washington 4, D. C. 


123 


Board of Appeals Decision Dated April 25, 1957 
— OO eee ated April a9, Lyo/ 


This is an appeal from the refusal of the primary examiner to allow 
claim 11. Claims 1, 2, 8, 9 and 10 stand withdrawn under the provisions of 
Rule 142(b). Claims 3, 12, 13 and 14 have been allowed. 

Claim 11 reads as follows: 


11. A valve structure insertable through an aperture provided in the 
Side wall of a wheel rim for use in inflating a tubeless tire mounted thereon, 
comprising a tubular valve stem having a central air passage therethrough 
and a check valve therein, a rubber covering on said valve stem having a 
flanged base, annular abutment means disposed in spaced relation to said 
flanged base, and an ankle portion formed in said rubber covering between 
said flanged base and said annular abutment, means adapted to engage opposite 
sides of the wheel rim tightly when said ankle portion is fitted into said 
aperture to form an airtight connection with said rim. 


The references relied upon are: 


Eberhard 2, 049, 252 July 28, 1936 
Herzegh 2, 587, 470 Feb. 26, 1952 


The appealed claim relates to a valve structure for tubeless tires, 
the structure and advantages of which are adequately described in appellant's 
brief, to which reference is hereby made. 

Claim 11 has been rejected as being unpatentable over Herzegh in 
view of Eberhard. 

The patent to Herzegh discloses a valve insertable in an automobile 
wheel rim for use in connection with tubeless tires, said valve consisting of 
a threaded stem and a head portion. . Resilient washers are applied to either 
side of the rim and the assembly is held in place on the rim by means of a 
nut applied to the threaded stem. 

The patent to Eberhard shows an inner tube having a valve structurally 
very similar to that of appellant in that it has a tubular valve stem with a 
central air passage therethrough and a check valve therein with a rubber 
covering molded thereabout. The covering is molded integral with an inner 
tube which obviously forms a base in the broad sense of the word. The rubber 
covering has a groove at the base thereof somewhat larger in diameter than 
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the opening in a tire rim, and in Figures 3, 4 and 5 outer lips which overlie 
the rim. In use the valve assembly is passed through the rim from the 
interior surface thereof and the groove and lips tightly engage the tire rim 
to make a tight seal which excludes water, dirt, etc. 

It is the examiner's position that there would be no invention in molding 
a rubber covering with a groove therein, around the metallic valve assembly 
of Herzegh after the fashion taught by Eberhard. While we find no reversible 
error in the examiner's position, we believe the claim, as broadly as it is 
drawn, is unpatentable over Eberhard alone. In our opinion the only manner 
in which the claim differs from Eberhard is the statement of use in inflating 
a tubeless tire as set forth in the preamble, and in the statement of result 
"to form an airtight connection with said rim". It is well settled that ordinarily 
an introductory phrase can be given no weight in determining patentability of 
a claim, Inre Dense, 33C.C.P.A. 1171; 1946 C.D. 509; 591 O.G. 158; 
156 Fed. (2nd) 76; 70 U.S. P.Q. 212; Inre Lamb, 32 C.C.P.A. 799; 1945 
C.D. 83; 571 O.G. 177; 146 Fed. (2nd) 277; 64 U.S. P.Q. 241. Also, state- 
ments of desired end results may not be relied upon for patentability, In re 
Potts, 34C.C.P.A. 915; 1947 C.D. 249; 600 0.G. 168; 159 Fed. (2nd) 873; 
73 U.S. P.Q. 48; In re Lamb, supra; Israel vs. Cresswell, 35 C.C.P.A. 
890; 1948 C.D. 246; 610 O.G. 7; 166 Fed. (2nd) 153; 76 U.S. P.Q. 584. 

While we appreciate the fact that the valve of Eberhard is not intended 
to be used in connection with tubeless tires, there is no structure set forth in 
the claim which differentiates over Eberhard. Thus, this patent shows a tubular 


valve stem 16 having a central air passage therethrough and a check valve 


therein, a rubber covering 12 on said valve having a flanged base, namely that 
portion of the inner tube molded integral with the valve and which lies against 
the inside of rim 22; or the flanged base may even be considered as the entire 
inner tube since the extent of the flanged base is not defined or limited in the 
claims. Likewise, Eberhard shows annular abutment means 30, 30b or 32 
disposed in spaced relation to said flanged base; an ankle portion, namely the 
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groove 18 formed in the rubber covering between the flanged base and the 
annular abutment means which is adapted to fit into the wheel rim aperture, 
and which flanged base and abutment means are adapted to engage opposite 
sides of the wheel rim when said ankle portion is fitted into the said aperture. 

While we have applied the prior art somewhat differently than did the 
examiner, this does not constitute a new ground of rejection. In re Cowles, 
33 C.C.P.A. 1236; 70 U.S. P.Q. 419; 591 O.G. 509; 156 Fed. (2nd) 551; 
1946 C.D. 574. In re Christenson, 35 C.C. P.A. 1000; 77 U.S. P.Q. 108; 
611 O.G. 8; 166 Fed. (2nd) 825; 1948 C.D. 356. 

The decision of the examiner is affirmed. 


/s/ Louis F. Kreek 
iner-in-Chief 


/s/ J. E. Keely 
Examiner-in-Chief 


April 25, 1957 (Acting) ; 
/s/ James L. Brewrink yAPPEALS 
Mr. Miles D. Pillars, Examiner -in-Chief ) 


National Press Bldg. . (Acting) ) 
Washington 4, D.C. 
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Patented July 28, 1936 


Application May 9, 1982, Serial No. 610,000 
13 Claims, (CL 152—12) 


‘The present invention relates to valve stems for 
tubes, or the like, and more particularly to 
flexible rubber valve stems. 
It is an object of the present invention to pro- 
5 vide a flexible rubber valve stem for inner tubes, 
or the like, which ig provided with means for 
sealing between the valve stem and the tire re- 
ceiving rim. 
Another object of the invention is to provide 
10 a flexible valve stem, which is adapted to be 
held in the rim so that the stem will not pull out 
of the rim hole while the tire is being mounted 
upon the rim. 


be held in the rim. 
25 + Another object of the invention is to provide 
@ Self-; 
With the flexible 
the present invention, 
stantially elimina; 
after it is once pulled 


of the groove 18, so that can be worked 
upon the rim without fear that the 


] 
Fig. 1 is a side elevation of a portion of an nia = will 


not be 
a ee ere valve so tightly in the hole that the be 
Pig. 2 is a transverse sectional view taken on OF Teer of tearing the stem 
line II--II of Fig. 1, illustrating the tube in- tube from "the ine 
corporated in a tire and rim assembly: ese 
Fig. 3 is a fragmentary sectional view of an- 
other form of the invention taken in the cir- 
cumferential plane of the tire, tube and rim 
esserabiy in th hole, it is 
Fig. 4 is a view similar to Fig. 3 of another 1 the rim hole, it is very AWAY 45 
form of the invention; from the remaining with 
Fig. 5 is a fragmentary view similar to Fig. 2 
of another form of the Se ane in 
és similar to . 5 of another i 
fae ae ae vein a stem will pull out of the rim hole and being flexible 59 
Referring to Figs. 1 and 2 of the drawing, the will not cause any serious damage to the tire 
numeral 10 indicates an inner tube of any de- or tube, even though the tire is run defiated for 
sired form or characteristic, to which is secured, some distance. 
preferably by integral vulcanization therewith, In addition to f: 
@ flexible rubber valve stem 12. The valve stem the relation of 
is provided with the usual axial bore 14 in the 
end of which is mounted a metal valve indicated 
generally at 16, which may be formed with an- = 
choring flanges {7 or the like if desired. The molded or formed at 
60 metal valve 16 is preferably of such a length the ameter slightly 


VAILABLE 


ound volume 


2 2,049,252 


that a slight compression of the rubber around the 
‘hole will occur. 

In the form of the invention ‘illustrated in Fig. 

8, the valve stem {2a has been provided with a 

6 circular flange-like lip 30 which functions to seal 

the valve stem and rim, and also to hold the valve 

stem in position, in addition to the regular seal 

and lock provided by the groove {8a and rim 

hole 20a. The flange 30, being of resilient flexible 

10 rubber, can be easily pulled down through the 

rim hole 20a without |any serious results. The 

double seal and lock provided by this form of the 

invention may be desirable in certain instances, 

particularly upon larger size tires and rims, and 

18 also where the sealing action is rather necessary, 
for example, in desert travel or the like. 

The embodiment of! the invention illustrated 

in Fig. 4 is very similar to that illustrated in Fig. 

3, except that the base of the valve stem {2b is 

20 not provided with the groove {8a, but relies solely 

upon the flange 300 for sealing and retaining 

purposes. While the flanges 30 and 30c are pref- 

erably in the form of lips the invention contem- 

plates making flanges or abutments in the form 

25 of half round or other shaped rings or shoulders. 

Fig. 5 illustrates another type of valve stem 

wherein the stem {2c is substantially straight 

throughout its length. The stem is formed with 

@ rounded flange 32 which provides a groove {8c 

30 on the stem which is adapted to engage with the 
edges of the rim hole 20c. : 

The embodiment of the invention illustrated in 

Fig. 6 is provided with a metal ferrule or band 

34 which strengthens and supports the end of the 


than the diameter of the hole so 

- that the rim will form a groove around the base 

45 of shown in Fig. 6 when the stem is 
hole. 

foregoing it will be apparent that 

flexible rubber valve stem has been provided, 

which is adapted to be normally securely retained 


extend through a hole in the tube mounting rim 

and having a groove adapted to be received in 

rim hole whereby the valve stem.is held in 
the 


said stem being formed with a taper to decrease 
the diameter of the stem towards it free end, said 
stem being adapted to extend through a hole in 
the rim and having adjacent its inner end a 
groove adapted to be received snugly in the rim. 5 
hole, whereby the valve stem is held in the hole 
in sealed relation with the rim. 

3. A tire valve comprising a tubular elastic por- 
tion of a diameter to pass through the valve stem 
opening in 2 wheel rim, said tubular portion hav- 39 
ing parts thereof for engagement with the wheel 
rim in proximity to the valve stem opening there- 
in for normally preventing the withdrawal of the 
valve stem through said opening when the valve 
stem has been inserted through said opening. 45 

4. A tire valve comprising a tubular elastic por- 
tion of a diameter to pass through the valve stem 
opening in a wheel rim, said tubular portion hav- 
ing a part thereof of normal diameter greater 
than the opening in the wheel rim through which 9 
said valve stem is intended to extend for engage- 
ment with the wheel rim in proximity to the valve 
stem opening therein for normally preventing the 
withdrawal of the valve stem through said open- 
ing when the valve stem has been inserted through ». 
said opening. 

5. A tire valve comprising a tubular elastic por- 
tion of a diameter to pass through the valve stem 
opening in a wheel rim, said tubular portion being 
of frusto-conical form having a normal maximum 
diameter greater than the opening in the wheel 
rim through which said valve stem is intended to 
extend for engagement with the wheel rim in 
proximity to the valve stem opening therein for 
normally preventing the withdrawal of the valve 
stem through said opening when the valve stem 
has been inserted through said opening. 

6. A valve stem of flexible material having an 
extension, which extension is located between the 
ends of the valve stem and is adapted to be com- 
pressed to permit the valve stem to be drawn 
through the valve stem opening in a rim and to 
then expand into engagement with the inner side 
of the tire rim to retain said stem normally in 
extended position. 

7. A valve stem adapted to be connected to the 
inner tube of a tire and to extend through the 
usual opening in the tire rim, said stem being 
formed of flexible material and tapering inwardly 
from adjacent its inner end to its outer end and 
provided with a portion of a diameter such as to 
extend across said opening and overlie the inner 
side of the rim to maintain said stem normally in 
extended position. 

8. A valve stem adapted to be connected to the 
inner tube of a tire and to extend through the 
usual opening in a tire rim, said stem being 
formed of flexible material and tapering inwardly 
from adjacent its inner end to its outer end and 
provided adjacent such inner end with a laterally - 
extending portion of a diameter such as to extend 
across said opening and overlie the inner side of 
the rim to maintain said stem normally in ex- 
tended position. 

9. A valve stem adapted to be connected to the 
inner tube of a tire and to extend through the 6 
usual opening in the tire rim, said stem being 
formed of flexible material and decreasingly ta- 
pered from adjacent its inner end to its outer end 
and provided adjacent such inner end with a lat- 
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UNITED STATES PATENT OFFICE 


2,587,470 
PNEUMATIC TIRE 
Frank Shaker Ohio, 
Herzegh, Heights, ausignor 


to The B. F. 


, New York, 


N. ¥., 3 corporation of New York 
Application December 14, 1946, Serial No. 716,276 
20 Claims. (CL 152—330) 


In order to render the conventional open- 
bellied type of automobile tire casing fully prac- 
tical for use without an inner tube, it is neces- 


to prevent the air under pressure 

acting directly against the tire wall. At 

same time it is necessary to maintain the abil- 
ity of the tire to withstand the rigors of service, 
and especially to withstand the effects of rapid 


other not been fully satisfactory, and have not 
received wide acceptance. < 
One difficulty heretofore is that devices pro- 
against leakage 


to take the whole of the gradient of air -pres- 
sure from inside to outside and as a result of dif- 
fusion of air into the wall has been vulnerable to 


the formation of blisters in the wall and separa-. 


tion of the embedded fabric plies from the rub- 
. ber, which has led to early failure of the tire. 
This difficulty has been present especially in tires 
for high speed service where the heat developed 
from the-rapid flexure of the tire walls has caused 


expansion of air diffused into and pocketed in the 


wall, which’ in tur has caused or aggravated 
separations of the tire material. Rubber com- 
position heretofore used in tire wall construction 
have not provided a sufficiently high resistance 
to diffusion of the air into the tire wall to pre- 
vent this difficulty in a satisfactory manner. 
Efforts to thicken this rubber at the inner face 


around the bead portions of the tire, the in- 
tube adds to the cost, promotes objectionable 


15 heating, is often inconvenient to remove and re- 


of the inner tube entirely feasible. 

It is an object of this invention to provide with 
full effectiveness and commercial practicability a 
pneumatic tire that is suited to use without an 


25 inner tube, and especially to provide such a tire 


dard. : ; 

Further objects are to provide for sealing 
against entrance of air, water, sand, or other sub- 
stances between the tire bead portions and the 
rim’ flanges, to provide for maintaining the seal 
despite rocking movements of the bead portions 
under extreme deflections of the tire, and to pro- 
vide a tire construction that can be conveniently 
mounted and demounted without injury to the 
sealing portions of the tire. 

Still further objects are to provide a high re- 
sistance to diffusion of air into and through the 
wall of the tire; and to provide this high degree 
of impermeability together with ability of the 
tire wall to withstand the effects of rapid cyclic 
flexure of the wall in use, and especially to pro- . 
vide for avoiding objectionable effects of heat un- 
der such conditions; to provide a tire construc- 
tion in which the gradient of air pressure from 
the inner face to the outer face is such that an 
objectionably high rate of diffusion does not oc- 
cur, to avoid the formation of blisters and ply 


of the tire to raise the resistance to diffusion 5? separation within the tire wall, to make possible 


VAILABLE 


pound volume 


ein 


eeage ae ay 
g's 
36 


#3, batass 
il 2 


i hil [ 


8 
a 


10 


Bada 


By 


i 
iF 
} 

: 


- § is a view like 


Pig. 2 is a 


of & part of 


thereof. 


THE AH 
Haan 


ta 


at 
inal 


EEE 
SESE 


3 iets 


° 


4 


d 
i 


the 


g 


* 
s 


vulcanized. 


The valve 


ting nut iT. 
the space directly between 35 


stem and a moun‘ 
permits inflation of 


nade 


fine 
LER dag 4 
f UE i 


He 


ia 


ialtits 
Ht 


it j 


adnbeua: 


: 


it 


TG 


a§238 
A 


x8 q 
a HTH 


| 


ee Rae 
ui 


cbs 33 8 
a 


hay 


f 


say 


BEST COPY A 


from the original t 


we een www enw wee ecw we 
wow we we wenn oe wee wwn 


Softener 


Sulphur -..-.~~--....---_... 


f TT 


83 
aueeges™ 


Ee 
& 
gar 


-“_ 


a 
aba) 
Hg 2239 


Butyl rubber SS ee 


8 
788 
£ 


é 


4 


i 


3 
ag 


Wail 


38 


383 


comprising 
body having spaced-apart bead 


2. A pneumatic tire suitable for use upon a 
seating 


40 rim without an inner tube, said tire 
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Name Date 


Certificate of Correction 
Patent No. 2,587,470 February 26, 1952 
: FRANK HERZEGH 
It is hereby certified that error appears in the printed specification of 


the above numbered patent requiring correction as follows: 


Column 7, line 8, for “said tire” read the tire; column 8, line 13, for 
“ruber-like” read rubber-like; column 9, line 61, for “an extending” read and 
extending ; line 71, for “of the” read to the; column 13, line 1, for “hereof” read 
thereof; 


and that the said Letters Patent should be read as Conrected above, so that 
the same may conform to the record of the case in the Patent Office. 
Signed and sealed this 5th day of May, A. D. 1953. 


[omar] 


THOMAS F. MURPHY, 
Assistant Commissioner of Patents. 


Certificate of Correction 
Patented February 26, 1952 Patent No. 2,587,470 
FRANK HERZEGH 


It is hereby certified that it appears that a mistake has been made in the 
above numbered eee and a showing has been made that such mistake 


occurred in good faith and was not the fault of the Patent Office, said mistake 
requiring correction as follows: 


Coluran 12, line i9, after “underlying” insert, said. 


The said patent should be read as though corrected as specified. 
Signed and sealed this 5th day of May, A. D. 1953. : 


[sear] 


THOMAS F. MURPHY, 
Assistant Commissioner of Patents, 
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